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CONTEMPORARY PROBLEMS IN TRADEMARK LICENSING— 
RELATED COMPANY CONCEPTS'‘* 


by W. G. Reynolds** 


In recent years our law has tolerated trademark licensing 
between related companies and we will examine some of the ties in 
which those interchanges have been sustained. 

We shall approach this task from the viewpoint of the busi- 
nessman instead of the technician in the hope of simplifying our 
presentation and conserving your very valuable time in that 
process. 

From the businessman’s viewpoint a related company is any 
company having a legitimate kinship to another company. 

In modern commerce these kinships fall into two categories. 
They are either kinships of a functional nature or of a financial 
nature. 

The functional ties between related companies usually pertain 
to the distribution of goods and vary according to the character- 
istics of the goods distributed. 

For example when goods are of a type consumable by the ulti- 
mate purchaser in their original form or from their original 
package, they are called “consumer goods” and the related com- 
pany is, more often than not, a mere conduit for parceling them 
out to myriad points-of-purchase as a marketing service. 

On the other hand there are companies related by kinships in 
which they perform additional services upon goods such as re- 
bottling, repackaging, fabricating or converting services. The ma- 
terials on which they perform such services are called “‘producers 
goods” and the related companies servicing them are called ‘‘fur- 
ther-processors.” 


t 1.15—TRADEMARK ACT OF 1946—CONSTRUCTION—SECTION 5 USE BY RELATED 
COMPANIES. 
18—LICENSES. 
* Original presentation at a Trademark Symposium of the American Bar Associ- 
ation meeting in Miami Beach, Florida. 
** Legal Department, E. I. du Pont de Nemours and Company, Wilmington, Dela- 
ware. Member of the International Committee of U.S.T.A. 
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Today people buy almost as much on faith as they do on credit 
so that trademarks have come into widespread use both on con- 
sumer and producers goods and much effort is expended in bolster- 
ing their integrity against adulterations and dilutions of quality. 

secause most consumer goods are now marketed in containers 
sealed at the factory of their manufacturers, there is little oppor- 
tunity or temptation for wholesalers, jobbers, or retailers to tamper 
with the contents in transit to the ultimate consumer. This has 
led trademark owners to permit such companies to make free use 
of their trademarks in advertising consumer goods for resale. 

This advertising use of consumer goods trademarks by com- 
panies related to the proprietor does not seem to be condemned by 
our domestic law notwithstanding the fact that it is sustained 
purely by distributive loyalties and without any covering registra- 
tion or contract. Nor does there seem to be any implication in the 
practice for the validity of the trademarks involved so long as re- 
sellers make proper displays of them in their promotional material.’ 

When we move over to producers goods, however, we invade a 
realm where goods are taken from the original packages not only 
with opportunity but with deliberate intent to alter their nature. 
Here the task of maintaining quality ean become a formidable one 
if undertaken through all the numerous successive stages of change 
until a final end product eventuates at its ultimate point of pur- 
chase. 

This is where the law of sales became a complicating factor 
in trademark matters more than a century ago with its so-called 
“privity of contract rule.” That rule was a procedural one which 
in substance required an injured ultimate consumer to seek his 
damages upon the warranty of his immediate vendor, who pro- 
ceeded, in turn, to recover upon the contract of his supplier, and, 
so, on up the channel of distribution until the real culprit was 
eventually apprehended for breach of the prevailing standards.’ 

This exposure of every further-processor to legal scrutiny for 
possible flaws in his production activity may have prompted better 
standards of quality on processors goods but it also bred an un- 
expected marketing dilemma for remote materialmen and ingre- 
dient manufacturers. The public came to buy more and more by 
the trade name or trademark of the corner store directly answer- 





1, UNITED STATES TRADEMARK ASSOCIATION “TRADEMARK MANAGEMENT—A GUIDE FOR 
BUSINESSMEN” (1956) p. 50. 

2. This procedure had its origin in Winterbottom v. Wright, Eng. (1842); 10 M 
& W 109. 
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able to them and less and less by the identifications of such distant 
suppliers. Trademark advertising had been devised by remote 
suppliers to break out of this isolation® before Judge Cardozo gave 
the tort theory of foreseeability precedence over the privity of 
contract rule in his landmark decision of 1916 in MacPherson v. 
Buick Motor Co.* 

The words “trademark advertising” mean advertising appeal- 
ing to the public to buy goods by congenial symbol.® The pioneer 
in this form of marketing was The Coca-Cola Company. It licensed 
its trademark for use by bottling companies that would grant it 
supervision over the nature and quality of any beverages that they 
made from coca-coLa syrup. The exchange was bound by formal 
contracts making these processors ‘related companies” of the 
licensor.® 


, 


These agreements were attacked as a departure from the 
traditional concept that a trademark is a symbol of origin in that 
they severed the use from the ownership of the coca-coLa symbol in 
these projections to numerous independent concerns. These at- 
tacks were dispatched by the courts substantially on the ground 
that the severance was dannum absque injuria since the bottling 
company still remained legally responsible to the consumer despite 
the license, and, the supervision and control exercised over him 
assured the consumer of receiving sustained instead of variable 
quality under the mark.’ 

This notion that there is no actionable deception of the public 
in projecting a trademark to someone else’s goods under conditions 
of quality control quickly spread to other processed goods. There, 
variants developed as in B. B. d R. Knight, Inc. v. Milner & Co.* 
Where a fabric manufacturer was upheld in licensing his trade- 
mark to multiple shirt manufacturers carefully chosen by him for 
their high production standards. The arrangement was saved from 
being deceptive by warranties of workmanship, design and relia. 
bility of the finished goods plus money-back guarantees given 
jointly by the licensor and the licensees of his mark. Thereupon 


3. See Coca-Cola Company v. J. G. Butler & Sons, 229 Fed. 224, 6 TMR 206 (D.C., 
E.D. Ark., 1916). 

4. 111 N.E. 1050 (N.Y. App., 1916). 

5. For a succinct description of trademark advertising see Mishawaka Rubber and 
Woolen Mfg. Co. v. S. 8. Kresge Co., 316 U.S. 203, 32 TMR 254 (1942). 

6. ROBERT, THE NEW TRADEMARK MANUAL (1947), p. 19 et seq. 

7. Coca-Cola Company v. J. G. Butler & Sons, 229 Fed. 224, 6 TMR 206 (D.C., 
E.D. Ark., 1916) ; Coca-Cola Company v. Bennett, 238 Fed. 513, 7 TMR 159 (C.C.A. 8, 
1916). 

8. 283 Fed. 216,13 TMR 8 (D.C., N.D. Ohio, 1922). 
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assumption of joint responsibility by licensors and licensees be- 
“ame an acceptable substitute for the production controls of the 
food processing field in these trademark licensing programs. 

Adverting to the financial ties that bind related companies, 
it is worth noting that it was doubtful -legally that anyone but a 
natural person could own and vote stock in a corporation at the 
time the Federal Trademark Act of 1905° was enacted. Within the 
next decade, however, many states followed the lead of New Jersey 
with statutes making possible “holding” or “parent” corporations 
owning controlling stock in one or more subsidiary companies and 
their trademark interchanges were eventually given judicial ap- 
proval.’® 

Meanwhile the United States Steel Company had filed an 
application as a holding company to register its trademark in the 
U. S. Patent Office for and on the basis of prior use by a number 
of its wholly and partly owned subsidiary operating companies. 
But its application was rejected by the Commissioner in Ex parte 
United States Steel Co.* because there was no use apparent on 
the record to qualify it as “owner” of the mark as required by the 
applicable provision of the registration statute.” 

Twelve years later the Lanham Trademark Act of 1946** 
undertook to preclude recurrences of this ruling by pronouncement 
that use by related companies should “inure to the benefit” * of 
an applicant or registrant in properly made cases. 

Suggestions were made in the Congressional hearings that 
trademark registrations involving these stock ownership situations 
should be limited to eases where the subsidiary was wholly owned 
by the “parent” or “holding” company.** This limitation was re- 
jected however to admit majority-held as well as wholly-owned 
subsidiaries under the new sanctions.”® 

Here we come to the problems of interpretation traceable to 
drafting peculiarities in the related company provisions of the 








9. 33 Stat. 724 (1905). 

10. Keebler-Weyl Baking Co. v. J. S. Ivins’ Son, Inc., 7 F. Supp. 211, 24 TMR 
161 (D.C., E.D. Pa., 1934). 

11. 23 USPQ 145, 24 TMR 598 (Com’r, 1934). 

12. Federal Trademark Act of 1905, Section 1, set a limit on registration to the 
“owner” of a trademark which was reflected throughout subsequent sections of that law. 

13. 60 Stat. 429 (1946). 

14. Lanham Act of 1946, Section 5. 

15. 3 A.L.R. 2d 1302. 

16. “The Department of Justice wanted to limit the section to 100 per cent con- 
trolled subsidiaries and to exclude any other form of control. ... The Committee refused 
to limit the section that way in H.R. 82, 78th Cong., 2d Sess., Nov. 16, 1944, pp. 147 
et seq.” 3 A.L.R. 2d 1302. 





: 
| 
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Lanham Act. The peculiarities are that Section 5" of the statute 
seems to start out to correct the objectionable ruling of the Patent 
Office in the Steel Company case but then moves on to codify the 
court decision in Anight v. Milner upholding the validity of re- 
lated company trademarks in non-deceptive interchanges. Finally, 
Section 45** compounds this fracture by defining related companies 
in terms reminiscent of the facts presented by the Coca-Cola cases 
where there were production controls affecting “the nature and 
quality of goods or services.” 

Under a liberal construction of the resulting hybrid, an alle- 
gation of ownership and control of a majority of voting stock 
between two or more related companies would be sufficient repre- 
sentation to sustain an application in the United States Patent 
Office under the telescoped provisions. And, this construction was 
adopted by the Office in the early days of the Lanham Act although 
it took care to specify that this bare requirement was strictly a 
minimum requirement.” The Rules of Practice have at all times 
since reserved the Examiner’s right of further inquiry and his 
privilege of exacting further disclosures concerning the actual rela- 
tionship underlying any related company license.” 

The recent Patent Office decision in Ex parte C. B. Donald Com- 
pany* raises the question whether the Patent Office is now to 
compel related company applicants to pass on to the public the 
full disclosures made to it on underlying relationships as a pre- 
requisite to registration. This prospect looms from the Commis- 
sioner’s suggestion in that opinion that related company goods be 





17. “Where a registered mark or a mark sought to be registered is or may be used 
legitimately by related companies, such use shall inure to the benefit of the registrant 
or applicant for registration, and such use shall not affect the validity of such mark 
or of its registration, provided such mark is not used in such manner as to deceive the 
public.” 

18. “The term ‘related company’ means any person who legitimately controls o1 
is controlled by the registrant or applicant for registration in respect to the nature and 
quality of the goods or services in connection with which the mark is used.” 

19. Derenberg, The Third Year of Administration of the Lanham Act, 40 TMR 
914, 926, stated in 1950 that “the minimum requirement of the rule would contemplate 
an allegation by the applicant to the effect that supervision and control is, for instance, 
exercised by contract or that it is exercised as a result of stock ownership and control.” 
(Italics supplied. ) 

20. Rule 2.38(c) of the Trademark Rules of Practice of the Patent Office issued 
January 1959 provides that “The Office may require such details concerning the nature 
of the relationship and such proofs as may be necessary and appropriate for the purpose 
of showing that the use by related companies inures to the benefit of the applicant and 
does not affect the validity of the mark.” 

21. 117 USPQ 485, 48 TMR 1028 (Com’r, 1958). Aff’d In re C. B. Donald Com- 
pany, 122 USPQ 401, 49 TMR 768 (Tm. Bd., 1959). Rh’g Den.: In re C. B. Donald 
Company, 122 USPQ 535, 49 TMR 873 (Tm. Bd., 1959). 
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labeled to disclose publicly who their manufacturers are when they 
are not the owner of the mark.” 

No such mandate existed prior to the Lanham Act. Then it was 
repeatedly denied that such omissions were deceitful*®* or consti- 
tuted abandonment of the mark.* With enactment of the Lanham 
Act and its provisions for constructive notice through registration 
there would seem to be little justification for jettisoning these deci- 
sions at this late date. As one eminent authority has recently said, 
to do so would run counter “to the modern theory of trademark law 
under which the source of the trademarked product may remain 
anonymous as long as the identity of the product is guaranteed.” * 

From the standpoint of day-to-day business operation, any 
change in the “anonymous manufacturers rule” could result in 
chaos in many areas of distribution where goods in short supply 
due to labor difficulty or plant breakdowns must often be substi- 
tuted by orders from competitive sources—a revelation which 
would be impossible to make by printed labels in emergencies of 
short duration and embarrassing to make on any basis in the set- 
ting of keen rivalry which characterizes todays domestic economy. 

As to export trade, there are even more profound implications 
in requiring a related company to publicly disclose a manufactur- 
ing source of its goods abroad. This is especially true in jurisdic- 
tions, such as Canada, having strong undercurrents of national 
loyalty in trade matters. And, English speaking countries have 
generally honored these idiosyncrasies in their law by taking the 
position that failure to give the public all the details on manufac- 
ture of trademarked goods is not an illegal deception so long as 
the local Patent Office is notified privately in such particulars.” 
For these political reasons as well as the practical and technical 





22. As the Commissioner put it in the Donald case, “a product manufactured by ABC 
Company in accordance with specifications and instructions of John Doe and marketed 
under labels setting forth ‘Manufactured for John Doe by ABC Company’ or ‘Manufac- 
tured by ABC Company under authority of John Doe’ or some similar phraseology 
would clearly support a conclusion that the use of the mark by ABC Company inures 
to the benefit of John Doe.” 48 TMR 1028 at p. 1030. 

23. Manhattan Shirt Company v. Sarnoff-Irving Hat Stores, 19 Del. Ch. 151, 164 
A. 246, 23 TMR 60 (1933). 

24. E. I. du Pont de Nemours and Company v. Celanese Corporation of America, 
167 F. 2d 484, 38 TMR 666 (C.C.P.A., 1948); Alfred Schneier Co. v. Bramson, 16 
F. Supp. 493, 27 TMR 617 (D.C., E.D. N.Y., 1936); Stratton § Terstegge Co. v. Stig- 
lite Furnace Co., 258 Ky. 678, 81 S.W. 2d 1, 25 TMR 459 (1935); Empire Paper Co. 
v. Carew Mfg. Co., 57 App. D.C. 265, 20 Fed. 281, 17 TMR 297 (1927); Corkran and 
Co. v. A. H. Kuhlemann Co., 136 Md. 525, 111 A. 471, 10 TMR 458 (1920). 

25. Derenberg, The Eleventh Year of Administration of the Lanham Trademark 
Act of 1946, 48 TMR 1037, 1064, questioning the ruling in the Donald case, and Ez 
parte Clover Farm Stores, 118 USPQ 110, 48 TMR 1419 (Com’r, 1958), “to the same 
effect.” 

26. Supra note 25. 
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reasons previously noted, the labeling suggestions in the obiter of 
the Donald case would seem to warrant careful review before 
incorporation into our permanent law. 

Another development affecting related companies is the start- 
ling improvement in geographical range of modern advertising 
media. Printed media such as domestic newspapers and magazines 
now have enormous foreign circulations carrying “overflow adver- 
tising” from this country into numerous export markets. The 
electronics experts advise us that within a period of ten years we 
will have solved the earth-curvature problems in television to 
enable American networks to play to the world instead of to the 
mere home audiences that mark its present range.” 

To capitalize on this advertising, present and projected, those 
foreign outlets which customarily conduit American made goods 
to their immediate customers without broaching the original form 
or containers encounter peculiar provisions in local laws which 
impede uses of trademarks that are considered completely legal in 
this country.” 

And, when it comes to subsidiaries of an American parent per- 
forming manufacturing services on foreign soil the problem of 
getting trademarks over to them as a tie-in with all this overflow 
advertising even has its puzzle for them in American law. The 
puzzle is our Supreme Court decision in U. 8S. v. The Timken 
Roller Bearing Company” raising its eerie question whether there 
should be any licensing agreements on trademarks at all between 
companies related by stock ownership across international boun- 
daries.*° 

These legalisms which Mr. Justice Jackson predicted would 
restrain more trade than they would free® point up the crying need 
for relaxation instead of stricter enforcement of antitrust laws in 
foreign trade.** They also point up the need for a realistic recip- 





27. As related by Mr. Andrew Hammerschmidt, Engineering Administrator, Na- 
tional Broadcasting Company, to Chicago Daily News and reported in its TV News 
Section on July 30, 1959. 

28. Many of these local laws ban all licensing. Some laws permit licensing if 
recorded with specified public officials. Trademark statutes in Chile, Guatemala and 
Mexico require elaborate notices of registration in the Spanish language. 

29. 341 U.S. 593, 41 TMR 672 (1951). 

30. Timken is clear that there is no antitrust violation where a concern seeks to 
regulate its world market by setting up manufacturing divisions within its own organi- 
zational shell but becomes less than clear on that score when the manufacturing divisions 
are separate legal entities that qualify as subsidiaries. 

31. Supra note 29, at p. 601, 41 TMR 672, 678. 

32. See U.S. DEPARTMENT OF COMMERCE, FACTORS LIMITING U.S. INVESTMENT ABROAD 
(1954) ; AMERICAN CHAMBER OF COMMERCE, THE AMERICAN ANTITRUST LAWS AND AMERICAN 
BUSINESS ABROAD (1955). 
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rocal trademark treaty resolving the foreign conflicts of laws 
affecting licensing of such symbols as advertising devices to 
foreign relatives of American companies.* 

There is one final concept of related company usage of trade- 
marks that warrants mention even though strictly it has no direct 
connection with the licensing programs which we have been con- 
sidering here. 

This is the usage in which a manufacturer relates his distribu- 
tion outlets to himself by a network of contracts obliging all parties 
to maintain his resale prices on his trademarked products. These 
arrangements are mounted on a premise that price cutting by 
resellers of trademarked merchandise creates the false impression 
that there is something wrong or substandard in the quality of 
goods bearing the trademark and that this false impression under- 
mines the good will which the trademark symbolizes. 

During the Great Depression of the 1930’s federal** and state* 
statutes gave legal sanction to these arrangements in what have 
become known as the Fair Trade Laws. From their inception these 
statutes permitted a manufacturer to enjoin a price cutter having 
knowledge of his established price level regardless of whether he 
had actually signed one of the manufacturer’s agreements or not. 
After the Depression the scope of this relief against non-signers 
drew criticism from the Supreme Court.** Congress, however, re- 
affirmed the earlier remedies via the McGuire Act.** As a result 
a majority of the states to this day retain statutory resale price 
maintenance in some degree to protect the integrity of trademarks 
against predatory price manipulations.* 

The seope of protection afforded by these programs has never 
been extended from consumer goods distribution to embrace pro- 
ducers goods as they progress through multiple stages of proces- 
sing under the trademarks of ingredient manufacturers. Such 
excursions were held to be an unreasonable extension of the Fair 
Trade concept in the leading case of Mallinson Fabrics Corp. v. 








33. Copyright protection for this forthcoming expansion of communications has 
already been secured by the Universal Copyright Convention concluded in Geneva, 
Switzerland, Sept. 6, 1952, between forty nations including the United States. See 
17 USC Cumulative Pocket Supp. (1958), pp. 14-18. 

34, 50 Stat. 673, 690, 693 (1937) ; 15 USC See. 1. 

35. In 1937 forty-two states had passed Fair Trade Acts which increased by 1951 
to forty-five of the then forty-eight states. 
36. Schwegemann Brothers v. Calvert Distillers Corp., 341 U.S. 384, 41 TMR 545 


37. 66 Stat. 631, 632 (1952) ; 15 USC See. 45. 
38. More than forty states were still subscribing to some form of statutory resale 
price maintenance at the beginning of 1959. 
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R. H. Macy & Company® from which there has been no deviation 
since by the courts of last resort.*° 

This brings us to the conclusion of our analysis of related 
company concepts in contemporary licensing of trademarks. 

From this analysis, it would appear that international inter- 
changes of trademarks between companies with financial ties are 
in need of realistic treaty coverage coupled with antitrust sanctions 
to anticipate coming changes in trademark advertising. 

It would also appear from this analysis that domestic law 
clearly permits a reseller of consumer goods items to utilize the 
manufacturer’s trademark in his advertising without any formal 
license whatsoever from the trademark owner. 

The domestic law on producers’ goods also enables a manu- 
facturer to project his own trademark to the public to promote 
its demand for products of intervening processors sold under the 
mark provided he does so by prescribed routes. 

One of these prescribed routes permits the trademark owner 
to relate the intervening processors to him by contractual arrange- 
ment giving him actual supervision and control over their produc- 
tion standards. 

Another of these prescribed routes substitutes a contract 
merely relating the intervening processors to a trademark owner 
in a joint warranty of the quality of all goods bearing the mark 
without his supervision and control over production standards.* 

A third alternative arises where the intervening processors 
are corporations and the trademark owner has a majority stock- 
holding in them which, of itself, makes them “related companies” 
without any necessity for contractual ties or exercise of actual 
quality controls between them. 

By the overwhelming weight of authority both here and abroad 
there is no requirement for public disclosure of the severance of 
ownership and use of a trademark between related companies or 
any mandate that they reveal a source for goods which they desire 
to keep anonymous so long as they are prepared in so doing to 
assume full responsibility for all consequences opposite the con- 
suming public. 





39. 171 Misc. 875; 14 N.Y.S. 2d 203, 29 TMR 436 (1939). 

40. See United States v. Univis Lens Co., 316 U. S. 241 (1942); United States 
v. Bausch & Lomb Optical Co., 321 U.S. 707, 34 TMR 158 (1944). 

41. In the Donald case (supra note 21) the Commissioner indicated that this 
related company concept flowing from Knight v. Milner and Co. (supra note 8) was 
not affected by the Lanham Act. 
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By domestic legislation a manufacturer of consumer goods 
may establish a uniform resale price on trademarked items re- 
lating resellers to him by contract for maintenance of that price. 
Note should be taken, however, that these arrangements have never 
been approved by the courts to protect the trademarks of manu- 
facturers of producers goods when projected beyond the first pur- 
chaser of their materials or ingredients. 
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RECENT DECISIONS ON TRADEMARK LAW BY THE 
SUPREME COURT OF THE NETHERLANDS' 


By Dr. W. L. Haardt* 


Recently I surveyed the alterations made in the Dutch Trade- 
mark Act of 1893 by the Act of October 21st, 1956, which came 
into effect on May 8, 1957* and mentioned certain interesting deci- 
sions thereunder. The fact that there is interest in these decisions 
is, to me, an indication that persons in the United States are 
interested in the Dutch Trademark Law. This is, perhaps, not 
so much based upon any thought that our legal system is so 
exemplary in this respect, but upon the fact that since World War 
II a great number of American manufacturers, especially of 
articles sold under a trademark, have selected the Netherlands as 
a basis for a subsidiary having the territory of Europe as the field 
of their operations. In such instances knowledge of the Dutch 
Trademark Law is particularly advantageous. 

Before discussing the trademark decisions it is appropriate 
to examine the character of Supreme Court jurisdiction in the 
Netherlands. It is important to note that an appeal to the Nether- 
lands Supreme Court offers only very limited means of redress. 
In such an appeal the only question open to the Supreme Court is 
whether the lower court, in its decision, has misapplied rules of 
statutory law. It is, in fact, required that all statutory provisions 
allegedly misapplied or violated be set forth in the reasons ad- 
vanced as the basis of the appeal from the lower court’s decision. 
Therefore, as a general proposition, judicial errors of a factual 
nature and pertaining to findings of fact cannot be corrected by 
an appeal to the Supreme Court. The oftentime predominant ques- 
tion in trademark cases, viz. whether a certain trademark is iden- 
tical or similar to another trademark, is therefore decided by the 
lower courts. The Supreme Court is bound by that decision. The 
same situation exists concerning this question of whether a certain 
trademark is invalid as such because it lacks distinguishing char- 
acter. In the event, however, that the lower courts, in deciding 
such questions, have evidently applied a rule which incorrectly 
applies the pertinent law of the Trademark Act, an appeal to the 
Supreme Court may be proper. The fact that the Netherlands 


t 10.—FOREIGN LAW. 

* Member of the firm of Blackstone, Rueb, Haardt & Bloemsma of The Hague, 
Netherlands, and professor at the University of Leyden. 

1. 48 TMR 1, January, 1958. 
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Supreme Court does hear trademark cases, however, is evident 
from the number of recent decisions, hereinafter discussed. 

In Steenkolen-Handelsvereniging N.V. of Utrecht, v. Societe 
Anonyme de Transport et de Commerce of Antwerp,’ the Supreme 
Court interpreted the meaning of the word ‘‘use” appearing in 
article 3, phrase 1 of the Trademark Act, which states that “the 


right to the exclusive use of a mark .. . belongs to the person 
who first made ‘use’ of that mark in the Kingdom, ete. ...” The 


Belgian company (Societe Anonyme de Transport et de Commerce 
of Antwerp) argued that it had obtained rights to the mark 
TRADING by first making use of it, but had some difficulty in 
proving this use. It was established that in 1949 the Belgian 
company had sent to business associates in the Netherlands a 
calendar and a ecard with New Year’s greetings and in 1948 
agendas in both of which the mark Trapine appeared. It is to be 
noted that the Supreme Court, in 1951, in the case of Caltex of 
The Hague v. Dobbelman N.V. of Nijmegen’ had decided, that the 
mere entry in the trademark register does not establish use of a 
trademark or create any rights therein. To obtain such rights it is 
necessary that the use be clearly in relation to a certain article 
sold or offered for sale by the user. The Dutch company (Steen- 
kolen-Handelsvereniging N.V. of Utrecht) urged that the lower 
court in holding that the use of the Belgian company as aforesaid 
was sufficient, failed to apply this test. The Supreme Court, how- 
ever, dismissed the appeal. The court held that while there must 
be use of the trademark in relation to the trading of a certain 
article, it was not necessary—as the Dutch company urged, that 
there be use directly connected with the offer of a specified article. 
The court held that the Belgian company had used the trademark. 

There have been three decisions which are illustrative of the 
foregoing comments concerning the limitations on appealing to 
the Supreme Court in trademark cases. The appeal was dismissed 
in all three of the following cases. 

In Director Trade Mark Office v. Farmaceutici [Italia S.p.A. of 
Milan‘ the refusal of the Netherlands Trademark Office to register 
the trademark crisEomicina, registered at Berne under the Madrid 
Arrangement, in view of the existing registration of the trademark 
CRYSTAMYCINE was overruled by the District Court at the Hague. 








2. March 28, 1957, Nederlandse Jurisprudentie (Dutch Jurisprudence) N.J. 1958, 
nr. 476, Supplement of “Industriele Eigendom” B.I.E. (Bijblad bij de Industriele Eigen- 
dom.) 1957, nr. 34, p. 95 

3. December 7, 1951, N.J. 1953, nr. 147, B.I.E. 1952, nr. 13, p. 20 re Castex/Caltex. 

4. October 12, 1956, N.J. 1957, nr. 70, B.I.E. 1957, nr. 5, p. 15, with a critical 
annotatiom by Prof. Bodenhausen. 
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The decision of the Hague court, ordering the registration, was 
affirmed by the Netherlands Court of Appeal. The Italian company 
(Farmaceutici Italia S.p.A. of Milan) had requested the regis- 
tration of its trademark for a “produit antibiotique de la série 
des tetra-cyclines qui ne peut étre acheté qu’avee ordonnance de 
médicin” (medicine which can only be bought with a doctor’s pre- 
scription). The Court of Appeal ruled that the difference between 
the trademarks, which was perhaps in itself insufficient for pre- 
venting confusion, was accentuated to such an extent by that addi- 
tion that confusion was no longer to be feared. The person to 
whom the article would be made available with the prescription of 
a doctor, i.e. of an expert, would not be confused. The Director of 
the Trademark Office disputed this decision and appealed to the 
Supreme Court, who dismissed the appeal. 

The second decision referred to is Benka Textielonderneming 
of Amsterdam v. Algemene Kunstzijde Unie of Arnhem. A trade- 
mark in the Netherlands is not only protected by the Trademark 
Act of 1893, but also by the Trade Name Act of 1921, section 5a 
which forbids the use of a trade name containing the trademark 
of another or a name which differs only slightly from such trade- 
mark, so that it could be possible that confusion will arise as to 
the origin of goods. The Algemene Kunstzijde Unie, one of the 
largest industries in the Netherlands, known formerly by the name 
of Enka and the owner of the trademarks ENKALON and TERLENKA 
had, on the grounds of these two trademarks, obtained a decision 
from the lower courts, by which Benka was ordered to choose 
another trade name. The District Court that decided this action, 
had not formulated its decision very clearly by also including the 
word ENKA as a trademark in its considerations. The Supreme 
Court, however, interpreted this decision so favourably, that there 
could be no question of misconstruction of section 5a of the Trade 
Name Act. 

The third case in which the appeal to the Supreme Court was 
dismissed was that of Codperatieve Condensfabriek “Gelderland- 
Overijsel” of Deventer v. Verenigde Exporteurs C.V. of Rotter- 
dam.® The defendant had successfully requested that the District 
Court cancel the registration of a picture trademark of the plain- 
tiff’s with the words ror HEALTHY BABES, on the ground of the defen- 
dant’s older picture trademark with the words Two Bases. Both 
trademarks showed the picture of babies and were designed for 





5. April 4, 1957, N.J. 1957, nr. 503, B.I.E. 1958, nr. 1, p. 6. 
6. April 25, 1957, N.J. 1957, nr. 518. 
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Supreme Court does hear trademark cases, however, is evident 
from the number of recent decisions, hereinafter discussed. 

In Steenkolen-Handelsvereniging N.V. of Utrecht, v. Societe 
Anonyme de Transport et de Commerce of Antwerp,’ the Supreme 
Court interpreted the meaning of the word ‘“‘use” appearing in 
article 3, phrase 1 of the Trademark Act, which states that “the 


right to the exclusive use of a mark... belongs to the person 
who first made ‘use’ of that mark in the Kingdom, ete. ...” The 


Belgian company (Societe Anonyme de Transport et de Commerce 
of Antwerp) argued that it had obtained rights to the mark 
TRADING by first making use of it, but had some difficulty in 
proving this use. It was established that in 1949 the Belgian 
company had sent to business associates in the Netherlands a 
calendar and a ecard with New Year’s greetings and in 1948 
agendas in both of which the mark rrapineG appeared. It is to be 
noted that the Supreme Court, in 1951, in the case of Caltex of 
The Hague v. Dobbelman N.V. of Nijmegen® had decided, that the 
mere entry in the trademark register does not establish use of a 
trademark or create any rights therein. To obtain such rights it is 
necessary that the use be clearly in relation to a certain article 
sold or offered for sale by the user. The Dutch company (Steen- 
kolen-Handelsvereniging N.V. of Utrecht) urged that the lower 
court in holding that the use of the Belgian company as aforesaid 
was sufficient, failed to apply this test. The Supreme Court, how- 
ever, dismissed the appeal. The court held that while there must 
be use of the trademark in relation to the trading of a certain 
article, it was not necessary—as the Dutch company urged, that 
there be use directly connected with the offer of a specified article. 
The court held that the Belgian company had used the trademark. 

There have been three decisions which are illustrative of the 
foregoing comments concerning the limitations on appealing to 
the Supreme Court in trademark cases. The appeal was dismissed 
in all three of the following cases. 

In Director Trade Mark Office v. Farmaceutici Italia S.p.A. of 
Milan‘ the refusal of the Netherlands Trademark Office to register 
the trademark crisEomicina, registered at Berne under the Madrid 
Arrangement, in view of the existing registration of the trademark 
CRYSTAMYCINE was overruled by the District Court at the Hague. 





2. March 28, 1957, Nederlandse Jurisprudentie (Dutch Jurisprudence) N.J. 1958, 
nr. 476, Supplement of “Industriele Eigendom” B.I.E. (Bijblad bij de Industriele Eigen- 
dom.) 1957, nr. 34, p. 95 

3. December 7, 1951, N.J. 1953, nr. 147, B.I.E. 1952, nr. 13, p. 20 re Castex/Caltex. 

4. October 12, 1956, N.J. 1957, nr. 70, B.I.E. 1957, nr. 5, p. 15, with a critical 
annotatiomby Prof. Bodenhausen. 
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The decision of the Hague court, ordering the registration, was 
affirmed by the Netherlands Court of Appeal. The Italian company 
(Farmaceutici Italia S.p.A. of Milan) had requested the regis- 
tration of its trademark for a “produit antibiotique de la série 
des tetra-cyclines qui ne peut étre acheté qu’avee ordonnance de 
médicin” (medicine which can only be bought with a doctor’s pre- 
seription). The Court of Appeal ruled that the difference between 
the trademarks, which was perhaps in itself insufficient for pre- 
venting confusion, was accentuated to such an extent by that addi- 
tion that confusion was no longer to be feared. The person to 
whom the article would be made available with the prescription of 
a doctor, i.e. of an expert, would not be confused. The Director of 
the Trademark Office disputed this decision and appealed to the 
Supreme Court, who dismissed the appeal. 

The second decision referred to is Benka Textielonderneming 
of Amsterdam v. Algemene Kunstzijde Unie of Arnhem.’ A trade- 
mark in the Netherlands is not only protected by the Trademark 
Act of 1893, but also by the Trade Name Act of 1921, section 5a 
which forbids the use of a trade name containing the trademark 
of another or a name which differs only slightly from such trade- 
mark, so that it could be possible that confusion will arise as to 
the origin of goods. The Algemene Kunstzijde Unie, one of the 
largest industries in the Netherlands, known formerly by the name 
of Enka and the owner of the trademarks ENKALON and TERLENKA 
had, on the grounds of these two trademarks, obtained a decision 
from the lower courts, by which Benka was ordered to choose 
another trade name. The District Court that decided this action, 
had not formulated its decision very clearly by also including the 
word ENKA as a trademark in its considerations. The Supreme 
Court, however, interpreted this decision so favourably, that there 
could be no question of misconstruction of section 5a of the Trade 
Name Act. 

The third ease in which the appeal to the Supreme Court was 
dismissed was that of Codperatieve Condensfabriek “Gelderland- 
Overisel” of Deventer v. Verenigde Exporteurs C.V. of Rotter- 
dam.® The defendant had successfully requested that the District 
Court cancel the registration of a picture trademark of the plain- 
tiff’s with the words FoR HEALTHY BABES, on the ground of the defen- 
dant’s older picture trademark with the words two Bases. Both 
trademarks showed the picture of babies and were designed for 





5. April 4, 1957, N.J. 1957, nr. 503, B.I.E. 1958, nr. 1, p. 6. 
6. April 25, 1957, N.J. 1957, nr. 518. 
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milk products. The Court of Appeal confirmed the order of the 
District Court and, in its consideration, referred to the fact that 
the distinguishing effect of the word “babes” in these trade- 
marks was very slight. According to the plaintiff the Court of 
Appeal, in light of this opinion, should not have assumed similarity 
between the two trademarks and by doing so had wrongly applied 
the statutory provision. The Supreme Court, however, construed 
the Court of Appeal’s considerations in the sense that the Court 
had attached so much weight to the distinguishing character of 
the trademarks, that confusion would be likely if the plaintiff used 
the trademark concerned in the lawsuit. 

The following two decisions of the Supreme Court relate to 
the consequences of World War II. The first was decided in 
summary proceedings: Jenaer Glaswerk Schott & Gen. of Jena, 
Eastern Germany and Hartman v. Carl Zeiss Stiftung of Heiden- 
heim, Western Germany.’ The case involved one of the many 
disputes about the use of the trademarks between the concerns 
expropriated in Eastern Europe and their namesakes that have 
been transferred to the west. In this case the West German Carl 
Zeiss Stiftung argued that it was identical with the old firm estab- 
lished in Jena and attempted to forbid the East German concern 
and its agent in the Netherlands to use trademarks such as JENAER 
GLAS, JENAER SUPRAX GLAS and JENAER NORMALGLAS which it had 
had registered under its name after the war. The President of the 
District Court of Amsterdam dismissed the claim, but the Court 
of Appeal sustained it. The appeal to the Supreme Court of the 
Kast German firm and its agent was dismissed. 

The second decision is the case of Heinzelman of Reutlingen 
v. Hollandia Tricotage Fabriek N.V. of Veenendaal* which dealt 
with the transfer of all former German trademarks to the State of 
the Netherlands by virtue of the Enemy Property Decree of 1944. 
After 1948 German subjects could once more obtain new trade- 
mark rights in the Netherlands. Many received a return of their 
old rights from the Enemy Property Custodian, as far as these 
rights had not already been transferred to Dutch interested par- 
ties. Finally, about 1955, very many old German trademarks were 
abandoned by the Netherlands State. One of this latter-named 
group was the trademark orcHwesr, which the German firm of 
Heinzelman had allegedly used before, during and after the war. 
The German firm believed that by reason of this use it would be 


able to obtain a cancellation of the trademark with identical words 








7. November 8, 1957, B.I.E. 1958, nr. 2, p. 9. 
8. March 20, 1958, N.J. 1958, nr. 406, B.L.E. 1958, nr. 47, p. 117. 
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which had been registered in 1956 by the Dutch firm for the same 
kind of articles from the District Court of The Hague. It was 
true that its own use had been unlawful with regard to the Nether- 
lands State between 1944 and 1955, but the Dutch firm, it argued, 
had never had a better right than the German firm. This argument 
was not successful, neither in the appeal nor before the Supreme 
Court. In the opinion of the Supreme Court this argument failed 
to appreciate the purport of the transfer to the State of a right 
to a trademark of an enemy subject. Such a transfer deprives 
further use of the trademark by the enemy subject of any legal 
consequence. The Court of Appeal had rightly decided that Hein- 
zelman had no better right and for cancellation it is irrelevant as 
to whether Heinzelman had an equal right. Heinzelman’s invocation 
of what article 6 bis of the Paris Convention rules with regard to 
the registration by others of a trademark which is “well-known, 
ete....” also failed. The Court of Appeal had not assumed that 
characteristic of being “well-known,” because the trademark 
ORCHIDEE for bathing suits might not be known outside the textile 
trade and the Supreme Court decided that the Court of Appeal 
therefore had not proceeded on an incorrect conception of the 
words “well-known” mentioned in that article of the Paris Con- 
vention. 

The Supreme Court furnished an interesting decision in the 
ease of N.V. v/h Technisch Bureau J.A.C. Nering Bogel of Weert 
v. Dover Engineering Works Ltd. and Vivian Elkington.’ This 
related to the burden of proof that a trademark has not been used. 
In Holland the rights to a trademark are obtained by first use but 
are forfeited, if it has not been used for three years. The Supreme 
Court stated that it was incorrect to argue that the party claiming 
that he is entitled to a trademark must also allege, and, if this 
allegation is contested, must prove that he has used the trademark 
during the last three years. It is sufficient that whoever alleges a 
right to a mark argues and proves that he has obtained that right. 
The party who alleges that the right has been forfeited, has the 
burden of proof as to this fact. The Trademark Act makes no 
exception to this. However, in order to meet the difficulties which 
may, in certain circumstances, be present in proving that a trade- 
mark has not been used, the Court can require a properly reasoned 
denial as to the use allegedly made of the trademark during the 
last three years. Therefore, this rule can considerably lighten 
the burden of proof on those who are attacked by the holder of a 


9. November 29, 1957, N.J. 1958, nr. 31, B.I.E. 1958, nr. 14, p. 45. 





ee 


1156 : THE TRADEMARK REPORTER Vol. 49 T. M.R. 








trademark who in reality has no longer exercised his right to the 
trademark. 

In conclusion there is a recent decision of the Supreme Court 
which from a theoretical and practical point of view is, perhaps, 
the most important, viz. the decision in the case of Grundig v. 
Prins.” It is also interesting, because it is the only decision of 
those discussed in this article, in which the appeal to the Supreme 
Court was successful in result. The well-known German manu- 
facturer of wireless sets, Grundig, had prosecuted the Amsterdam 
defendant Prins, who had managed to import and sell in the 
Netherlands, through other channels than the official sales-agency 
there, sets made in Germany by Grundig and marked by Grundig 
with that firm’s trademark. This sale was at lower prices than the 
official ones. Grundig prosecuted Prins for infringement of the 
trademark Grunpic to which the former was also exclusively en- 
titled in the Netherlands. The question was whether this right also 
encompassed a right of Grundig to forbid Prins from selling sets 
that originated from Grundig itself, and which Grundig brought 
into the market. This marketing had taken place outside the Neth- 
erlands and under a prohibition laid down by contract against ex- 
port to the Netherlands. The District Court of Amsterdam said 
Grundig could not prevent such sale. The Court of Appeal of Am- 
sterdain, on the other hand, said Grundig could stop the sale. The 
Court of Appeal distinguished sharply between the right to the 
trademark to which Grundig was entitled in Germany and that in 
the Netherlands. The right in the Netherlands should, in con- 
nection with the sets concerned, only be regarded as ‘“‘exhausted,” 
if those sets had been brought into circulation by Grundig itself 
in the Netherlands in the manner and within the limits as laid down 
by Grundig. As this had not taken place, Grundig could still 
enforce its exclusive right to the trademark. This sharp distinction 
was made by the Supreme Court in connection with patent law. 
A Duteh concern that had obtained a patent on an invention in 
the Netherlands and in Germany, could stop, by making use of the 
Dutch patent, unauthorized import into the Netherlands of prod- 
ucts made by the Dutch concern in Germany (Philips v. Mebius"). 
In the Trademark Act, however, there is less basis for this view 
than in the Patent Act. It is not therefore, very surprising that 
the Supreme Court attributed less far-reaching consequences to 
the territorial effect of a trademark than to a patent. It was, how- 
ever, surprising that the Supreme Court in its considerations made 


——re- 





10. December 14, 1956, B.I.E. 1957, nr. 13, p. 46, Ars Aequi VII, p. 27. 
11. June 23, 1943, N.J. 1943, nr. 519, B.I.E. 1943, nr. 108, p. 151. 
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no mention whatsoever of that territorial effect and took instead 
as a starting point an unnecessary and, according to many, much 
too narrow basis of trademark law. In brief the Supreme Court 
stated as follows: It may be accepted, as the Court of Appeal 
assumed, that the purpose of the Trademark Act is to prevent 
others than those entitled to a trademark from marketing similar 
articles with the same trademark and by so doing obtain the 
advantages which the party entitled to the trademark expects to 
get from the presumption that an article bearing that trademark 
is marketed by the owner of the mark. However, there is no guar- 
antee that the party entitled to the trademark has the right of sole 
sale of the articles bearing that trademark. The guarantee, named 
in said description of the’ purpose of the Trademark Act, is only 
to protect the interests of the party entitled to the trademark, as 
well as the interests of the buying public, against confusion as to 
the origin of the articles. From this the Supreme Court concluded 
that a party other than the owner of the trademark, can only 
infringe upon the rights of the owner, if the articles bearing the 
trademark do not originate from the owner of the trademark. It 
is therefore not within the power of the owner, according to the 
Supreme Court, to provide restrictive rules as to the marketing of 
his articles (for example, sale in only a certain area at fixed 
prices), and to constitute a breach of these rules as an infringement 
of the trademark rights. Of course, the nonfulfillment of the sales- 
limitations may be a breach of contract and in certain cireum- 
stances making use of such a breach of contract by a third party 
may be a tort. 

As I have stated hereinbefore, the purpose of the Trademark 
Act is very strictly described here by the Supreme Court, perhaps 
more strictly than was necessary in order to decide that in this 
case there was no infringement of the trademark. Various authori- 
tative authors have pointed out that that description is stricter 
than the act lays down, certainly according to the present wording. 
Finally the result is not satisfactory in all cases. The owner of a 
trademark can for good reasons desire to sell his wares in one 
country in a different composition or on other selling conditions 
than in another country, e.g. because of differences of climate or 
different rules fixed by the authorities. Why should he not be 
allowed, with the aid of his exclusive right to the trademark, to 
contest the unauthorized sale in one country of products destined 
by him for the other country only? 








Lk eee. 
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"TWO BOTTLES" '* 


There are few objects which can be more distinctive than a 
bottle. Think of the slender grace of the traditional Hock bottle, 
of the dumpy Tokay bottle (Browning’s “pygmy castle-warden, 
dwarfish to see but stout and able’), of the manly, workmanlike 
forms of Burgundy and Bordeaux bottles (twins surely even 
if not identical twins), to say nothing of the many other distinctive 
bottles which add to the pleasures of the table. Think too of the 
hosts of bottles, pleasing in shape and individual in design, to be 
found in every house and in almost every shop. However, this 
paper is not concerned with bottles in general but with the con- 
sideration of the fates of two bottles (or their representations) 
which recently came, seeking a place on the Trademark Register, 
before the Assistant Commissioner in the United States and the 
Deputy Registrar in Australia. The two bottles were the well- 
known DIMPLE (or PINcH) bottle of Messrs. Haig & Haig which was 
accepted for registration as a trademark on the Principal Register 
in the United States, and the representation of the standard coca- 
coLa bottle which was held not registrable in Australia. While the 
results of the attempts to register these bottles were very different, 
the similar lines of thought leading to the two decisions are of 
considerable interest. 


The Haig & Haig Bottle 

The Haig & Haig case involved an application in the U. S. 
Patent Office to register on the Principal Register the conforma- 
tion of the pimpLE (or PINcH) bottle as a trademark for whiskey. 
The Examiner had refused registration on the ground that regis- 
tration was sought for a container and that containers, if regis- 
trable at all, were only registrable on the Supplemental Register. 
The Lanham Act defines a trademark (possibly ‘‘describes” would 
be the better word) in the following terms: 


“The term ‘trademark’ includes any word, symbol, or device or 
any combination thereof adopted and used by the manu- 
facturer or merchant to identify his goods and distinguish 
them from those manufactured or sold by others.” 


t 2.21—REGISTRABILITY—PACKAGES AND CONFIGURATIONS. 
10—FOREIGN LAW. 
* Based on an article that appeared in 2» Monthly Report of the Trade Marks 
Patents and Designs Federation. 
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and it further provides for registration on the Supplemental Reg- 
ister— 


“For the purpose of registration on the Supplemental register, 
a mark may consist of any trademark, symbol, label, package, 
configuration of goods, name word, slogan, phrase, surname, 
geographical name, numeral or device or any combination of 
any of the foregoing, but such marks must be capable of dis- 
tinguishing applicant’s goods or services.” 


A comparison of these two provisions may explain the doubts 
entertained by the Examiner as to whether a container could be 
registered on the Principal Register. This comparison may serve 
in understanding why there are two schools of thought in the 
United States on the question of the registrability of containers. 
One group maintains that containers can never be trademarks 
registrable on the Principal Register while the other group con- 
tends that the aforesaid definition of a trademark is not intended 
to be exhaustive but rather illustrative and further, whatever is 
used as, and performs the function of, a trademark may be regis- 
tered on the Principal Register. 

A few extracts from the Decision of the Assistant Commis- 
sioner discloses her approach to the question and the basis for the 
allowance of the registration on appeal. It was said: 


‘Section 2 of the Statute provides that ‘No trademark by which 
the goods of the applicant may be distinguished from the goods 
of others shall be refused registration on account of its nature’ 
unless it is prohibited by the terms of the subsection. There 
is no suggestion that what applicant has presented is pro- 
hibited registration by any of the subsections of Section 2. The 
fundamental question, then, is not whether or not containers 
are registrable on the Principal Register, but it is whether or 
not what is presented is a trademark—a symbol or device— 
identifying applicant’s goods and distinguishing them from 
those of others. This is really a question of fact and not of 
law—and in each case the legal conclusion of registrability 
or unregistrability is determined on the basis of the facts 
peculiar to the case.” ’ 


The facts of the use by Haig & Haig of the bottle in question 
are noteworthy. It was found that the Superior Court of Cook 
County, Illinois, had issued an injunction in 1912 against counter- 








1. Ez parte Haig & Haig, Ltd., 48 TMR 1031 (Com’r, 1958). 
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feiting the bottle, “of peculiar and original appearance, and differ- 
ent in shape from any theretofore used by any person or corpora- 
tion for the bottling of Seotch whisky,” which Messrs. Haig & 


Haig were then using. (Use of the bottle of this shape was in fact : 


claimed from 1901.) That Court in 1912, had found, as a fact, that 
customers then were ordering the whiskey by the description 
PINCHED DECANTER OF PINCHED BOTTLE Whiskey and that Messrs. 
Haig & Haig subsequently registered the word PINCH as a trade- 
mark. 

The Assistant Commissioner in the United States Patent Office 
stated: 


‘Thus, it is apparent that applicant adopted a bottle of ‘original, 
distinctive and peculiar appearance’ to identify its whisky 
and distinguish it from the whisky of others; the bottle became 
known to the trade, to consumers and to the public generally 
as the PINCHED BOTTLE at least as early as 1912; the whisky 
put up in such bottles became known to the trade, to con- 
sumers and to the public generally as PINCHED DECANTER or 
PINCHED BOTTLE whisky. ... The public for many years used 
the description of the conformation or contour of the bottle 
to ask for the particular brand of applicant’s whisky. This 
description—PINCHED or PINcCH—furnished applicant with a 
word which was formally adopted and used as a word trade- 
mark in 1952. 

“Where the record shows that a container of distinctive appear- 
ance is adopted for the purpose of identifying an applicant’s 
brand of product and distinguishing it from other brands, and 
there is no way of identifying or asking for such brand of 
product other than by describing the contour or conformation 
of the container, and both the trade and public, for many years, 
use the description of the contour or conformation of the 
container in ordering the applicant’s brand of product, the 
contour or conformation of the container may be a trademark 

a symbol or device—which distinguished the applicant’s 

goods, and it may be registrable on the Principal Register. 





“The peculiar facts of this case lead to the conclusion that what 
applicant has presented is a trademark which identifies appli- 
cant’s whisky and distinguishes it from whiskies of others.” ? 

The Coca-Cola Bottle 
The arguments re the coca-coua application in Australia can 
be contrasted and compared with those in the Haig & Haig appli- 





2. Ex parte Haig § Haig, Ltd., 48 TMR 1031 at p. 1033 (Com’r, 1958). 
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‘ation. In brief, The Coca-Cola Company sought, in Australia, to 
register the representation of the coca-coua bottle in Class 44, 
which covers, “Mineral and aerated waters, natural and artificial, 
including ginger beer.” The Coca-Cola Company had already 
secured registration of the same bottle in Class 42 relating to non- 
aerated non-alcoholic beverages. Nevertheless, registration was 
refused by the Examiner and an appeal from this decision was 
heard by the Deputy Registrar. The argument by The Coca-Cola 
Company as reported at length in “The Australian Official Journal 
of Patents, Trade Marks and Designs” for December 11, 1958, 
appears to have been that the Australian definition of a “mark” 
includes ‘“‘devices” and that a container is a form of “device.” 
Further, the argument stated that the mark sought to be registered 
is not the device of an ordinary bottle but is a distinctive one 
recognizable by the ordinary purchaser as a trademark used by 
The Coca-Cola Company and was therefore distinguishable from 
several R.P.C. cases relating to containers which were cited by 
the IXxaminer. “The only relevant question” (said The Coca-Cola 
Company) “is whether the representation of the bottle .. . is 
sufficiently distinctive to serve as a trade mark, even though the 
form of a product or of a container cannot be registered as a 
trade mark ... The problem here is of the registration of the 
representation which the applicant uses as a trade mark and it 
wishes to protect against the use of the same representation by 
others.” The representation of the bottle, argued the Company, 
was just as distinctive as the word mark coca-coLta. The question, 
they added, “is not how and to what extent the representation 
will be protected or whether the registrant may enjoin the use 
of a Bottle similar to the representation. That is a different ques- 
tion which a Court may have to decide if and when the issue should 
arise.”” The Company further emphasized, that there had been no 
change in the law since 1934 (when the same bottle was registered 
in Class 42). It was maintained that the shape of the bottle was 
well-known throughout Australia as being a bottle of the applicant 
and reference was made to other registrations of bottles as trade- 
marks both in Australia and in the United Kingdom. 

In the light of the Haig & Haig decision the following extracts 
from a letter on the position of The Coca-Cola Company in the 
United States is of particular interest. It was said: 


“Insofar as the United States is concerned, The Coca-Cola 
Company never filed an application for registration of the 
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Bottle as a trademark. Such a registration was not deemed 
necessary by The Coca-Cola Company because, as you prob- 
ably know, trademarks in the United States, whether they are 
registered or not, are protected by the common law and all 
substantive rights in trademarks are based on such laws.” 


The letter continued with a reference to the uncertainty arising 
out of the Lanham Act to which attention has already been drawn 
and added: 


“The Coca-Cola Company did not wish to register in the Sup- 
plemental Register, believing, as it does, that its Bottle is a 
technical trademark which should be accepted to registration, 
if applied for, on the Principal Register. But the law on this 
point is now pending clarification on the basis of certain cases 
before the Patent Office and, until such clarification is made, 
the Company prefers to rely on the protection of the Bottle 
as a trademark under common law.” 


Summarizing a lengthy and closely knit presentation dealing 
with a number of related questions is always difficult but the fol- 
lowing extracts from the Deputy Registrar’s decision, with the 
minimum of interpolations, may serve to point out his line of 
reasoning. The question for decision was stated as follows: 


“Tt seems to me that the real question in this case is not whether 
a bottle shape is capable of registration in section’4 of the 
Trade Marks Act 1905-1948 but whether the mark sought by 
the Applicant (which is a label bearing the representation 
of a bottle) is a distinctive trade mark.” 


The Deputy Registrar continued by saying it was not thought 
necessary “to decide in this matter whether a container such as 
a bottle is or is not qualified for registration as a trade mark in 
terms of section 4 of the Act.” 

Attention was given to the argument that the mark sought 
to be registered was well-known throughout Australia as distine- 
tive of the applicants’ goods: 


“The applicants in this matter have been given ample oppor- 
tunity to show that the mark sought has through long exten- 
sive and exclusive use become distinctive of the applicant’s 
goods but no evidence of that kind has been furnished. Indeed 
‘think events have shown that in fact the applicant is unable 
to establish any use of its mark in Australia and I feel bound 
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to regard this application as being in respect of a mark which 
‘an only succeed if | am satisfied that the mark sought is a 
prima facie registrable mark.” 


Addressing the question of the registrability of such a mark 
the Deputy Registrar observed that in his opinion: 

‘no reason can he derived from the definition of a mark to 
prevent a label or device, depicting for example, a bottle, 
being capable of qualifying for registration even in respect of 
goods sold in that bottle provided that the particular device 
of a bottle possesses distinctiveness.” 


At the same time no clear authority was found which could 
be applied to the Trade Marks Act 1905-1948 to establish that a 
bottle shape could be a trademark. In these circumstances (and in 
the absence of proof to his satisfaction that there was “long, 
exclusive and extensive use” which had rendered distinctive the 
mark for which registration was sought) the question became: 


‘‘whether the mark sought is a distinctive mark, that is to say, 
whether this mark (consisting of a label depicting the repre- 
sentation of a bottle) claimed by the applicant is a prima facie 
distinctive trade mark.” 


The Deputy Registrar thereafter generally considered bottles 
and utilitarian objects, primarily functional but frequently of orna- 
mental design. There was considered to be a very heavy onus on 
an applicant to show that the shape of a container was so dis- 
tinctive that it could act as a trademark. The difference between 
a design and a trademark was pointed out, viz., the one forming 
part of the goods themselves, the other something extra and added 
to the goods. In examining the bottle sought to be registered, it 
was concluded that the applicants could not rely on comparison of 
the pattern, shape, ornamentation or configuration of their bottle 
with other bottles to establish their application. It was stated: 
“T do not think that any differences which might suffice for designs 
ean be taken into account when considering whether the bottle is 
entitled to proceed to registration as a trade mark.” The Deputy 
Registrar summed up in the following words: 


“T think that the mark claimed by the applicant is not suffi- 
ciently distinctive to qualify for registration as a trade mark. 
It could be that the use by another person for beverages of a 
bottle having the same features as that depicted in the mark 
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now sought could offend the rights of the applicant who is 
before me. Whether such use by another trader would amount 
to a ‘passing off’ would, I think, possibly depend upon the 
surrounding circumstances, but that question is not before me. 
The fact that a person may be able to instigate a ‘passing off’ 
action does not ipso facto indicate that he has registrable 
trade mark rights. | therefore think that I should not be called 
upon to register a label depicting a bottle merely because an 
applicant claims (possibly quite justifiably) that its adoption 
(or the adoption of one closely resembling it) by another 
trader would confuse or deceive the public.” 

The application was accordingly refused. 


Conclusion 

A comparison of the reasoning in the two decisions is now 
possible and there are at any rate two similar questions which were 
posed by the American Assistant Commissioner and the Australian 
Deputy Registrar. Assuming that a bottle (or bottle shape) could 
be a trademark (a) is there evidence that the shape of the par- 
ticular bottle is distinctive, and (b) is there evidence that it is 
accepted by the general public as identifying its contents as the 
product of a particular manufacturer? It will be noted that neither 
of these experienced officials was prepared to say that a bottle or 
a bottle shape could never be a trademark under their respective 
laws. Indeed, the Assistant Commissioner was quite definite on the 
point that it could be. The Deputy Registrar while not as definite 
appeared to be of the view that provided appropriate conditions 
were satisfied, a bottle might be registrable. Accordingly each con- 
sidered the evidence as to distinctiveness. 

The Assistant Commissioner was helped by a judicial decision 
as far back as 1912. The case made for Messrs. Haig & Haig 
(assuming that a container can ever be a trademark) is extraordi- 
narily strong. The scope of the American decision was restricted 
to “the peculiar facts of the case.” One comment suggests that 
“the Haig & Haig decision may perhaps not be looked upon as a 
reversal of pre-existing Patent Office practice but as one specific 
exception from the general rule relegating the registration of 
bottles, packages and containers to the Supplemental Register.” * 
On the other hand, another examines the decision against the back- 
ground of the common law, and the law of unfair competition and 








3. Derenberg, The Eleventh Year of Administration of the Lanham Trademark 
Act of 1946, 48 TMR 1037 at p. 1045. 
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earlier trademark legislation, and pointed out that while the earlier 
legislation, and common law practice, regarded trademarks as 
restricted to words, the law of unfair competition broadened this 
concept further, that protection is offered against the pirating of 
the distinctive dress of goods and the trend of decisions on the 
Lanham Act has been towards a more liberal interpretation of 
registrability of marks on the Principal Register: 


“The Haig case then would seem to do no more than bring the 
law of unfair competition in this area within the metes and 
bounds of the Lanham Act. In this respect it is interesting to 
compare the test for trademark registration used in Haig with 
the confusion of source tests used in the law of unfair compe- 
tition. Both recognize legal rights when the shape or form 
of a container in fact identifies source. The decision carries 
out the avowed purpose of the act to liberalize trademark reg- 
istration. It does not permit promiscuous registration of 
bottles and containers, but safeguards the interest of the public 
by permitting principal registration of those contours of 
containers which have acquired a strong showing of secondary 
meaning, and are therefore trademarks in fact.” * 


The Deputy Registrar was neither assisted nor inhibited by 
considerations which originated in the theory of unfair competition 
nor had he any previous decision of the Courts. Accordingly in 
deciding the particular case before him the circumstances were 
examined in detail. Thus, notice was taken of the fact that there 
was no evidence before him as to the use of the mark already 
registered for non-aerated beverages. It was also found that 
there was no evidence as to the extent of use of the mark applied 
for or of its having acquired a secondary significance. The shape 
of the bottle itself was to some extent functional and there was 
proof lacking of convincing originality or distinctiveness. In 
short, it was concluded that the applicant had not discharged the 
heavy onus that lay on him. It was in these circumstances that 
registration was refused. 

So far we in England have sat on the side-lines and watched 
other people struggling with the questions involved. The definition 
or description of a “mark” contained in our own Trade Marks Act, 
1938, is not so abundantly clear that one could say without hesita- 








4. Diaz-Rotert, Principal Registration of Contours of Packages and Containers 
under the Trademark Act of 1946, 49 TMR 13, at p. 37. (Reprinted from the George 
Washington Law Review of October, 1958.) 
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tion that a container either could or could not come within its 
scope—it would all depend upon the interpretation of the word 
“device” and we doubt whether the Registrar would accept the 
configuration of a bottle or other container for registration with- 
out much heart-searching. It will have been seen that we are in 
a border land where the exact lines of demarcation between trade- 
marks, designs and unfair competition have not been finally drawn 
and it may be as well to leave the subject by quoting the words of 
the Goschen Report of 1934 (Cmd 4568 para. 13) : 


“As regards containers, it was submitted that the shape of a 
container often serves to distinguish the origin of particular 
goods, and that in such cases the shapes and patterns of the 
bottles and other containers should be capable of registration 
as trade marks. It was not contended that the right conferred 
by such registration should extend beyond the mere appear- 
ance of the container, and it was admitted that it might be 
necessary to insert words in the existing definition to make 
this clear. We are unable, however, to recommend the inclu- 
sion of containers as ‘marks.’ The protection afforded by 
registration under the Acts may be of indefinite duration, 
and we think that the grant of monopolies for indefinite pe- 
riods for the shape of say a bottle or jar might prove em- 
barrassing to other traders and to the public generally. Under 
the Patents and Designs Act, new designs to be applied to 
containers are registrable for periods of not more than fifteen 
years, and registration under the Trade Marks Act might in 
some eases interfere with the right of the public to use a 
design of which the period of protection had expired. More- 
over, the sponsors of this proposal were not unanimous in their 
demand for the particular amendment.” 
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NOTES FROM THE PATENT OFFICE 
By Milton E. Abramson* 


The Applicant? 

Frequently, applications for registrations of trademarks are 
filed in the Patent Office in which the named applicants are not the 
proper parties. The number of such applications indicates some 
misunderstanding concerning ownership of marks. It is, therefore, 
appropriate to generally consider this subject and the Patent Office 
practice in connection with such applications. 


Who May Properly Apply to Register a Mark? 

Section 1 of the Trademark Act of 1946 provides that “The 
owner of a trademark used in commerce may register his trade- 
mark under this Act on the principal register hereby estab- 
lished: ...”* (Emphasis ours.) 

Section 23 of the Act provides that ‘‘All marks capable of 
distinguishing applicant’s goods or services and not registrable 


on the principal register ... may be registered on the supplemental 
register upon ... compliance with the provisions of section 1 so 


far as they are applicable.” * Inasmuch as ownership of a mark 
for which registration is sought on the principal register is re- 
quired by Section 1 of the Act, it follows that the same requirement 
of ownership applies to a mark for which registration is sought on 
the supplemental register. 

Since, under the Act of 1946, only the owner can apply to 
register a mark in the Patent Office it is incumbent upon the 
Examiner to determine in each case that the applicant is the 
owner. The Act is only of limited assistance in determining who 
may be classed as an owner of a mark. It is apparent that the 
legal owner of a mark may apply to register the mark. However, 
the act is silent concerning the right of a beneficial owner of a 
mark to register it. Thus, questions may arise when applications 
are received from beneficiaries under wills which have been pro- 
bated but where the estates are not settled, from the cestwi que 
trust, and from the sole and principal stockholders of corporations 
using the mark, ete. In general, however, it can be said that as 





* Examiner, Trademark Operation, U.S. Patent Office. Member, District of 
Columbia Bar. 
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between the two, the Patent Office will recognize the right of the 
legal owner to register a mark over the right of a beneficial owner. 


The Applicant Defined 

Section 1 provides that the applicant for registration of a 
mark may be a person, a firm, a corporation or an association.® 
Nations, states, municipalities and the like may apply to register 
collective and certification marks.* Section 45 of the Act adds to 
the definition of an applicant by stating that the term “person” 
includes a juristic person which is defined as a firm, corporation, 
union, association, or other organization capable of suing and 
being sued in a court of law. The Patent Office has interpreted this 
language to include fraternal organizations, organized churches, 
schools, and similar organizations. 

Section 5 of the Act provides for the registration of marks by 
related companies where the use by another inures to the benefit of 
the applicant. As used in the act the term “related company” means 
any person who legitimately controls or is controlled by the regis- 
trant or applicant for registration in respect to the nature and 
quality of the goods or services in connection with which the mark 
is used.° Here, then, is a situation where a company which does not 
use a mark can register the same in its name upon a showing that 
the use of the mark by another inures to its benefit. This section 
has been interpreted to include a parent company whose subsidiary 
uses the mark, and, also, trademark owners who legitimately con- 
trol the nature and quality of the goods or services in connection 
with which the mark is used. Users of the mark who have only a 
transitory interest and no color of right in the mark, have no 
standing as applicants. In these situations, each case is considered 
separately to determine the relationship. 

An applicant may be an assignee of the original applicant for 
registration. When a mark is assigned, the Act of 1946 requires 
the simultaneous assignment of the good will of the business in 
which the mark is used or with that part of the good will of the 








3. While Section 45 of the Lanham Act defines a “person” to include a juristic 
person, it does not specifically state that an individual person can be an applicant. 
However, this can be implied from the language of Section l(a) of the act: “The 


owner ... may register... (a) By filing in the Patent Office (1) a written applica- 
tion . . . verified by the applicant . . . including a statement to the effect that the 
person making the verification believes himself, .. . to be the owner of the mark sought 


”? 


to be registered. ... 
4. Section 4, Act of 1946, 15 U.S.C. 1054. 
5. Section 45, Act of 1946, 15 U.S.C. 1127. 
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business connected with the use of and symbolized by the mark.° 
The Patent Office does not question the transfer of good will when 
an assignment is received for recording, since this is a question 
which may only be raised by an interested third party. Assign- 
ments are made by instruments in writing duly executed and ac- 
knowledged, and when recorded in the Patent Office they are prima 
facie evidence of execution. An assignee occupies the position of 
the original applicant for examination purposes. 

Occasionally, although rarely, there are also joint applicants. 
Usually, inquiry reveals that the joint applicants are partners or 
joint venturers and the question of ownership is easily resolved. 
In one ease before the Assistant Commissioner of Patents it was 
held that where a mark is jointly used by two applicants to identify 
a single service, part of which is performed by one applicant and 
part of which is performed by the other, and the mark identifies 
the entire service and distinguishes it from the like services of 
others the marks may be the subject of a joint registration.’ 

Finally, Section 1 has been interpreted to permit executors of 
wills and trustees to file applications to register marks. Such 
applicants are also a rarity and with no special rules set forth to 
guide, each situation is considered on its own merits. 

There have been a great many decisions in referring to some 
types of applicants, viz., a decision concerning related companies. 
On the other hand, there have been few, if any, decisions concerning 
other types of applicants, viz., trustees, executors and joint appli- 
ecants. Where there are decisions they are, of course, followed by 
the Examiners. However, where there are even relatively few or 
no decisions concerning a particular type of applicant, it is often 
possible to find analogous situations which serve as guides. These 
decisions and guides will be discussed in future issues of The 
Trademark Reporter®. 





6. Section 10, Act of 1946, 15 U.S.C. 1060. 

7. Ex parte Pacific Intermountain Express Co., 111 USPQ 187, 47 TMR 119 
(Com’r, 1956); Ea parte Spector Motor Service, Inc., 111 USPQ 187, 47 TMR 119 
(Com’r, 1956). 





7 


1170 THE TRADEMARK REPORTER Vol. 49 T. M.R. 





PATENT OFFICE 


Trademark Statistics 


Cumulative 
January—Octobe: 











1959 1958 
Applications filed ............-..0--ss00e--0---- 19,159 18,554 
Registrations issued 
Principal Register ........................ 14,758 11,811 
Supplemental Register _.............. 665 670 
| EARG REPRE ern anen ey Tee 15,423 12,481 
a 2,701 2,572 
See. 12(¢), publications ...................... 390 373 
See. 8, affidavits filed _....... ae 10,036 10,026 
See. 8, cancellations ...............2.....2....-- 4,204 4,214 
Cancellations, other .............................. 178 143 
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NOTES FROM OTHER NATIONS 
Edited by L. L. Gleason 


Bahamas 
New Trade Marks Act 


Certain amendments have been made in the Trade Mark Law 
of Bahamas, which goes back to 1906. An Act called The Trade 
Marks Amendment Act, 1959 was signed by the Governor on 
September 3, 1959, and it provides for the licensing of trademarks 
by the registered user procedure, for the grant of defensive regis- 
trations, and for the registration of certification marks. The three 
sections of the Law dealing with these three topics are in agree- 
ment with corresponding sections of the British Trade Mark Law 
of 1938. 

No provision was made for the assignment of trademarks 
without the good will of the business. 

The Act contains no indication of when it will become effective, 
but as regulations for carrying out the terms of the Amendment 
Act have not been formulated, lawyers in Bahamas are of the 
opinion that no action can be taken under the Amendment Act 
until after the rules are effective. 


United Arab Republic 


Use of Arabic Language in Trademarks and Labels 


A notice appeared in The Trademark Reporter for June, 1959, 
page 619, regarding Law 115 of 1958 of the United Arab Republic, 
and some interesting “Instructions” were issued on September 20, 
1959, by the Ministry of Economy in connection with that Law. 
They apply to both parts of the U.A.R., i.e., Egypt and Syria. 

These Instructions explained in a preamble that the Arabic 
language is the official language of the State and a principal indi- 
cation of its sovereignty. For that reason Law 115/58 was enacted, 
to give the Arabic language required protection and precedence 
over foreign languages in use in the U.A.R. 

Two Articles of Law 115/58 are of particular interest to 
trademark owners. Article III deals with the use and registration 
of trademarks and provides, in effect, that word marks must be 
registered in Arabic characters and that foreign language marks 
already registered must be reregistered within a year (from July 
1, 1959) in Arabic. In either case the Arabic versions may be 





+ 10.—FOREIGN LAW. 
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accompanied by the foreign language equivalents in smaller char- 
acters and less prominently displayed. 

Article IV, complemented by separate decrees, provides for 
the use on imported goods of labels in the Arabic language which 
indicate the name of the manufacturer and the country of origin. 

There has been considerable uncertainty as to these provisions 
of the Law, and the above mentioned Instructions of the Ministry 
of Economy were issued for the guidance of U.A.R. officials in 
enforcing the Law. The Ministry has stated that the Instructions 
are not intended to amend Law 115/58 but are intended to serve as 
a guide until the Government decides to amend or repeal the law. 
It will be appreciated, therefore, that uncertainty remains as to 
what will finally be done, and there is a strong suggestion by the 
Ministry that further Instructions will be issued later. 

The following is a translation of the pertinent sections of the 
Instructions. The “law” referred to therein is Law 115/58. 


Provisions Relative to the Writing of Trademarks in Arabic 
(9) Article 3 of the said law provides as follows: 


“Trademarks in the form of signatures, words, letters or 
figures, the addresses of shops, seals and relief engravings 
must be in Arabie. 


“No trademark may be registered unless it is written in 
Arabie. 


“This, however, does not prevent the registration of a trade- 
mark written in a foreign language side by side with the 
Arabic language on condition that the latter be written in 
larger characters and posted in a more prominent place. 


“As regards trademarks already registered in accordance 
with the law, their owners must, within one year from date of 
the coming into foree of this law, submit fresh applications 
for registration after amending and writing the trademarks 
in the Arabic language. 


“No trademark which has expired may be renewed unless it 
is modified and written in the Arabic language.” 


(10) With a view to facilitating trade exchange, the application of 
the provisions of this Article should be restricted to trade- 
marks placed on commodities produced and distributed in the 
United Arab Republic, excluding the trademarks placed on 
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(15) 


exported commodities, those placed on imported goods and 
those internationally registered. 


* * * 


As regards trademarks registered before the date of applica- 
tion of the said law, the fourth paragraph has made it com- 
pulsory on the owner to take necessary measures, within one 
year from the date of the coming into force of law No. 115 
of 1958 (i.e., end of June, 1960), to amend these marks accord- 
ing to the provisions of the law and in the manner prescribed 
in law No. 57 of 1939 relative to Trademarks and Commercial 
Designations. This long delay is amply sufficient to allow the 
implementation of the provisions of the law with ease and 
facility. Commodities and products carrying trademarks 
registered before the application of Law No. 115 of 1958 can 
be circulated up till the expiry of this delay. 


Provisions Relative to the Writing of 
Commercial Designations in Arabic 


Article 4 of the law reads as follows :—‘Commercial designa- 
tions concerning any commodities produced in the United 
Arab Republic must be written in Arabic. In the case of im- 
ported commodities or products, a label written in Arabic 
must be attached showing the commercial designations con- 
nected with the estimation of the value of the articles as may 
be determined by a Decree issued by the Ministry of Economy 
and Commerce. With regard to commodities intended for 
export, a foreign language may be used besides the Arabic.” 


With a view to facilitating the handling and export of com- 
modities, distinction between the following two cases should 
be made when applying this article: 


(A) Designations relative to commodities produced and 
handled in the United Arab Republic are to be written 
in Arabic, and a foreign language may be used in addi- 
tion to the Arabic. Such addition is entirely left to the 
discretion of the producers according to the require- 
ments of the local market. 


However, the Ministry has realized that a great num- 
ber of manufacturers hold large quantities of containers 
and outer wrappings bearing commercial designations 
inconsistent with the provisions of the law. Considering 
that the manufacture of these containers is costly and 
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that their destruction would raise the cost of production 
which in turn would increase the prices of commodities, 
no action should be taken in this connection before 
studying the subject, determining the quantities of such 
containers and wrappings, estimating the period re- 
quired for exhaustion of such stocks and submitting 
the matter for decision to the Ministry of Industry, 
which is the Authority concerned with industry and fac- 
tories’ affairs. 


(B) Designations relative to commodities produced in the 
U.A.R. and exported abroad shall be written in the lan- 
guage required by the foreign markets whether it be 
the Arabic or any foreign language. 


(C) In the case of imported commodities, a label written in 
Arabic must be attached showing the commercial desig- 
nations which have a bearing on the estimation of the 
value of the articles, as may be determined by a Decree 
of the Minister of Economy and Commerce. Following 
a thorough study carried out by the officials concerned 
in both Regions of the United Arab Republic, Minis- 
terial Decree No. 205 of 1959 (published in the Official 
Gazette No. 24 of March 23, 1959) was issued in this 
respect. 


Art. 1 of the abovesaid Decree provides as follows: 

“A label bearing the fcllowing designations in Arabic shall 
be affixed in a prominent place on the imported finished com- 
modities, or, if this is impossible, on the containers or their 
outer wrappings: 


(1) Name of the manufacturer. 


(2) The country or locality where the commodity was manu- 
factured.” 


In order to facilitate the implementation of this Decree with- 
out causing prejudice to the import movement, the Ministry 
has, 4 months prior to the date fixed for its enforcement 
published this Decree by all means, among commercial and 
industrial organizations abroad through the United Arab 
Republic diplomatic and commercial Representations. It has 
also been agreed with the Customs Administration that in 


‘ respect of goods which are proved to have been shipped from 


abroad prior to the date of the coming into force of the said 
law (i.e., before July Ist, 1959), there is no objection to 
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(19) 


(20) 


(21) 


(22) 








facilitating the importers’ duty by authorizing them to stick 
a label showing the required designations before taking the 
goods out of the custom zone or to release them from the 
Customs after securing from the importer a declaration 
whereby he undertakes to stick the label on the goods in his 
stores and under the supervision of the Commercial Fraud 
Control officers at the commercial Control Department before 
offering them for sale. 


As a further facility and in order to avoid delaying the im- 
port movements, the Ministry has asked the Customs Admin- 
istration to extend every possible facility, including permis- 
sion to importers at present to stick the required label in the 
custom zone or in their stores under the supervision of the 
authorities concerned, even if it is established that the goods 
were shipped after July Ist, 1959. The situation requires 
that this facility continue to be extended until the foreign 
manufacturers have had the possibilities of fulfilling this 
obligation directly. 


The label mentioned in the Decree shall be stuck by the manu- 
facturer on the unit of the finished commodity, excluding 
natural products such as coal, agricultural produce such as 
tea, semi-finished commodities used for non-consumption pur- 
poses such as structural iron and dyestuffs. 


The label should include the name of the manufacturer (and 
not the name of the supplier or importer) and the country 
or locality where the commodity was manufactured. It is 
sufficient to transliterate these details in Arabic as proper 
nouns cannot be translated. 


It happens that some Companies import foreign finished com- 
modities such as lubricants and fill them in the United Arab 
Republic in containers of various sizes without introducing 
any modification thereto. As the commodity is considered a 
finished product at the place where it was produced and took 
its final shape, and as the filling or packing operation comes 
next to production and may be carried out in or outside the 
country where the commodity is produced, it follows that the 
imported finished commodities which are packed in the 
United Arab Republic are considered, for the application of 
Art. 4 of the Law, as imported commodities subject to the 
provisions of Ministerial Decree No. 205 of 1959. A com- 
modity shall, as a general principle, be considered as being 
produced in the place where its nature is determined, so that 
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(23) 


(24) 


subsequent operations shall not change its nature nor the 
method of its use; consequently a commodity shall not be 
considered as a finished product except after completion of 
these operations (State Council’s legal advice). 

The Ministry recommends the extension of every possible 
facility with regard to imported commodities, foremost among 
which are pharmaceutical products and other necessary ma- 
terials, so that the local market may not be deprived thereof. 
The Ministry also recommends that no action which may 
hamper the import or export movement be taken before first 


referring to it. 


The Ministry would also draw attention that the execution 
of these instructions shall be temporary pending the issue of 
new instructions in this connection, and that it shall always 
be ready to express its opinion on the interpretation of any 
provision of the law. 


(Editorial comment: There is obviously a conflict between Section 
10 of the Instructions and Section 14. The former indicates that 
trademarks used on imported goods are exempted from the re- 
quirements of Article III of the Law, and Section 14 indicates that 
ample time has been provided for the amendment of trademarks 
(up to the end of June, 1960) and it does not suggest that any 
trademarks are to be exempted from the effects of Article III. 
The Egyptian Trade Mark Office has indicated to Egyptian law- 
vers that Section 10 will control, so it seems obvious that further 
changes are expected.) 
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INTERNATIONAL NON-PROPRIETARY NAMES FOR DRUGS 


The World Health Organization has released a list of 286 
names selected as recommended international non-proprietary 
names for pharmaceutical preparations. This organization re- 
quests that these recommended names be recognized as the non- 
proprietary names for the substances concerned and that the 
necessary steps be taken by the countries to prevent the acquisition 
of proprietary rights in these names. 

This list will be published in a forthcoming issue of the 
“Chronicle of the World Health Organization.” It is the third list 
of recommended names to be released by WHO. The first list 
was printed in Vol. 9, No. 6, June, 1955, and the second was printed 
in Vol. 18, No. 2, February, 1959 of the “Chronicle.” (See 45 TMR 
929 and 49 TMR 43.) 

Comments or objections to these proposed names may be 
made within the period ending four months following the month of 
publication of the list in the “Chronicle” and should be sent to the 
Director-General, World Health Organization, Palais des Nations, 
Geneva, Switzerland. 

This list is available for reference in USTA’s library. 


RECENT PUBLICATION 


CUMULATIVE SUPPLEMENT to: THE Law or Unratr CoMPETITION 
AND TrADE-Marks. By Rudolf Callmann. 
Chicago, Callaghan & Company, 1959. 


The 1959 Cumulative Supplement to the second edition of 
Rudolf Callmann’s five volume work “The Law of Unfair Competi- 
tion and Trade-Marks” has just been published in five parts to be 
inserted in a pocket at the end of each volume. 

The book is made current by this Supplement which includes 
legislation, decisions and other references presented in the interim 
since the last 1956 Supplement. The price for this 1959 Cumulative 
Supplement is $30.00. 
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LIST OF OTHER ARTICLES AND LEGAL NOTES* 


Abbott Laboratories, North Chicago. 
“a” is for Abbott. (Modern Packaging, November, 1959, pp. 172-174, 236.) 
For stronger corporate identification, a new trademark, new colors will spruce up 
company’s 550 pharmaceutical packages. 

Antitrust Law Symposium, 1959: How to Comply with the Clayton Act. Commerce 
Clearing House, Inc., Chicago. Pp. 224. Price $4.00. 
Includes: Handler, Milton—Proposals for Changing the Law of New York on 
Unfair Competition and False Advertising. 

Brunei. 
Trade Marks Rules, 1957. Effective July 1, 1957. (Patent and Trade Mark Review, 
Vol. 57, Nos. 11-12, August-September, 1959, pp. 321-327; 344-361.) 

Drug Stores Give Wide Range of Brands. (American Druggist, November, 1959, pp. 
63-64.) 
Study shows cosmetic departments average 152 brands in independent stores and 
203 in chain units. 

The Food & Drug Crisis: How Now? (Modern Packaging, November, 1959, pp. 134-138, 
249-250.) 
Realization of the implications of the Food Additives Amendment has stirred the 
packaging field to concerted action. 

Gertner, Mare. 
Trade Secret Remedies. (The Trial Lawyer’s Guide, Vol. 3, No. 3, August, 1959, 
pp. 29-42.) 

Packaging Comes to the Modern Museum. (Modern Packaging, November, 1959, pp. 
158-162.) 
New York’s Museum of Modern Art pays tribute to the materials and forms of 
modern packaging. 


Study Finds U. 8S. Brands Abroad can Beat Foreign Bias with Ads. (Printers’ Ink, 
November 6, 1959, pp. 68-69.) 

Turkey. 
Patent and Trademark Regulations No. 9450 dated November 6, 1956. Amending 
Regulations of September 21, 1955. (Patent and Trade Mark Review, Vol. 57, No. 
12, September, 1959, pp. 343-344.) 
Patent and Trademark Regulations, dated September 21, 1955. (Patent and Trade 
Mark Review, Vol. 57, Nos. 11-12, August-September, 1959, pp. 311-320; 361-363.) 


United Arab Republie (Egyptian Province). 
Trademar.s. Order No. 397 of 1958 dated October 23, 1958. Service Marks. (Patent 
and Trade Mark Review, Vol. 57, No. 11, August, 1959, p. 327.) 
Twelve new classes of service marks have been added to classification of goods. 


United Arab Republic (Syrian Province). 
Patents and Trademarks. Law No. 115/58. Effective July 1, 1959. Procedure. 
(Patent and Trade Mark Review, Vol. 57, No. 11, August, 1959, pp. 320-321.) 
Uruguay. 
Trademarks. Modification in Trade Mark Practice. Documents required. Resolution 
of May 28, 1959. (Patent and Trade Mark Review, Vol. 57, No. 11, August, 1959, 
p. 327.) 


LEGAL NOTE 


Renpak Inc. v. Oppenheimer 
Unfair Competition—Customer Lists Not Trade Secrets. (University of Miami Law 
Review, Vol. 13, No. 4, Summer 1959, pp. 483-485.) 


* Copies of these articles and legal note are available for reference in the Association’s 
libe 
ibrary. 
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THE FLINTKOTE COMPANY v. TIZER et al., trading as 
ROYAL CARPET & LINOLEUM COMPANY et al. 


No. 12719—C. A. 3—May 5, 1959 -—121 USPQ 284 


7.113—REMEDIES 
SIMILARITY 


Determination of confusing similarity depends not only on similarities and 


INFRINGEMENT—BASIS OF RELIEF—CONFUSING 





dissimilarities of marks themselves, but circumstances under which they are used. 

Decision is likely to depend on question of whether ordinary purchasers have been 

or are likely to be misled. Confusion is very unlikely when plaintiff’s product is 

high priced and sold almost exclusively to industrial customers; while defendants’ 

product is inexpensive and sold over the counter to householders for their own use. 
8.5—COURTS—EVIDENCE 

Testimony of professional shoppers was of little probative value since few 
retail stores carried plaintiff’s product and sales clerks were making an effort to 
sell something else thought suitable for the buyer’s needs; especially since there 
was no evidence of confusion of any bona fide customers. 

7.114—REMEDIES—INFRINGEMENT—BASIS OF RELIEF—DESCRIPTIVE 
TERMS 

7.115—REMEDIES—INFRINGEMENT—BASIS OF RELIEF—SIMILARITY 
OF GOODS 

Common prefix FLEX is descriptive and not subject to exclusive appropriation 
as part of trademark for similar but non-competitive plastic tile products. FLEXTONE 
is not confusingly similar to FLEXACHROME. 

TILE is a descriptive common prefix not subject to appropriation as part of 
trademark for similar but non-competitive asphalt tile products. TILE-TONE is not 
confusingly similar to TILE-TEX. 

7.211—REMEDES—UNFAIR COMPETITION—BASIS OF RELIEF—IN GENERAL 

Palming off and customer confusion are the essence of an unfair competition 

claim. 


Action by The Flintkote Company v. Jack B. Tizer and William Tizer, 
trading as Royal Carpet & Linoleum Company, Royal Tile Company, Royal 
Paint Stores, Cut-Rate Tile Company, and Royal Venetian Blind Co., for 
trademark infringement and unfair competition. Plaintiff appeals from 
District Court for Eastern District of Pennsylvania from judgment for 
defendants. Affirmed. 

Case below reported at 48 TMR 164. 


Robert F. Conrad, of Washington, D. C., for appellant. 
Samuel Kagle, of Philadelphia, Pennsylvania, for appellees. 


Before Goopricu and Hastie, Circuit Judges, and Eaan, District Judge. 


Hastie, Circuit Judge. 
This claim for trademark infringement and unfair competition was 
submitted to the trial court for decision on depositions and other docu- 
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mentary evidence. The court incorporated its findings and conclusions in 
an opinion pursuant to which a final decree was entered denying the plain- 
tiff, Flintkote Co., relief. This appeal followed. 

For some thirty years Flintkote, or a predecessor in title, has been the 
owner of registered trademark TILE-TEX, used on asphalt tile products, and 
FLEXACHROME, used as a trademark for its more expensive vinyl plastic 
asphalt tile. In recent years appellees, who trade under the name Royal 
Tile Co., among others, and will be called RoyAL, have been marketing 
asphalt tile products under the trademark TILE-TONE and vinyl plastic 
asphalt tile under the trademark FLEXTONE. TILE-TONE was registered in 
1955 and FLEXTONE in 1956. 

We consider first the question of trademark infringement. Of course 
not only similarities and dissimilarities of the marks themselves, but also 
the circumstances under which they are used, are relevant. Procter & 
Gamble Co. v. J. L. Prescott Co., 3d Cir. 1939, 102 F.2d 773, 40 USPQ 434 
(29 TMR 105). Where the mark identifies an article sold in commerce, 
decision is likely to depend upon the question whether ordinary purchasers 
have been or are likely to be misled into believing that the alleged infringer’s 
product is the complainant’s. Restatement, Torts, §717, comment b. Of 
course the wrong is clearest where there has actually been a trading on 
another’s good will, palming off goods from a different source as his product. 
In this case the only evidence offered to suggest a palming off, or even any 
customer confusion, was the testimony of a professional shopper employed 
by the plaintiff as a member of a team sent out to determine whether there 
had been palming off of Royal products as plaintiff’s. The procedure of 
the shoppers thus employed was to ask at Royal’s retail stores for plaintiff’s 
products, either TILE-TEX or FLEXACHROME. According to the testimony 
here, it was their usual experience that the Royal salesman would direct 
the shopper to a display plainly marked TILE-TONE or FLEXTONE. This would 
be done with some such comment as “here we are,” or “I would like to show 
you what we have.” In one case the salesman made the observation, “this 
is what you want.” When the shopper purchased the tendered goods he 
received a receipt properly identifying the purchase as TILE-TONE or FLEX- 
TONE. The shopper also testified that on one occasion he asked whether 
the displayed TILE-TONE article was “made by the same company that makes 
TILE-TEX” to which the salesman made the equivocal reply “we have a 
number of names.” The conclusion of the cross-examination of this sole 
witness on the issues of confusion and palming off was as follows: 


“Q. * * * would you say that the procedure we have just gone 
through applies substantially to all the visits. A. The procedure was 
in each case as I have already testified. The salesman would either 
direct our attention to the display or would lead us toward it. 

“Q. Well, in all cases you knew, then, that you were looking at 
TILE-TONE Or FLEXTONE? A. Oh, certainly, sir. 
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“Q. And you selected the tile that you bought with that knowl- 
edge, with your eyes wide open, and knowing what you bought? A. 
Absolutely.” 


The District Court concluded that plaintiff’s testimony established no 
more than the effort of salesmen who did not have the article requested by 
customers, to sell something else thought suitable for the buyer’s needs in 
circumstances where it should have been and was in fact reasonably clear 
that an article different than the one requested was being tendered. We 
think this was a permissible evaluation of the evidence, particularly since 
there was no testimony that bona fide customers not connected with either 
party had ever been confused. Indeed, additional evidence concerning the 
marketing of the parties’ products minimized the risk of confusion. 

There was undisputed testimony that Flintkote products were rela- 
tively high priced merchandise sold almost exclusively to industry and 
contractors, while the Royal products were relatively inexpensive tile sold 
over the counter in defendants’ retail outlets to householders for “do-it- 
yourself” jobs. Indeed, the court found as a fact that the two products 
were not sold in competition with each other. This, of course, made customer 
confusion very unlikely and emphasized the artificiality and the abnor- 
mality of the situation created by plaintiff in sending professional shoppers 
into defendants’ retail stores to ask for TILE-TEX and FLEXACHROME. In 
these circumstances the trial court was justified in treating the professional 
shoppers’ experience as of little probative value on the issues of confusion 
and palming off and in concluding that the plaintiff had failed to carry 
its burden of proof on these issues. 

What has already been said leaves no basis for the claim of trademark 
violation except any similarities of the marks themselves and the goods they 
identify. The court below concluded that such similarities as existed were 
not sufficient in themselves as to create any substantial or unreasonable 
risk of confusion. 

In considering this conclusion we note an additional finding that Royal 
did not copy or attempt to imitate plaintiff’s marks in designing and adopt- 
ing its own. On the record this was a permissible conclusion. It leaves us 
with no more than happenstances; the common adoption of two coined 
words, both beginning with the descriptive word TILE, as trademarks for 
asbestos tile and a similar coining of two words, each beginning with the 
descriptive word FLEX, to designate somewhat similar flexible flooring tiles. 

In comparing FLEXTONE and FLEXACHROME, used for similar but non 
competitive plastic tile products, the court below properly pointed out that 
the common prefix FLEX is descriptive and not subject to exclusive appro- 
priation for trademark purposes. Cf. Eastern Wine Corp. v. Winslow- 
Warren, Ltd., 2d Cir. 1948, 1387 F.2d 955, 57 USPQ 433 (33 TMR 302), 
cert. denied 320 U.S. 758, 59 USPQ 495. The completing syllables “tone” 
and “achrome” are dissimilar in appearance and are made only slightly 
similar in sound by the presence of a common long “o.” We agree that on 
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their face these two, when combined with “flex,” are not so confusingly 
alike as to require a conclusion that the one infringes the other. Cf. Miles 
Laboratories, Inc. v. Foley & Co., 1944, 32 CCPA 714, 144 F.2d 888, 63 
USPQ 64 (34 TMR 335). 

By parity of reasoning we agree that TILE-TONE is not on its face in- 
fringed by TILE-TEX, both used for similar but non competitive asphalt tile 
products. Here “tile” is a descriptive common prefix not subject to appro- 
priation, while “tex” and “tone” are monosyllables with a common initial 
consonant but otherwise notably dissimilar. 

We think no separate discussion of the claim of unfair competition 
is necessary. Palming off and customer confusion are the essence of an 
unfair competition claim. Standard Paint Co. v. Trinidad Asphalt Mfg. 
Co., 1911, 220 U.S. 446, 461 (1 TMR 10); Rosenberg Bros. & Co. v. Elliott, 
3d Cir. 1925, 7 F.2d 962 (15 TMR 295). These essentials have not been 
established here. 

The judgment will be affirmed. 
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ALLSTATE INSURANCE COMPANY v. ALLSTATE AUTOMOBILE 
ASSOCIATION, INC. 


No. 8056-M—D. C., S. D. Florida, Miami Div. — March 5, 1959 
— 121 USPQ 295 


7.216—REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE AND 
COMMERCIAL NAMES 
ALLSTATE used as part of name of defendant automobile club and otherwise 
in connection with its business is unfair competition with plaintiff automobile 
insurance company, using ALLSTATE as part of its name and as a service mark. 


Action by Allstate Insurance Company v. Allstate Automobile Associa- 
tion, Inc., for trademark infringement and unfair competition. Judgment 
for plaintiff. 


Walton, Lantaff, Schroeder, Atkins, Carson & Wahl and John H. Wahl, Jr., 
of Miami, Florida, for plaintiff. 
Bernard Berman, of Miami, Florida, for defendant. 


WyrcuE, District Judge (sitting by designation). 

This is a suit filed by the Allstate Insurance Company seeking an 
injunction restraining the defendant from using the word ALLSTATE in its 
corporate name and in its business, and for damages alleged to have been 
sustained by plaintiff in consequence of defendant’s infringement of its 
registered service mark. 

In compliance with Rule 52(a), Rules of Civil Procedure, I find the 
facts specially and state my conclusions of law thereon, in the above cause, 
as follows: 


FINDINGS OF Fact 


1. The plaintiff Allstate Insurance Company is an Lllinois corporation 
which has registered the service mark “Allstate” on the principal register 
of the United States Patent Office. Since 1938, it has been continuously 
engaged in the sale of automobile insurance in the State of Florida, and 
for many years has operated not only in Florida, but in all other states 
of the Union. 


2. The defendant Allstate Automobile Association, Inc. was organized 
as a Florida corporation on October 4, 1956. It has never operated in any 
other State. 


3. In 1956, when the defendant was incorporated, and prior thereto, 
the plaintiff was one of the largest and best known automobile insurance 
companies, both nationally and in Florida. It had more than 4,000,000 
policyholders and an annual premium volume exceeding $283,000,000, of 
which more than $6,000,000 was generated in Florida. Claim payments in 
that year exceeded $218,000,000, of which more than $2,000,000 was paid 
to Florida claimants. In Florida it maintained six offices with more than 
280 full-time employees. Since 1947, Allstate Insurance Company has 
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spent more than $20,000,000 to advertise and publicize its name and more 
than $150,000 of this was spent in Florida during the year 1958. Plaintiff 
is a subsidiary of Sears, Roebuck and Co. and its insurance is sold in Sears’ 
stores. 


4. Defendant’s business was in the nature of a motor vehicle club; it 
furnished maps, routes and travel information with regard to accommoda- 
tions, restaurants and all things commonly ascribed to a motor club; also 
where a member was charged, or given a traffic citation, the service was 
designed to assist him with a bond and bond privileges and to assist him 
with an attorney, if one were necessary to help him in his defense or his 
trial of the criminal or traffic violation. Why the name ALLSTATE was 
selected was not known to defendant. Defendant’s membership reached 
the all-time high of 2,500 in October, 1957. None of these is presently in 
force and it has closed the only two offices it ever operated. It has likewise 
laid off all of its 29 employees. 


~ 


5. The District Court has jurisdiction in civil actions asserting a claim 
of unfair competition when joined with a substantial and related claim 
under the copyright, patent or trademark laws. 28 U.S.C. §1338. 


6. There was evidence in this case of confusion of the public mind 
by the use by the defendant of the word ALLSTATE. 


CoNCLUSIONS OF LAW 


1. Plaintiff is the owner of the service mark, trade name and trade- 
mark ALLSTATE. 


2. Defendant’s use of the word ALLSTATE in its corporate name and 
otherwise in connection with its business constitutes unfair competition 
with the plaintiff in violation of the law. See, Great Atlantic & Pacific Tea 
Co. v. A. & P. Radio Stores, Inc., 20 F. Supp. 703, 35 USPQ 444 (27 TMR 
783) ; Tampa Cigar Co. v. John Walker & Sons, 222 F.2d 460, 105 USPQ 
351 (45 TMR 825); Esquire, Inc. v. Esquire Bar, 37 F. Supp. 875, 49 
USPQ 592 (31 TMR 308) ; Sears, Roebuck & Co. v. Johnson, 219 F.2d 590, 
104 USPQ 280 (45 TMR 461) ; Aetna Casualty & Surety Co. v. Aetna Auto 
Finance, Inc., 123 F.2d 582, 51 USPQ 435 (32 TMR 2). 


3. Plaintiff is entitled to an injunction against defendant, its agents, 
servants, attorneys and employees, restraining them from using the word 
ALLSTATE in its corporate name and otherwise in connection with its busi- 
ness. 


Counsel may submit an order accordingly. 


I take it from the written memorandum brief of plaintiff that the 
plaintiff is not interested in monetary damages against the defendant. 
I, therefore, make no finding concerning this phase of the case. 
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The question of attorneys’ fees was left open for further consideration. 
Counsel for the parties may have ten days from the date of the findings of 
fact and conclusions of law in which to submit a memorandum as to what 
would be reasonable attorneys’ fees for plaintiff’s attorneys. 





CHAYT et al., trading as DARLING DRESS SHOP v. DARLING 
RETAIL SHOPS CORPORATION 


No. 11089 —D. C., D. Maryland — June 17, 1959 — 122 USPQ 6 
7.22—REMEDIES—UNFAIR COMPETITION—SCOPE OF RELIEF 


One who fraudulently markets his goods or services as those of another, or 
infringes another’s trademark or trade name, is liable for appropriate relief, except 
to the extent the other has, by his own conduct, disabled himself from claiming such 
relief, 

7.216—REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE AND 
COMMERCIAL NAMES 

A designation is not a trade name within the meaning of the law of unfair 
competition or confusion of source until, through its association with the goods, 
services or business of a particular concern, it has acquired a special significance 
as the name thereof; it will then be protected by the courts despite its originally 
descriptive character. 

DARLING as applied to women’s wear is not distinctive and it is not subject to 
appropriation as a technical trademark. Through plaintiff’s use of the designation 
DARLING DRESS SHOP for over 25 years in the Washington metropolitan area, the 
designation has acquired a secondary meaning. DARLING or DARLING SHOP employed 
by defendant for goods and business has acquired secondary meaning in certain 
areas in Maryland where defendant operates stores, but not in the Washington 
metropolitan area. Defendant’s use of said terms as planned in Prince George’s 
County adjacent Washington would be confusing with plaintiff’s existing use. 

7.24—-REMEDIES—UNFAIR COMPETITION—DEFENSES 

Failure of either party to take action since the 1930’s despite defendant’s 
operation at that time of a shop in Washington and plaintiff’s operation of a 
store in Prince George’s County, constitute laches whereby any broad rights of one 
party against the other have been lost. 

Maryland trademark registration gives defendant no prior right in the Wash- 
ington metropolitan area. Registration of the defendant as a Maryland corporation 
charged plaintiff with notice that defendant had qualified to do business in 
Maryland. 

That defendant’s reputation is known to some persons in the Washington 
metropolitan area is a factor to be considered in weighing the equities as to extent 
of relief. 

7.225—REMEDIES—UNFAIR COMPETITION—SCOPE OF RELIEF—INJUNCTION 

Plaintiff is not entitled to prevent defendant from using DARLING as a trade- 
mark in Prince George’s County nor from using name on store fronts, advertise- 
ments, boxes, bags, ete. provided such name is used in a manner minimizing likeli- 
hood of confusion. Defendant is required to designate store and goods NATIONAL 
DARLING or NATIONAL DARLING SHOPS and in telephone directories as DARLING SHOPS 
NATIONAL OF DARLING NATIONAL. NATIONAL DARLING or NATIONAL DARLING SHOPS 
can be used by defendant in newspaper or other advertising and on its stores or 
advertising signs if the word NATIONAL is at least half as large as DARLING and at 
least as large as SHOPS and so long as the word NATIONAL clearly modifies DARLING 
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or DARLING SHOPS. Defendant may use NATIONAL DARLING or NATIONAL DARLING 
SHOPS in radio, television or other advertisement but not DARLING without NATIONAL. 
It may use DARLING or DARLING SHOPS on its boxes and bags without an address, 
but if an address is used NATIONAL must precede and modify DARLING or DARLING 
SHOPS. 


Action by Eli H. Chayt and Edwin 8. Chayt, co-partners trading as 
Darling Dress Shop v. Darling Retail Shops Corporation for unfair com- 
petition. Judgment for plaintiffs. 


Edward Pierson, of Baltimore, Maryland, for plaintiffs. 
Frank A. Kaufman and Lawrence F. Rodowsky, of Baltimore, Maryland, 
for defendant. 


THOMSEN, Chief Judge. 

Plaintiffs, who have operated women’s wearing apparel stores under 
the name DARLING DRESS SHOP in or near Washington, D.C., for more than 
twenty-five years, have brought this action to enjoin defendant from open- 
ing such a store in the Washington metropolitan area under the trade name 
DARLING SHOP or any other name using the word DARLING. Defendant is 
a Delaware corporation, one of the many wholly owned subsidiaries of 
Darling Stores Corporation. The latter corporation and its predecessor 
partnerships have operated DARLING SHOPs throughout the United States 
for nearly thirty years. Defendant filed a counterclaim seeking to enjoin 
plaintiffs’ continued use of the word DARLING, but at the trial defendant 
reduced its demands to a prayer that plaintiffs be required to disclaim any 
connection with defendant. 

Darling Stores Corporation was formed in June 1936. Its common 
stock was issued in exchange for the assets of Max H. Gluck and George 
A. Gluck, who then constituted the partnership trading as DARLING SHOPS. 
Preferred stock was publicly offered. All of the common stock of Darling 
Stores Corporation is now owned by Max H. Gluck. The defendant cor- 
poration, its parent corporation and the several predecessor partnerships 
will be referred to collectively as defendants. 


Facts 


In August 1929 defendants opened a retail store under the name 
DARLING SHOP for the sale of women’s wearing apparel in Olean, N.Y. In 
September 1929 defendants opened a second DARLING SHOP in Warren, Ohio. 

In March 1931 defendants opened DARLING SHOPS in Hagerstown, Md. 
and Cumberland, Md., and since then have continuously operated a DARLING 
sHop in each of those cities. Those stores are now operated by the defendant 
corporation. 

In September 1931 defendant registered in Maryland the trademark 
DARLING SHOP, to be used in connection with the manufacture and sale of 
ladies’ and children’s wearing apparel, underwear, millinery, accessories, 
faney goods and notions, stating that the mark is to be attached to the 
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merchandise which they sell and to signs erected on store fronts. That 
registration has been regularly renewed. 

In December 1932 defendants applied to the United States Patent 
Office for registration of the trademark DARLING sHoP for ladies’ dresses, 
coats and hats, and stated that the trademark is applied or affixed to the 
goods or to the packages containing the same by placing thereon a printed 
label on which the trademark is shown. 

In September 1933 Eli H. Chayt, one of the plaintiffs, opened a 
women’s wearing apparel store at 707-709 8th Street, S.E., Washington, 
D.C., under the name DARLING DRESS SHOP. At that time defendants were 
operating twenty-two DARLING SHOPS in New York, Ohio, West Virginia, 
Maryland, North Carolina, Tennessee, Virginia, Michigan, Georgia and 
Indiana. None of those shops was located in what was then or is now the 
Washington metropolitan area and none of them advertised in that area. 

Sometime in 1935 Chayt opened another DARLING DRESS SHOP at 811 
Pennsylvania Avenue, N.W. (Market Place), in Washington, which re- 
imained open for about a year. At that time defendants had extended their 
operations to include forty-six DARLING SHOPs in various states as far west 
as Missouri, but defendants had no store in the Washington metropolitan 
area and did not advertise there. 

In April 1936 defendants’ attorneys wrote to plaintiffs, saying “we are 
informed that your use of a name very similar to our clients is primarily 
for the purpose of availing yourselves of the good will and reputation 
established by our clients in this country where it operates over fifty stores,” 
and suggested that plaintiffs refrain from continued use of the name 
DARLING DRESS SHOPS, “‘as otherwise our clients feel sufficiently aggrieved to 
take such steps in the matter as they deem necessary to afford them the 
protection to which they are entitled.” Plaintiffs’ attorney replied that 
“!t|heir trade name—Darling Dress Shops—has never been and will never 
be used to take advantage of the good will and reputation established by 
your clients or any other group of stores.” Defendants’ attorney wrote that 


ih, 


this letter was unsatisfactory and asked that “a more definite statement 
issue in the form that your client will no longer continue to use the name 
now employed by it or any derivation thereof sufficient to cause mistake 
in identification or in connection with our client.” Plaintiffs’ attorney 
replied that he had been misunderstood ; that he had not made any promise, 
and that the name which Chayt was using “is definitely based on a good will 
which he has established in the City of Washington.” Defendants took no 
action and there was no further communication between the parties until 
September 1954. 

In July 1937 the defendant corporation qualified to do business in 
Maryland, and in September 1937 notified the State Tax Commission that 
it had adopted its present name. 

In 1937 defendants acquired the Goldrab chain of stores, and for about 
two years after August 1, 1937, defendants operated the former Goldrab 
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store at 1207 G Street, N.W., Washington, D.C., under the name of DARLING 
snop. This store was closed on June 30, 1939, when the lease expired. 

In 1947 Edwin Chayt became a partner of Eli Chayt and plaintiffs 
opened another DARLING DRESS SHOP, a small store in the Coral Hills Shop- 
ping Center, in Prince Georges County, Md. Coral Hills Shopping Center 
is a neighborhood center just over the southeast boundary of the District 
of Columbia, at the point where Alabama Avenue and Benning Road join 
to form the Marlboro Road, one of the principal roads connecting the 
City of Washington with communities in Prince Georges County. At that 
time defendants were operating approximately one hundred DARLING SHOPS, 
but none of them was located in the Washington metropolitan area and 
none of them advertised in that area. 

In October 1951 plaintiffs opened a store under the name DARLING 
DRESS SHOP in the Langley Park Shopping Center, at the intersection of 
New Hampshire Avenue and University Boulevard in the northern part 
of Prince Georges County, quite near the Silver Spring area of Mont- 
gomery County, almost due north of the Capitol. Plaintiffs’ Langley store 
is somewhat larger than their Coral Hills store. At that time (1951) 
defendants were operating approximately one hundred fifteen DARLING 
sHops but none of them was located in the Washington metropolitan area 
and none of them advertised in that area. The stores in Hagerstown and 
Cumberland were still the only stores which defendants operated in Mary- 
land. Hagerstown is 70 miles from Washington, Cumberland, 135 miles. 

In September 1954 attorneys for defendants wrote plaintiffs, again 
calling on them to cease using the name DARLING DRESS SHOP and stating: 
“Not only does your use of the name DARLING DRESS SHOP infringe upon the 
long-established rights of our client but can serve only to mislead the public 
in Maryland where our client’s business is well-known. * * * We ask that 
you write to us at once advising that you will cease promptly the use of 
the name DARLING DRESS SHOP.” Plaintiffs’ counsel replied, asking for the 
locations and names of defendants’ stores “in this area” and when each 
began business, so that he could state plaintiffs’ position. Neither defen- 
dants nor their attorneys made any reply to that letter. 

In 1955 plaintiffs closed their store on 8th Street in southeast Washing- 
ton, because the neighborhood had greatly changed. 

In October 1958 the defendant corporation signed a ten year lease for 
a store in the Penmar Shopping Center in District Heights, Prince Georges 
County, Md. The center is on the Marlboro Road about three miles south- 
ast from the Coral Hills Shopping Center, where one of plaintiffs’ stores 
is located. Defendants’ executive vice-president stated that he would not 
have signed the lease if he had thought there was any doubt about his being 
able to use the name DARLING; but he knew of the correspondence be- 
tween defendants’ counsel and plaintiffs’, and he made no effort to learn, 
by means of the telephone book or otherwise, whether any women’s wearing 
apparel stores were using the name DARLING in the Washington area. It is 
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hard to believe that some representative of defendants had not canvassed 
the shopping centers in the Washington area before the lease was signed; 
defendants must have known of plaintiffs’ stores. 

Plaintiffs and defendants both specialize in low-cost women’s wear. 
Defendants confine their operations to a narrow, deep line of such merchan- 
dise, which is often made up for them exclusively by manufacturers. Most 
of defendants’ coats, suits, dresses and similar merchandise carry a label 
imprinted with the trademark DARLING, although other trademarks are 
sometimes used. Defendants do not sell nationally advertised brands. Most 
of defendants’ stores are known as DARLING SHOPS with the word DARLING, 
DARLING SHOP Or DARLING SHOPS over the doors and on their boxes and bags. 
Defendants have, however, for one reason or another, operated a number 
of stores under other names from time to time. Defendants’ executive vice- 
president conceded that they could operate the Prince Georges County store 
under another name, with unmarked boxes and bags, but only at con- 
siderable inconvenience and some expense, and with a loss of the good 
will associated with the name DARLING sHopPs by people who have dealt with 
defendants in other cities, have seen their stores, or heard of their reputa- 
tion. Defendants could not operate profitably if they were forbidden to 
use the word DARLING on the labels on their coats, suits, dresses, and the 
like, or imprinted on their hosiery, plastic packaging, ete. 

Defendants do little, if any, newspaper advertising except to announce 
the opening of a new store and very occasionally a special sale. Neither do 
they use radio or television advertising to any appreciable extent.' They 
do no national advertising, although on one occasion they participated in 
a single, isolated telecast sponsored by Pepsi-Cola. Defendants rely upon 
securing “100% maximum daytime female foot-traffie locations” for their 
stores, on the attractiveness of their windows, and on the good will and 
recommendations of satisfied customers. 

Plaintiffs also specialize in low-cost merchandise, especially at Coral 
Hills. The store at Langley carries a medium-priced grade of merchandise 
as well as the cheaper grade. Plaintiffs make special purchases and carry 
a broader but much shallower line than defendants. More than half of 
plaintiffs’ business, especially at Langley, is represented by nationally 
advertised brands. Plaintiffs sew their store label DARLING DRESS SHOP on 
most of their higher-grade merchandise along with the brand label. Plain- 
tiffs’ boxes, bags, ete. carry the name DARLING DRESS SHOP and that name 
appears on the outside of their stores. 

Over the years plaintiffs have run moderate-sized advertisements in 
the Washington daily newspapers at least once or twice a month, calling 
attention to particular merchandise at one or both of plaintiffs’ stores. 
Those papers are widely read throughout the Washington metropolitan 





1. Over a period of twenty-one years defendants have averaged around $1,000 per 
store per year for all newspaper, radio, TV and other advertising. This does not include 
the cost of dressing windows, and of signs and placards on and in their stores. 
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store at 1207 G Street, N.W., Washington, D.C., under the name of DARLING 
snop. This store was closed on June 30, 1939, when the lease expired. 

In 1947 Edwin Chayt became a partner of Eli Chayt and plaintiffs 
opened another DARLING DRESS SHOP, a small store in the Coral Hills Shop- 
ping Center, in Prince Georges County, Md. Coral Hills Shopping Center 
is a neighborhood center just over the southeast boundary of the District 
of Columbia, at the point where Alabama Avenue and Benning Road join 
to form the Marlboro Road, one of the principal roads connecting the 
City of Washington with communities in Prince Georges County. At that 
time defendants were operating approximately one hundred DARLING SHOPS, 
but none of them was located in the Washington metropolitan area and 
none of them advertised in that area. 

In October 1951 plaintiffs opened a store under the name DARLING 
DRESS SHOP in the Langley Park Shopping Center, at the intersection of 
New Hampshire Avenue and University Boulevard in the northern part 
of Prince Georges County, quite near the Silver Spring area of Mont- 
gomery County, almost due north of the Capitol. Plaintiffs’ Langley store 
is somewhat larger than their Coral Hills store. At that time (1951) 
defendants were operating approximately one hundred fifteen DARLING 
sHops but none of them was located in the Washington metropolitan area 
and none of them advertised in that area. The stores in Hagerstown and 
Cumberland were still the only stores which defendants operated in Mary- 
land. Hagerstown is 70 miles from Washington, Cumberland, 135 miles. 

In September 1954 attorneys for defendants wrote plaintiffs, again 
calling on them to cease using the name DARLING DRESS SHOP and stating: 
“Not only does your use of the name DARLING DREss SHOP infringe upon the 
long-established rights of our client but can serve only to mislead the public 
in Maryland where our client’s business is well-known. * * * We ask that 
you write to us at once advising that you will cease promptly the use of 
the name DARLING DRESS SHOP.” Plaintiffs’ counsel replied, asking for the 
locations and names of defendants’ stores “in this area” and when each 
began business, so that he could state plaintiffs’ position. Neither defen- 
dants nor their attorneys made any reply to that letter. 

In 1955 plaintiffs closed their store on 8th Street in southeast Washing- 
ton, because the neighborhood had greatly changed. 

In October 1958 the defendant corporation signed a ten year lease for 
a store in the Penmar Shopping Center in District Heights, Prince Georges 
County, Md. The center is on the Marlboro Road about three miles south- 
east from the Coral Hills Shopping Center, where one of plaintiffs’ stores 
is located. Defendants’ executive vice-president stated that he would not 
have signed the lease if he had thought there was any doubt about his being 
able to use the name DARLING; but he knew of the correspondence be- 
tween defendants’ counsel and plaintiffs’, and he made no effort to learn, 
by means of the telephone book or otherwise, whether any women’s wearing 
apparel stores were using the name DARLING in the Washington area. It is 
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hard to believe that some representative of defendants had not canvassed 
the shopping centers in the Washington area before the lease was signed; 
defendants must have known of plaintiffs’ stores. 

Plaintiffs and defendants both specialize in low-cost women’s wear. 
Defendants confine their operations to a narrow, deep line of such merchan- 
dise, which is often made up for them exclusively by manufacturers. Most 
of defendants’ coats, suits, dresses and similar merchandise carry a label 
imprinted with the trademark DARLING, although other trademarks are 
sometimes used. Defendants do not sell nationally advertised brands. Most 
of defendants’ stores are known as DARLING SHOPS with the word DARLING, 
DARLING SHOP Or DARLING SHOPS over the doors and on their boxes and bags. 
Defendants have, however, for one reason or another, operated a number 
of stores under other names from time to time. Defendants’ executive vice- 
president conceded that they could operate the Prince Georges County store 
under another name, with unmarked boxes and bags, but only at con- 
siderable inconvenience and some expense, and with a loss of the good 
will associated with the name DARLING sHopPs by people who have dealt with 
defendants in other cities, have seen their stores, or heard of their reputa- 
tion. Defendants could not operate profitably if they were forbidden to 
use the word DARLING on the labels on their coats, suits, dresses, and the 
like, or imprinted on their hosiery, plastic packaging, ete. 

Defendants do little, if any, newspaper advertising except to announce 
the opening of a new store and very occasionally a special sale. Neither do 
they use radio or television advertising to any appreciable extent.’ They 
do no national advertising, although on one occasion they participated in 
a single, isolated telecast sponsored by Pepsi-Cola. Defendants rely upon 
securing “100% maximum daytime female foot-traffic locations” for their 
stores, on the attractiveness of their windows, and on the good will and 
recommendations of satisfied customers. 

Plaintiffs also specialize in low-cost merchandise, especially at Coral 
Hills. The store at Langley carries a medium-priced grade of merchandise 
as well as the cheaper grade. Plaintiffs make special purchases and carry 
a broader but much shallower line than defendants. More than half of 
plaintiffs’ business, especially at Langley, is represented by nationally 
advertised brands. Plaintiffs sew their store label DARLING DRESS SHOP on 
most of their higher-grade merchandise along with the brand label. Plain- 
tiffs’ boxes, bags, ete. carry the name DARLING DRESS SHOP and that name 
appears on the outside of their stores. 

Over the years plaintiffs have run moderate-sized advertisements in 
the Washington daily newspapers at least once or twice a month, calling 
attention to particular merchandise at one or both of plaintiffs’ stores. 
Those papers are widely read throughout the Washington metropolitan 





1. Over a period of twenty-one years defendants have averaged around $1,000 per 
store per year for all newspaper, radio, TV and other advertising. This does not include 
the cost of dressing windows, and of signs and placards on and in their stores. 
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area, including all parts of Prince Georges County, Md. Plaintiffs have 
also advertised over local radio stations serving the Silver Spring area or 
the Coral Hills area, and in the shopping papers serving those neighbor- 
hoods. Their total expenditures for advertising have averaged $9,000 a year 
for the past five years, about one-half of which was spent for advertising 
in the Washington daily newspapers. The balance of the money has been 
spent for local advertising and give-aways of various kinds. 

A substantial part of the business of the Coral Hills store comes from 
along the Marlboro Road, some of it from District Heights, Forestville, and 
other places around and beyond the Penmar Shopping Center, where 
defendants’ store will be built. There will be competition between plaintiffs’ 
and defendants’ stores. 

Plaintiffs’ stores have been modestly successful over the years. During 
the last four years net profits before partners’ drawings have averaged 
$30,000 for the two stores.” 

An appreciable number of prospective purchasers of women’s wear 
would be likely to confuse a store operated by defendants under the name 
DARLING SHOP with the stores now operated by plaintiffs under the name 
DARLING DRESS SHOP, selling the same type of merchandise in the same 
general area. 


DISCUSSION 


Various sections of the Restatement Torts, dealing with “Confusion of 
Source,” have been cited with approval by the Court of Appeals of Mary- 
land and by the Fourth Circuit. National Shoe v. National Shoes of N. Y.., 
213 Md. 328, 113 USPQ 380 (47 TMR 851); A & H Transportation, Ine. 
v. Save Way Stations, Inc., 214 Md. 325, 115 USPQ 251 (48 TMR 310); 
Little Tavern Shops v. Davis, 4 Cir., 116 F.2d 903, 48 USPQ 161, a Maryland 
case, opinion by Judge Soper. 

The development of that branch of the law is discussed in a note, 
Restatement, Torts, Vol. III, p. 535 et seq. The law recognizes and protects 
a privilege to engage in business and to compete with others, despite the 
certainty or foreseeability of resulting harm to others who are already in 
business. The liability that is imposed is a qualification of that privilege, 
a qualification deemed necessary to adjust the conflict between the desire 
for competition and the desire for the security of the fruits of individual 
enterprise so as to achieve the maximum of desirable benefits of both. 
Ibid., pp. 537, 538. 

One who (a) fraudulently markets his goods or, services as those of 
another, or (b) infringes another’s trademark or trade name, is liable to 
the other for appropriate relief, except to the extent that the other has 
by his own conduct disabled himself from claiming such relief. Ibid., see. 


711. 








2. Since this action was filed, plaintiffs have opened a third store on Connecticut 
Avenue, just below the Mayflower Hotel, in Washington. 
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Neither plaintiffs nor defendants claim that their opponents are 
fraudulently marketing their goods or services as those of another. This 
ease deals with the alleged infringement of a trade name. 

In popular usage “trade name’? may mean simply the name or style 
under which a concern does business. Webster; O.E.D. But a designation 
is not a “trade name” within the meaning of the law of unfair competition 
or confusion of source until through its association with the goods, services 
or business of a particular concern, it has acquired a special significance as 
the name thereof. This special significance, once acquired, is thereafter its 
primary meaning in the market. Restatement, Torts, sec. 716, and cases 
cited, supra. When, by association with a business, a trade name has ac- 
quired a special significance as the name thereof, it will be protected by 
the courts even though it may have been a descriptive term in its original 
meaning. Ibid, sec. 716, Comment a; Little Tavern Shops, supra, at p. 905, 
48 USPQ at 162-163; National Shoe, supra; Save Way, supra. Such special 
significance is customarily referred to as the “secondary meaning” of the 
designation. 

The word “darling” might be used by a girl or by a woman of any age 
to describe a dress, a slip, or any other article of feminine wearing apparel. 
It is not a word which would ordinarily be used to describe a store. The 
evidence shows that it was chosen by plaintiffs and by defendants as the 
name for their respective stores because it suggested the type of merchan- 
dise they hoped their customers would think they carried. 

The name DARLING as applied to women’s wear is not distinctive, unique 
or fanciful, and thus not subject to exclusive appropriation as a technical 
trademark. National Shoe, supra; Save Way, supra. 

The question in this case is whether the word has in fact acquired a 
special significance or a secondary meaning ; either 

(a) in association with plaintiffs’ business in the minds of the female 
purchasing public in the Washington metropolitan area, so that to that 
branch of the purchasing public the word has come to mean plaintiffs’ 


stores; or 


(b) in association with defendants’ business or goods, and if so, in 
what market areas. 


In National Shoe, 213 Md. at 338, 113 USPQ at 384 (47 TMR at 856), 
the Court said “As stated in Nims, Unfair Competition and Trademarks 
(4th ed.), §334: ‘Secondary meaning must be proved by a fair preponder- 
ance of the evidence of an association between the name * * * and * * * 
seller in the minds of a substantial number of those members of the public 
who normally would be interested in the product and who might be pur- 
chasers of it.’ See also Hecht Co. v. Rosenberg, 165 Md. 116, 119, 18 USPQ 
14, 15 (23 TMR 339), and Neubert v. Neubert, 163 Md. 172, 174 (22 TMR 
412).” 
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Applying the tests prescribed by the Maryland eases to the facts set 
out above, I find that the designation DARLING DRESs SHOP has been adopted 
and used by plaintiffs to denominate the business which they conduct and, 
through its association with that business over a period of more than 
twenty-five years, has acquired a special significance or secondary meaning 
in the Washington metropolitan area as the trade name of that business. 

I further find that the designation DARLING or DARLING SHOP has been 
adopted and used by defendants to denominate the goods which they market 
and the business which they conduct and, through its association with such 
goods and such business over a period of years, has acquired a special 
significance or secondary meaning as the trade name of defendants’ goods 
and business in those areas in which defendants operated their stores, but 
that it has not acquired a special significance or secondary meaning in the 
Washington metropolitan area as the trademark of defendants’ goods or as 
the trade name of defendants’ business. 

This brings us to the question whether defendants’ proposed use of 
DARLING Or DARLING SHOP (a) in connection with their new store in Prince 
Georges County, or (b) on the goods which they will sell there, would in- 
fringe plaintiffs’ trade name. The general rule is well established : 


“(1) One infringes another’s trade name, if 


“(a) without a privilege to do so, he uses in his business, in the 
manner of a trademark or trade name, a designation which is identical 
with or confusingly similar to the other’s trade name, though he does 
not use the designation for the purpose of deception, and 

“(b) the other’s interest in his trade name is protected with refer- 
ence to 

“(i) the goods, services or business in connection with which 
the actor uses his designation, and 
“(ii) the markets in which the actor uses his designation.” 


Restatement, Torts, see. 717(1). 


Defendants’ proposed use of the name DARLING SHOP for its store in 
Prince Georges County would be confusingly similar to plaintiffs’ trade 
name. Defendants claim, however, that plaintiffs’ interest in its trade name 
is not entitled to protection in the State of Maryland against defendants’ 
proposed use of the name DARLING or DARLING SHOP, even if such interest is 
entitled to protection in the District of Columbia, which defendants deny. 

With respect to the District of Columbia, defendants rely on a claimed 
natural right of expansion and the failure of plaintiffs to take any action 
against defendants when defendants opened a DARLING sHOP in Washington 
twenty years ago. With respect to the State of Maryland, defendants add 
that they had stores in Hagerstown and Cumberland, that they had reg- 
istered DARLING SHOP as a trademark for their merchandise, and that 
defendant corporation had qualified to do business in Maryland, all before 
plaintiffs opened their first store in Prince Georges County; and that in the 
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absence of any fraudulent intent the defendant corporation is entitled to 
use its corporate name. 

In Food Fair Stores v. Square Deal Market Co., D.C. Cir., 206 F.2d 
482, 98 USPQ 65 (43 TMR 1164), cert. den. 346 U.S. 937, 100 USPQ 447, 
the court said, pp. 484, 485, 98 USPQ 67-68 (43 TMR at 1166) : 


“Plaintiff-appellant’s main contention on this appeal is that the 
District Court should at least have found plaintiff entitled to exclusive 
use of the name FOOD FAIR in the Maryland counties adjacent to the 
District. It points out that it was indisputably first to make significant 
use of the name FooD FAIR in Maryland as a whole. And it claims 
that ‘significant use of a trade name within a state preempts the 
[whole| territory of that state for the prior user,’ whether or not the 
state includes some areas which are economically oriented to or inte- 
grated with urban centers in other states. It thus concludes that, be- 
cause of its unquestioned priority in Baltimore, the District Court 
should have treated the disputed Maryland counties separately from 
the District of Columbia and awarded them to plaintiff. We think 
appellant’s position is untenable. It is supported, to be sure, by a 
dictum of Mr. Justice Holmes in a concurring opinion in Hanover 
Star Milling Co. v. Metcalf, 1916, 240 U.S. 403, 36 S.Ct. 357, 60 L.Ed. 
713 (6 TMR 149), to the effect that rights in trademarks are statewide. 
But Mr. Justice Holmes’ view has not found general acceptance, and 
we have no basis for thinking that it represents the law in the states 
bordering on the District of Columbia. Some of the territory of those 
states is commonly identified with the District, for purposes of retail 
trade and the like, as part of the Metropolitan Washington area. This 
accords with the economic reality of the situation, which we think 
must be controlling in the present context. Realistically, it is clear 
that the secondary meaning of the words ‘Food Fair’ must be the same 
in the Maryland and Virginia counties adjacent to the District of 
Columbia as it is in the District itself, inasmuch as this meaning was 
established principally by means of advertising in Washington news- 
papers circulating generally throughout the area. We therefore are 
not disposed to give state boundary lines the decisive significance which 
plaintiff would now attach to them. Cf. Terminal Barber Shops v. 
Zoberg, 2 Cir., 1928, 28 F.2d 807 (18 TMR 551). On the record before 
us, the District of Columbia and the surrounding counties must be 
treated as a unit for present purposes. * * *” 


So much, at least, of the D.C. Food Fair decision is persuasive here. 
There is nothing to the contrary in Maryland. The facts in the instant case, 
however, are quite different from the facts in the D.C. Food Fair case, 
and from the facts in other cases which have discussed expansion into other 
states. State laws differ also. See, e.g. Food Fair Stores v. Food Fair, 
1 Cir., 177 F.2d 177, 83 USPQ 14 (39 TMR 894). 

Defendants have done no national advertising. Plaintiffs have done 
very little advertising compared with the Washington Food Fair, but have 
done considerable advertising in the Washington daily newspapers when 
the size and nature of plaintiffs’ business are considered. Both have used 
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the name so long in their respective areas, plaintiffs for more than twenty- 
five years, defendants for nearly thirty years, that we have in effect a case 
where both parties started to use the name at approximately the same time, 
in different localities. Plaintiffs were the senior user in the Washington 
metropolitan area, including Prince Georges County. No effect to forestall 
the other can be attributed to either party. Restatement, Torts, sec. 732. 
Neither has sought to capitalize on the other’s good will. Plaintiffs have 
opened and defendants plan to open their respective stores in Prince 
Georges County as the result of a natural expansion of their respective 
chains, small or large. See National Shoe, 213 Md. at 336, 113 USPQ at 
383 (47 TMR 851); United Drug Co. v. Rectanus Co., 248 U.S. 90, 101 
(9 TMR 1). 

The failure of either party to take action against the other from the 
1930’s on must also be considered. Restatement, Torts, sec. 751. Defen- 
dants knew of plaintiffs’ use of the name DARLING at least as early as 1936, 
and wrote plaintiffs about it, but took no action even after defendants 
began to operate a DARLING SHOP in Washington in 1937° or after plaintiffs 
opened two DARLING DRESS SHOPs in Prince Georges County, Md., in 1947 
and 1951. Defendants sat by and allowed plaintiffs to spend a considerable 
amount in advertising and building up good will for their DARLING DREss 
sHops. Defendants have lost by laches any possible rights they might other- 
wise have had against plaintiffs. 

On the other hand, plaintiffs took no action to prevent defendants 
from using the name DARLING sHOP in Washington in 1937. Although defen- 
dants operated their store in Washington only from 1937 to 1939, plaintiffs 
must have known that defendants were likely to expand into the Washing- 
ton area sooner or later. 

Defendants’ registration of their trademark in Maryland at the time 
they opened their stores in Cumberland and Hagerstown gave them no 
prior rights in the Washington metropolitan area; however, plaintiffs were 
charged with notice that the defendant corporation had qualified to do 
business in Maryland and, in the absence of fraud,* would ordinarily be 
entitled to use its corporate name in any normal way. 

No doubt, defendants have a good reputation among their customers 
and in the areas where they maintain their stores. That reputation is 
probably known to some persons in the Washington metropolitan area, who 
have moved there from cities where defendants’ stores are located, or have 
come in contact with defendants’ stores in their travels. This is a factor 


3. When defendants closed their Washington store in 1939 and made no other 
move into the Washington area until 1958, they abandoned any rights they might have 
acquired from such use. Restatement, Torts, sees. 752, 753; Sherwood Co, vy. Distilling 
Co., 117 Md. 455, 44 USPQ 177 (30 TMR 264). 

4, “While fraud is not essential to infringement of either a trademark or a trade 
name, it does not follow that the defendant’s fraud is immaterial, * * * the existence 
of fraud substantially effects the scope of relief both in trademark and trade name 
cases.” Restatement, Torts, sec. 717, Comment a, p. 566. 
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which should be considered in weighing the equities on the extent of relief, 
although it does not avoid infringement of plaintiffs’ trade name. 

In the concluding paragraph of the National Shoe opinion Judge 
Henderson noted: “While courts have been slow to enjoin altogether the 
use of similar name, they have not been slow to minimize confusion, where 
a probability of confusion is shown. See Restatement, Torts, §§717, 731; 
Little Tavern Shops v. Davis, 116 F.2d 903, 48 USPQ 161; Howards 
Clothes v. Howard Clothes Corp., 52 N.W.2d 753, 93 USPQ 107 (42 TMR 
675) (Minn.).” 93 USPQ 107 (42 TMR 675), 213 Md. at 339, 113 USPQ 
at 384 (47 TMR at 857). 


CONCLUSION 


The designation DARLING DRESS SHOP has acquired a special significance 
or secondary meaning in the Washington metropolitan area as the trade 
name of plaintiffs’ business. That trade name is entitled to protection by 
the courts. Under the circumstances of this case, however, plaintiffs are 
not entitled to prevent the defendant corporation (A) from using the word 
DARLING as a trademark on the goods which it will offer for sale in its 
proposed store in Prince Georges County, nor (B) from using its name on 
its store front, advertisements, boxes, bags, etc., provided such name is used 
in a manner to minimize the likelihood of confusion between plaintiffs’ 
and defendants’ stores. 

To that end an injunction will issue requiring that if defendant or any 
parent, subsidiary or affiliated corporation uses the word DARLING on or in 
connection with its proposed store in Prince Georges County, such uses 
be limited to those hereinafter set forth: 


It may use in its advertising of any and all types the trademark 
DARLING as and where applied to the goods, provided the store is always 
designated as NATIONAL DARLING and/or NATIONAL DARLING SHOPS. 

It may use the name NATIONAL DARLING and/or NATIONAL DARLING 
SsHoPs on the store or its advertising signs, provided the word NATIONAL 
is at least one-half as large as the word DARLING and at least as large as 
the word sHoPs on each such sign, and so long as it is clear that the word 
NATIONAL modifies the word DARLING or the words DARLING SHOPS and does 
not modify a descriptive classification of the stores.° 

It may use the name NATIONAL DARLING and/or NATIONAL DARLING 
SHOPs in its newspaper and/or other printed advertising, provided the word 
NATIONAL is at least one-half as large as the word DARLING and at least 
as large as the word sHops on each such advertisement, and so long 
as it is clear that the word NATIONAL modifies the word DARLING or the 
words DARLING SHOPS and does not modify a descriptive classification of the 
stores. 





5. For example, sign “A” on the drawing attached hereto is permitted; sign “B” 
is not permitted. 





1194 THE TRADEMARK REPORTER ; Vol. 49 T. M.R. 





the name so long in their respective areas, plaintiffs for more than twenty- 
five years, defendants for nearly thirty years, that we have in effect a case 
where both parties started to use the name at approximately the same time, 
in different localities. Plaintiffs were the senior user in the Washington 
metropolitan area, including Prince Georges County. No effect to forestall 
the other can be attributed to either party. Restatement, Torts, sec. 732. 
Neither has sought to capitalize on the other’s good will. Plaintiffs have 
opened and defendants plan to open their respective stores in Prince 
Georges County as the result of a natural expansion of their respective 
chains, small or large. See National Shoe, 213 Md. at 336, 113 USPQ at 
383 (47 TMR 851); United Drug Co. v. Rectanus Co., 248 U.S. 90, 101 
(9 TMR 1). 

The failure of either party to take action against the other from the 
1930’s on must also be considered. Restatement, Torts, sec. 751. Defen- 
dants knew of plaintiffs’ use of the name DARLING at least as early as 1936, 
and wrote plaintiffs about it, but took no action even after defendants 
began to operate a DARLING SHOP in Washington in 1937° or after plaintiffs 
opened two DARLING DRESS SHOPS in Prince Georges County, Md., in 1947 
and 1951. Defendants sat by and allowed plaintiffs to spend a considerable 
amount in advertising and building up good will for their DARLING DREss 
sHops. Defendants have lost by laches any possible rights they might other- 
wise have had against plaintiffs. 

On the other hand, plaintiffs took no action to prevent defendants 
from using the name DARLING SHOP in Washington in 1937. Although defen- 
dants operated their store in Washington only from 1937 to 1939, plaintiffs 
must have known that defendants were likely to expand into the Washing- 
ton area sooner or later. 

Defendants’ registration of their trademark in Maryland at the time 
they opened their stores in Cumberland and Hagerstown gave them no 
prior rights in the Washington metropolitan area; however, plaintiffs were 
charged with notice that the defendant corporation had qualified to do 
business in Maryland and, in the absence of fraud,* would ordinarily be 
entitled to use its corporate name in any normal way. 

No doubt, defendants have a good reputation among their customers 
and in the areas where they maintain their stores. That reputation is 
probably known to some persons in the Washington metropolitan area, who 
have moved there from cities where defendants’ stores are located, or have 
come in contact with defendants’ stores in their travels. This is a factor 








3. When defendants closed their Washington store in 1939 and made no other 
move into the Washington area until 1958, they abandoned any rights they might have 
acquired from such use. Restatement, Torts, secs. 752, 753; Sherwood Co, v. Distilling 
Co., 117 Md. 455, 44 USPQ 177 (30 TMR 264). 

4. “While fraud is not essential to infringement of either a trademark or a trade 
name, it does not follow that the defendant’s fraud is immaterial, * * * the existence 
of fraud substantially effects the scope of relief both in trademark and trade name 
cases.” Restatement, Torts, sec. 717, Comment a, p. 566. 
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which should be considered in weighing the equities on the extent of relief, 
although it does not avoid infringement of plaintiffs’ trade name. 

In the concluding paragraph of the National Shoe opinion Judge 
Henderson noted: “While courts have been slow to enjoin altogether the 
use of similar name, they have not been slow to minimize confusion, where 
a probability of confusion is shown. See Restatement, Torts, §§717, 731; 
Little Tavern Shops v. Davis, 116 F.2d 903, 48 USPQ 161; Howards 
Clothes v. Howard Clothes Corp., 52 N.W.2d 753, 93 USPQ 107 (42 TMR 
675) (Minn.).” 93 USPQ 107 (42 TMR 675), 213 Md. at 339, 113 USPQ 
at 384 (47 TMR at 857). 












CONCLUSION 










The designation DARLING DRESS SHOP has acquired a special significance 
or secondary meaning in the Washington metropolitan area as the trade 
name of plaintiffs’ business. That trade name is entitled to protection by 
the courts. Under the circumstances of this case, however, plaintiffs are 
not entitled to prevent the defendant corporation (A) from using the word 
DARLING as a trademark on the goods which it will offer for sale in its 
proposed store in Prince Georges County, nor (B) from using its name on 
its store front, advertisements, boxes, bags, etc., provided such name is used 
in a manner to minimize the likelihood of confusion between plaintiffs’ 
and defendants’ stores. 

To that end an injunction will issue requiring that if defendant or any 
parent, subsidiary or affiliated corporation uses the word DARLING on or in 
connection with its proposed store in Prince Georges County, such uses 
be limited to those hereinafter set forth: 




















It may use in its advertising of any and all types the trademark 
DARLING as and where applied to the goods, provided the store is always 
designated as NATIONAL DARLING and/or NATIONAL DARLING SHOPS. 

It may use the name NATIONAL DARLING and/or NATIONAL DARLING 
sHops on the store or its advertising signs, provided the word NATIONAL 
is at least one-half as large as the word DARLING and at least as large as 
the word sHoPs on each such sign, and so long as it is clear that the word 
NATIONAL modifies the word DARLING or the words DARLING sHOPs and does 
not modify a descriptive classification of the stores.° 

It may use the name NATIONAL DARLING and/or NATIONAL DARLING 
SHOPS in its newspaper and/or other printed advertising, provided the word 
NATIONAL is at least one-half as large as the word DARLING and at least 
as large as the word SHOPS on each such advertisement, and so long 
as it is clear that the word NATIONAL modifies the word DARLING or the 
words DARLING SHOPS and does not modify a descriptive classification of the 















stores. 














5. For example, sign “A” on the drawing attached hereto is permitted; sign “B”’ 
is not permitted. 
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the name so long in their respective areas, plaintiffs for more than twenty- 
five years, defendants for nearly thirty years, that we have in effect a case 
where both parties started to use the name at approximately the same time, 
in different localities. Plaintiffs were the senior user in the Washington 
metropolitan area, including Prince Georges County. No effect to forestall 
the other can be attributed to either party. Restatement, Torts, sec. 732. 
Neither has sought to capitalize on the other’s good will. Plaintiffs have 
opened and defendants plan to open their respective stores in Prince 
Georges County as the result of a natural expansion of their respective 
chains, small or large. See National Shoe, 213 Md. at 336, 113 USPQ at 
383 (47 TMR 851); United Drug Co. v. Rectanus Co., 248 U.S. 90, 101 
(9 TMR 1). 

The failure of either party to take action against the other from the 
1930’s on must also be considered. Restatement, Torts, sec. 751. Defen- 
dants knew of plaintiffs’ use of the name DARLING at least as early as 1936, 
and wrote plaintiffs about it, but took no action even after defendants 
began to operate a DARLING SHOP in Washington in 1937° or after plaintiffs 
opened two DARLING DRESS SHOPS in Prince Georges County, Md., in 1947 
and 1951. Defendants sat by and allowed plaintiffs to spend a considerable 
amount in advertising and building up good will for their DARLING DREss 
sHops. Defendants have lost by laches any possible rights they might other- 
wise have had against plaintiffs. 

On the other hand, plaintiffs took no action to prevent defendants 
from using the name DARLING sHopP in Washington in 1937. Although defen- 
dants operated their store in Washington only from 1937 to 1939, plaintiffs 
must have known that defendants were likely to expand into the Washing- 
ton area sooner or later. 

Defendants’ registration of their trademark in Maryland at the time 
they opened their stores in Cumberland and Hagerstown gave them no 
prior rights in the Washington metropolitan area; however, plaintiffs were 
charged with notice that the defendant corporation had qualified to do 
business in Maryland and, in the absence of fraud,* would ordinarily be 
entitled to use its corporate name in any normal way. 

No doubt, defendants have a good reputation among their customers 
and in the areas where they maintain their stores. That reputation is 
probably known to some persons in the Washington metropolitan area, who 
have moved there from cities where defendants’ stores are located, or have 
come in contact with defendants’ stores in their travels. This is a factor 











3. When defendants closed their Washington store in 1939 and made no othe 
move into the Washington area until 1958, they abandoned any rights they might have 
acquired from such use. Restatement, Torts, secs. 752, 753; Sherwood Co, v. Distilling 
Co., 117 Md. 455, 44 USPQ 177 (30 TMR 264). 

4. “While fraud is not essential to infringement of either a trademark or a trade 
name, it does not follow that the defendant’s fraud is immaterial, * * * the existence 
of fraud substantially effects the scope of relief both in trademark and trade name 
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which should be considered in weighing the equities on the extent of relief, 
although it does not avoid infringement of plaintiffs’ trade name. 

In the concluding paragraph of the National Shoe opinion Judge 
Henderson noted: “While courts have been slow to enjoin altogether the 
use of similar name, they have not been slow to minimize confusion, where 
a probability of confusion is shown. See Restatement, Torts, §§717, 731; 
Little Tavern Shops v. Davis, 116 F.2d 903, 48 USPQ 161; Howards 
Clothes v. Howard Clothes Corp., 52 N.W.2d 753, 93 USPQ 107 (42 TMR 
675) (Minn.).” 93 USPQ 107 (42 TMR 675), 213 Md. at 339, 113 USPQ 
at 384 (47 TMR at 857). 


CONCLUSION 


The designation DARLING DRESS SHOP has acquired a special significance 
or secondary meaning in the Washington metropolitan area as the trade 
name of plaintiffs’ business. That trade name is entitled to protection by 
the courts. Under the circumstances of this case, however, plaintiffs are 
not entitled to prevent the defendant corporation (A) from using the word 
DARLING as a trademark on the goods which it will offer for sale in its 
proposed store in Prince Georges County, nor (B) from using its name on 
its store front, advertisements, boxes, bags, etc., provided such name is used 
in a manner to minimize the likelihood of confusion between plaintiffs’ 
and defendants’ stores. 

To that end an injunction will issue requiring that if defendant or any 
parent, subsidiary or affiliated corporation uses the word DARLING on or in 
connection with its proposed store in Prince Georges County, such uses 
be limited to those hereinafter set forth: 


It may use in its advertising of any and all types the trademark 
DARLING as and where applied to the goods, provided the store is always 
designated as NATIONAL DARLING and/or NATIONAL DARLING SHOPS. 

It may use the name NATIONAL DARLING and/or NATIONAL DARLING 
sHops on the store or its advertising signs, provided the word NATIONAL 
is at least one-half as large as the word DARLING and at least as large as 
the word sHoPs on each such sign, and so long as it is clear that the word 
NATIONAL modifies the word DARLING or the words DARLING sHOPS and does 
not modify a descriptive classification of the stores.° 

It may use the name NATIONAL DARLING and/or NATIONAL DARLING 
SHOPS in its newspaper and/or other printed advertising, provided the word 
NATIONAL is at least one-half as large as the word DARLING and at least 
as large as the word sHoPs on each such advertisement, and so long 
as it is clear that the word NATIONAL modifies the word DARLING or the 
words DARLING SHOPS and does not modify a descriptive classification of the 
stores. 








5. For example, sign “A” on the drawing attached hereto is permitted; sign “B”’ 
is not permitted. 
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It may use the name NATIONAL DARLING and/or NATIONAL DARLING 
SHOPs in its radio, television, and/or other advertising, including classified 
telephone directory advertising, but not the name DARLING without the 
word NATIONAL immediately preceding and modifying it. 

In the alphabetical telephone directory, defendant may be listed 
(a) under its present corporate name, or (b) under the listing DARLING 
SHOPS NATIONAL with any appropriate punctuation, or (¢) DARLING NaA- 
TIONAL with any appropriate punctuation. In the classified telephone di- 
rectory, defendant may be listed under a bare listing like the alphabetical 
listing, but any display advertisement in the classified telephone directory 
must be under the word NATIONAL. No listing, alphabetical or classified, of 
defendant shall precede DARLING DRESS SHOPS. 

It may use the name DARLING and/or DARLING SHOPs on its boxes and 
bags, provided no address is used therewith. If an address is used there- 
with, the word NATIONAL must precede and modify DARLING and/or DARLING 
SHOPS. 
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McCULLOUGH et al., doing business as McCULLOUGH'S DAIRY QUEEN 
v. DAIRY QUEEN OF MICHIGAN, INC., et al. 
No. 3468 —D. C., W. D. Michigan, S. Div. — January 8, 1959 
— 121 USPQ 302 
7.15—REMEDIES—INFRINGEMENT—DEFENSES 
18.—LICENSES 
Use of trademark DAIRY QUEEN by franchisees and subfranchisees of plaintiffs 
in connection with uniform product of consistent high quality, sold in a uniform 
manner at retail stores of uniform design, following identical sales and operating 
methods, was not adverse to rights of plaintiffs and inured to their benefit. Defen- 
dant enjoined from using DAIRY QUEEN as trademark or part of corporate name. 


Action by Hugh A. McCullough and Hugh F. McCullough, doing busi- 
ness as McCullough’s Dairy Queen v. Dairy Queen of Michigan, Inc., Dairy 
Queen Enterprises, Inc., and Mason E. Sigmund for trademark infringe- 
ment. Judgment for plaintiffs. 


Laurence D. Smith and Schmidt, Smith, Howlett & Halliday, of Grand 
Rapids, Michigan, and Owen J. Ooms and Ooms & Dominik, of Chicago, 
Illinois, for plaintiffs. 


Stephen Karr, Richard Whitker, and Luyendyk, Hainer, Hillman, Karr & 
Dutcher, of Grand Rapids, Michigan, for Dairy Queen Enterprises, 
Ine. 

George R. Cook and Vander Veen, Freihofer, Cook & Bryant, of Grand 
Rapids, Michigan, for Mason E. Sigmund and Dairy Queen of Mich- 
igan, Ine. 

KENT, District Judge. 

This cause having come on to be heard upon the plaintiffs’ second 
amended complaint and the answer of defendant Dairy Queen of Michigan, 
Inc., and the Court having considered the testimony offered, the statements 
of counsel, and the stipulations of the parties, on motion of Owen J. Ooms, 
of Ooms & Dominik, and Laurence D. Smith, of Schmidt, Smith, Howlett 
& Halliday, Attorneys for the plaintiffs, the Court makes the following 
findings of fact and decree: 


FINDINGS OF Fact 


The plaintiffs, Hugh A. McCullough and Hugh F. McCullough, are 
co-partners, doing business as McCullough’s Dairy Queen, at Geneseo, 
Illinois, and are residents and citizens of the State of Illinois. The defen- 
dant Dairy Queen of Michigan, Inc., is a Michigan corporation and a resi- 
dent and citizen of the State of Michigan with its principal place of 
business at Grand Rapids, Michigan. The controversy between the parties 
involves much more than Three Thousand ($3,000.00) Dollars exclusive of 
interest and costs. 
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Plaintiff H. A. McCullough conceived the name DAIRY QUEEN and 
developed a business for the sale of a semi-frozen dairy product in various 
forms under the trademark DAIRY QUEEN by and through retail outlets 
bearing the trade name DAIRY QUEEN. The business has been and is of 
national scope and includes the State of Michigan. Assiduous efforts have 
been made and large sums of money have been spent by the aforesaid 
H. A. McCullough and by his successors, the plaintiffs herein, in advertis- 
ing and promoting the name DAIRY QUEEN; in the development, improve- 
ment and inspection of machines used in the sale of said semi-frozen dairy 
products at retail so as to maintain and improve the quality, taste and 
uniformity of said product sold as DAIRY QUEEN; and in the development 
of a prototype of a distinctive retail store building, carefully and meticu- 
lously designed for the sale of said product known as DAIRY QUEEN. By 
reason of these efforts and expenditures of money, the name DAIRY QUEEN 
has been associated in the minds of the consuming public with a uniform 
and distinctive product of consistent high quality, sold in a uniform method 
and manner only at clean and attractive retail stores of uniform design, 
following identical sales and operating methods. 

Plaintiffs and their predecessors have registered the trademark DAIRY 
QUEEN as applied to the freezer for making the semi-frozen dairy product 
and as applied to the frozen dairy product in 46 states, including the State 
of Michigan. 

On or about August 27, 1948, plaintiffs entered into a contract with 
the defendant Mason E. Sigmund, a copy of which contract is attached 
to the original complaint herein and was duly admitted in evidence in 
this cause. Said contract provides, inter alia that said Mason E. Sigmund 
may use the trademark DAIRY QUEEN within the State of Michigan for 
the development of retail stores within the State of Michigan upon certain 
terms and conditions and subject to the payment of royalties as provided 
in said agreement. Said contract also provides in Paragraph 8 that said 
Mason E. Sigmund: 


‘* * * shall not * * * assign this agreement * * * without first 


obtaining the written consent and approval of the first party. * * *.” 


The first party designated in said agreement is the plaintiffs, Hugh A. 
and Hugh F. McCullough, co-partners, doing business as McCullough’s 
Dairy Queen of Geneseo, Illinois. 

On or about May 12, 1958, the defendant Mason E. Sigmund entered 
into an agreement purporting to sell and assign to Burton F. Myers, Miller 
F’. Myers and Ted A. McKibben his rights under the aforementioned fran- 
chise agreement of August 27, 1948. The plaintiffs, Hugh A. McCullough 
and Hugh F. McCullough, never consented to this purported sale and 
assignment in writing or otherwise. 

Subsequently, said Burton F. Myers, Miller F. Myers and Ted A. 
McKibben purported to sell and assign their alleged rights to defendant 
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Dairy Queens of Michigan, Inc., a corporation organized and controlled 
by them and in which they owned all of the stock except for a 25% interest 
in one Harold A. Raymes. The plaintiffs, Hugh A. McCullough, and Hugh 
F. McCullough, doing business as MeCullough’s Dairy Queen never con- 
sented to this purported sale and assignment in writing or otherwise. 

Immediately upon learning of the attempted transfers described above, 
the plaintiffs, Hugh A. McCullough and Hugh F. McCullough, co-partners, 
doing business as McCullough’s Dairy Queen of Geneseo, Illinois, caused 
their attorney, Mr. Owen J. Ooms, to write a letter to said Burton F. 
Myers, Miller F’. Myers, Ted A. McKibben, Harold A. Raymes and Dairy 
Queen of Michigan, Inc. asserting the invalidity of the purported transfers 
and demanding that all use of the trademark DAIRY QUEEN within the 
State of Michigan be immediately terminated. The action demanded in 
the letter was not taken by any of the addressees and the plaintiffs there- 
upon instituted this suit asking, among other things, that this Court by its 
decree establish the validity of the franchise agreement of August 27, 1948, 
and all provisions thereof, including the clause prohibiting assignment 
without the written consent of the plaintiffs; asking that the purported 
transfers by the defendant Mason E. Sigmund to Burton F. Myers, Miller 
F. Myers and Ted A. McKibben and by the last three named individuals to 
the defendant Dairy Queen of Michigan, Ine. be held invalid for lack of 
consent by Hugh A. McCullough and Hugh F. McCullough, co-partners, 
doing business as McCullough’s Dairy Queen of Geneseo, Illinois; asking 
that all use of the trademark DAIRY QUEEN by the defendants within the 
State of Michigan be prohibited by the injunction of this Court; and asking 
for other relief including the payment of royalties and other funds to the 
Clerk of this Court for distribution pursuant to order of this Court. 

In its answer, defendant Dairy Queen of Michigan, Inc. asserted that 
the plaintiffs had divested themselves of any rights under the franchise 
agreement of August 27, 1948, and offered proof that such rights were 
vested in Lark Sales Company, Ine., an Illinois corporation and/or Me- 
Cullough’s Dairy Queen, Inc., an Illinois corporation. The Court finds that 
the claim made by defendant Dairy Queen of Michigan, Inc. is not sustained 
by the proof and finds that, in accordance with disclaimers filed herein, 
neither said Lark Sales Company nor McCullough’s Dairy Queen, Inc. has 
any interest under the franchise agreement of August 27, 1948, within the 
State of Michigan and that said corporations should be dismissed as inter- 
vening plaintiffs. 

The Court finds that defendant Dairy Queen of Michigan, Ine. and its 
stockholders, Burton F. Myers, Miller F. Myers, Ted A. McKibben and 
Harold A. Raymes attempted to take over the DAIRY QUEEN business in the 
State of Michigan without the consent of the plaintiffs and attempted to 
deprive the plaintiffs and other persons entitled to royalties under said 
franchise agreement of August 27, 1948, of moneys payable to them there- 
under. 
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The Court finds that the trademark DAIRY QUEEN was properly regis- 
tered by the plaintiffs under the statute of the State of Michigan and that 
said trademark, with the rights arising from said statutory registration 
and under the common law, is a valid and existing trademark owned by 
the plaintiffs Hugh A. McCullough and Hugh F. McCullough, co-partners, 
doing business as McCullough’s Dairy Queen at Geneseo, Illinois. 


DECREE OF COURT 


In accordance with the foregoing findings, It is Hereby Ordered, 
Adjudged and Decreed: 


1. The franchise agreement of August 27, 1948, between Hugh A. 
McCullough and Hugh F. McCullough, co-partners, doing business as 
McCullough’s Dairy Queen, of Geneseo, Illinois, is in all respects a valid 
enforceable contract according to its terms, is a personal contract which 
could not be assigned without consent of Hugh A. McCullough and Hugh 
F’. McCullough, co-partners, doing business as McCullough’s Dairy Queen, 
of Geneseo, Illinois, and all provisions thereof are valid, including specifi- 
eally the provision prohibiting assignment by the franchisee without first 
obtaining the written consent and approval of Hugh A. McCullough and 
Hugh F. McCullough, co-partners, doing business as McCullough’s Dairy 
Queen, of Geneseo, Illinois. 


2. The purported transfer by the defendant Mason E. Sigmund to 
Burton F. Myers, Miller F. Myers and Ted A. McKibben on or about 
May 12, 1958, without the prior written consent of Hugh A. McCullough 
and Hugh F. McCullough, co-partners, doing business as McCullough’s 
Dairy Queen, of Geneseo, Illinois, was null and void and vested no rights 
to the trademark DAIRY QUEEN within the State of Michigan in said Burton 
F. Myers, Miller F. Myers or Ted A. McKibben. 


3. The purported transfer by Burton F. Myers, Miller F. Myers and 
Ted A. McKibben to the corporation Dairy Queen of Michigan, Inc., 
without the prior written consent of Hugh A. McCullough and Hugh F. 
McCullough, co-partners, doing business as McCullough’s Dairy Queen, 
of Geneseo, Illinois, was null and void and vested no rights to the trade- 
mark DAIRY QUEEN within the State of Michigan in the corporation known 
as Dairy Queen of Michigan, Inc. 


4. The plaintiffs, Hugh A. McCullough and Hugh F. McCullough, 
co-partners, doing business as McCullough’s Dairy Queen, of Geneseo, 
Illinois, are the absolute owners of the trademark DAIRY QUEEN within 
the State of Michigan, subject only to franchise agreements and sub- 
franchise agreements to which they have given their written approval prior 
to the date of this decree, and as the owners of said trademark DAIRY QUEEN 
within the State of Michigan they are vested with all rights pertaining to 
said trademark whether accruing under the common law or under the 
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provisions of Act 258 Public Acts of Michigan of 1955 (M.S.A. 18.638 ff, 
Compiled Laws of Michigan of 1948, Sec. 429.11 ff). The use of said trade- 
mark DAIRY QUEEN by the franchisees and sub-franchisees of the said 
plaintiffs was not adverse to the rights of the plaintiffs and inured to the 
benefit of the plaintiffs, Hugh A. McCullough and Hugh F. McCullough, 
co-partners, d/b/a MeCullough’s Dairy Queen of Geneseo, Illinois. 


5. Defendant Dairy Queen of Michigan, Ine. shall forthwith cause its 
corporate name to be changed to eliminate the words DAIRY QUEEN or any 
similar words therefrom and said defendant, its officers, directors, agents 
and representatives is hereby permanently enjoined from hereafter using 
the name and trademark DAIRY QUEEN in its corporate name, letterheads, 
checks, promotional literature or any other activities within the State of 
Michigan. 

6. Lark Sales Company and McCullough’s Dairy Queen, Inc., inter- 
vening plaintiffs, having no interest in the subject matter of this litigation, 
are hereby dismissed as plaintiffs. 


7. This cause is dismissed as to the defendants Harold M. Lehmen, 
Receiver, and McDonald Co-operative Dairy Company, defendants. 


8. The motion of defendant Dairy Queen of Michigan, Inc. to dismiss 
this cause is denied and its cross-complaint against defendant Mason E. 
Sigmund is dismissed. 


9. The funds paid to the Clerk of this Court shall be disbursed by the 
Clerk as follows: 
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MELE v. RYDER et al. 


N. Y. Sup. Ct., App. Div., First Dept. — June 25, 1959 — 122 USPQ 350 
7.216—REMEDIES—UNFAIR COMPETITION 
COMMERCIAL NAMES 


Courts of equity are empowered to restrain use of names, marks, or other 


3ASIS OF RELIEF—TRADE AND 








devices in various protected areas of activity if their use is designed to deceive or 
will tend to confuse as to the origin or character of the organizations or persons 
making such use. 
7,225—REMEDIES—U NFAIR COMPETITION—SCOPE OF RELIEF—INJUNCTION 
Temporary injunction should issue to prevent confusion through use of political 
party’s descriptive names and symbols by insurgent group, but not to exclude en 
tirely use of the descriptive term in clear identification. 


Action by Pasquale E. Mele, as executive member of the Republican 
County Committee of Bronx County for the Thirteenth Executive District 
v. John C. Ryder, individually and as president of West Bronx Young 
Republican Club, et al. for an injunction. Defendants appeal from New 
York Supreme Court, Special Term, Bronx County from order granting 
temporary injunction. Modified; Botein, Presiding Justice and Rabin, 
Justice, dissenting with opinions. 


Lewis Abrahams and Adolph C. Orlando, of New York, N. Y., for appel- 
lants. 

George Salvatore, of New York, N. Y., for respondent. 

Robert C. Rosenberg, of New York, N. Y., for Association of New York 
State Young Republican Clubs, Inc., amicus curiae. 


Before BoTEIN, Presiding Justice, and BREITEL, RABIN, VALENTE, and Mc- 
NALLY, Justices. 


BREITEL, Justice. 

Special Term granted a temporary injunction against defendants in 
an action brought by the executive member of the Republican County 
Committee of Bronx County for the Thirteenth Executive District. Plain- 
tiff is in effect the Republican district leader of the Thirteenth Assembly 
District in Bronx County. Defendants are the West Bronx Young Repub- 
lican Club, an unincorporated association in existence for eleven years and 
affiliated with the incorporated New York State Association of Young 
Republican Clubs ; the Women’s Republican Club of Riverdale and Spuyten 
Duyvil, an unincorporated association which has existed for some thirty- 
eight years; and three recently created temporary organizations, also 
unincorporated ; the Committee for a stronger Republican Party in Bronx 
County; the Bronx (County) Committee for a Stronger G. O. P.; and 
the Republican Clubs of Riverdale and Spuyten Duyvil. Also joined as 
defendants are individuals constituting the leadership of these organiza- 
tions. 


Defendants are in some respects politically opposed to the regular 
county and district organizations. The temporary injunction, among other 
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provisions of Act 258 Public Acts of Michigan of 1955 (M.S.A. 18.638 ff, 
Compiled Laws of Michigan of 1948, Sec. 429.11 ff). The use of said trade- 
mark DAIRY QUEEN by the franchisees and sub-franchisees of the said 
plaintiffs was not adverse to the rights of the plaintiffs and inured to the 
benefit of the plaintiffs, Hugh A. McCullough and Hugh F. McCullough, 
co-partners, d/b/a MeCullough’s Dairy Queen of Geneseo, Illinois. 


5. Defendant Dairy Queen of Michigan, Inc. shall forthwith cause its 
corporate name to be changed to eliminate the words DAIRY QUEEN or any 
similar words therefrom and said defendant, its officers, directors, agents 
and representatives is hereby permanently enjoined from hereafter using 
the name and trademark DAIRY QUEEN in its corporate name, letterheads, 
checks, promotional literature or any other activities within the State of 
Michigan. 

6. Lark Sales Company and McCullough’s Dairy Queen, Inc., inter- 


vening plaintiffs, having no interest in the subject matter of this litigation, 
are hereby dismissed as plaintiffs. 


7. This cause is dismissed as to the defendants Harold M. Lehmen, 
Receiver, and McDonald Co-operative Dairy Company, defendants. 


8. The motion of defendant Dairy Queen of Michigan, Inc. to dismiss 
this cause is denied and its cross-complaint against defendant Mason E. 
Sigmund is dismissed. 


9. The funds paid to the Clerk of this Court shall be disbursed by the 
Clerk as follows: 
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MELE v. RYDER et al. 
N. Y. Sup. Ct., App. Div., First Dept. — June 25, 1959 — 122 USPQ 350 


7.216—REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE AND 
COMMERCIAL NAMES 
Courts of equity are empowered to restrain use of names, marks, or other 
devices in various protected areas of activity if their use is designed to deceive or 
will tend to confuse as to the origin or character of the organizations or persons 
making such use. 
7.225—REMEDIES—UNFAIR COMPETITION—SCOPE OF RELIEF—INJUNCTION 
Temporary injunction should issue to prevent confusion through use of political 
party’s descriptive names and symbols by insurgent group, but not to exclude en 
tirely use of the descriptive term in clear identification. 


Action by Pasquale E. Mele, as executive member of the Republican 
County Committee of Bronx County for the Thirteenth Executive District 
v. John C. Ryder, individually and as president of West Bronx Young 
Republican Club, et al. for an injunction. Defendants appeal from New 
York Supreme Court, Special Term, Bronx County from order granting 
temporary injunction. Modified; Botein, Presiding Justice and Rabin, 
Justice, dissenting with opinions. 


Lewis Abrahams and Adolph C. Orlando, of New York, N. Y., for appel- 
lants. 

George Salvatore, of New York, N. Y., for respondent. 

Robert C. Rosenberg, of New York, N. Y., for Association of New York 
State Young Republican Clubs, Inc., amicus curiae. 


Before BoTern, Presiding Justice, and BREITEL, RABIN, VALENTE, and Mc- 
NALLY, Justices. 


BREITEL, Justice. 

Special Term granted a temporary injunction against defendants in 
an action brought by the executive member of the Republican County 
Committee of Bronx County for the Thirteenth Executive District. Plain- 
tiff is in effect the Republican district leader of the Thirteenth Assembly 
District in Bronx County. Defendants are the West Bronx Young Repub- 
lican Club, an unincorporated association in existence for eleven years and 
affiliated with the incorporated New York State Association of Young 
Republican Clubs ; the Women’s Republican Club of Riverdale and Spuyten 
Duyvil, an unincorporated association which has existed for some thirty- 
eight years; and three recently created temporary organizations, also 
unincorporated ; the Committee for a stronger Republican Party in Bronx 
County; the Bronx (County) Committee for a Stronger G. O. P.; and 
the Republican Clubs of Riverdale and Spuyten Duyvil. Also joined as 
defendants are individuals constituting the leadership of these organiza- 
tions. 

Defendants are in some respects politically opposed to the regular 
county and district organizations. The temporary injunction, among other 
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things, barred them from using the word REPUBLICAN in the names of the 
organizations; prohibited them from the use of the initials G.o.P. and the 
traditional emblems of the Republican Party: the eagle and the elephant. 

The ultimate issue raised is the extent to which a regular political 
organization may prevent insurgent or dissident groups from using the 
descriptive names and emblems of the party. It is not disputed that all the 
persons involved are actually members of the party, although dissident. 
It is not seriously disputed that they are engaged in rivalry for control 
with the incumbent local leadership of the regular organizations. 

The applicable principles of law relate, in the absence of statute, to 
the prevention of confusion and fraud among voters by insurgent and 
dissident organizations in seeking their support. The Democratic Organ- 
ization of the County of Richmond v. The Democratic Organization of the 
County of Richmond, Inc., 253 App. Div. 820; Fay v. O’Connor, 169 Mise. 
466, aff'd 257 App. Div. 815, aff’d 281 N.Y. 849; Gerlach v. Andrew Apart- 
ments, Inc., 282 App. Div. 830, rev’g sub nom. Gerlach v. Good Government 
Republican Club, 123 N.Y.S. 2d 902. 

Giving appropriate weight to these principles, it should be evident that 
the temporary injunction granted is entirely too broad. As a consequence, 
it should be modified to accomplish the prevention of confusion and fraud, 
but on the other hand, not to prevent or discourage unduly legitimate polit- 
ical activities. Moreover, extraordinary caution is required when a tempo- 
rary injunction is summarily granted in advance of trial. 

Courts of equity are empowered to restrain the use of names, marks 
and other devices, of whatever character, in various protected areas of 
activity if their use is designed to deceive or will tend to confuse persons 
addressed as to the origin or character of the organizations or persons using 
such names, marks or devices, B. P. O. Elks v. Improved B. P. O. Elks, 
205 N.Y. 459; Society of 1812 v. Society of 1812, 46 App. Div. 568; and see, 
as to trade, e.g., Tecla Corp. v. Salon Tecla, Ltd., 249 N.Y. 157; Colman v. 
Crump, 70 N.Y. 573; Albro Metal Prod. Corp. v. Alper, 281 App. Div. 68, 
96 USPQ 159 (43 TMR 273). Where, however, despite similarity of names, 
there is no danger of confusion or the fact of fraud, there is neither basis 
nor necessity for equitable intervention. See, e.g., Irene Beauty Shoppe, 
Inc. v. Miss Irene, Inc., 254 App. Div. 52; Romeike, Inc. v. Romeike & Co., 
Inc., 179 App. Div. 712, aff’d 227 N.Y. 561; Mavco, Inc. v. Hampden Sales 
Assn., 273 App. Div. 297, 77 USPQ 62 (38 TMR 568). 

Thus, the fact that the West Bronx Young Republican Club and the 
Women’s Republican Club of Riverdale and Spuyten Duyvil have chosen 
to dispute various political issues with the local regular organizations does 
not, alone, deprive them of the right to use the truly descriptive names 
which they have borne for many years. There is nothing in the record to 
indicate that voters have suffered, or are likely to suffer, any confusion 
or any deception with regard to what these organizations are, or that they 
have ceased to act in complete harmony with the local regular organiza- 
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tions. With respect to the West Bronx Young Republican Club, it is not 
irrelevant that it is chartered by the incorporated state association. And 
there is nothing in the record or in reason to conclude that the state 
organization or any of its component chartered units may use the truly 
descriptive words in their names only on sufferance of the regular organ- 
ization. See William J. Sheldrick Ass’n v. Robert B. Blaikie, R. D. O., 134 
N.Y.S. 2d 218, relied on by plaintiff. The case involved fraud and “in- 
equitable use,” a quite different matter, and thus justified termination of 
the right to the descriptive name. 

When one turns, however, to the names of the relatively temporary 
organizations, a different result is suggested. In the case of these groups 
it is not clear from the names alone whether they purport to be adjuncts 
of the regular organizations or insurgent. Hence, there is patent danger of 
confusion. Thus, there is merit to requiring safeguards to prevent con- 
fusion—or fraud, if the confusion is intended. 

Apart from the names used, there is the matter of public signs dis- 
played. The photographs clearly indicate potential confusion. The sign 
referring to “Republican Headquarters” suggests the headquarters of a 
regular organization. As a consequence, with respect to such use of signs, 
equitable relief is warranted. But the relief need not extend to the point 
of excluding entirely the use of the descriptive word “Republican,” so long 
as it is also made to appear that the named group is in opposition to the 
regular organizations. 

Much has been made of the last unnumbered paragraph of section 10 
of the Membership Corporations Law, which, in the case of the incorpo- 
ration of political organizations, confers a qualified veto power on county 
chairmen in permitting the use of the word descriptive of the political 
party. There is no doubt that some courts have extended the policy of 
that statute to cover certain unincorporated associations on the theory that 
they are “de facto corporations.” This does not mean, however, that the 
statute extends to every unincorporated association which may choose to 
use the descriptive word in the name of a political party. 

If the statute had any such extension, it would be of doubtful validity. 
Incorporation is a privilege granted by the state. The privilege may be 
withheld on reasonable and non-discriminatory grounds. But the voluntary 
association of individuals for lawful political purposes is a prime constitu- 
tional right to which the use of a truly descriptive name would seem, in 
ordinary circumstances, to be an obvious derivative right. 

Cases applying the statutory rule by analogy have involved groups 
organized and named in order to confuse and also intended to avoid the 
hurdle of obtaining the consent of the county chairman. Thus, the rule of 
the statute has been extended to meet an obvious attempt to evade the 
statute, e.g. Perilli v. Tamawa Club, Inc., 172 Mise. 24, 25; Owasco Club 
v. Kantor, 171 Mise. 960; ef. Gerlach v. Good Government Republican Club, 
supra, 123 N.Y.S. 2d 902, 905, but mod. 282 App. Div. 830. Nothing in the 
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present case suggests such purpose. As a consequence, the cases applying 
the doctrine of the “de facto corporation” are not in point. Indeed, the 
West Bronx Young Republican Club, which has been in existence for so 
many years, was organized and chartered by the state association in the 
same manner as the many other young republican clubs throughout the 
state have been organized and chartered. Similarly, the Women’s Repub- 
lican Club of Riverdale and Spuyten Duyvil has carried on its activities 
under that name for these many years, long before the amendment to sec- 
tion 10 of the Membership Corporations Law (L. 1937, chap. 424). It is 
not the long user which exempts these groups; but it is a long user which 
negatives both the tendency to confuse or the intention to confuse. 


In so far as facsimile ballots and advertisements in the newspapers 
are concerned, some of which were received as exhibits in the record, the 
fair practice to follow is simple. If it appears from the advertisement, as is 
true of the one which appeared in the Riverdale Press under date of August 
7, 1958, that the advertisers are not affiliated with the regular organizations 
but, on the contrary, are opposed to them, no corrective sanction is required. 
On the other hand, where there is ambiguity, as in the instance of one of 
the facsimile ballots submitted, the sponsors should be required to include 
prominent language to the effect that the sponsors are opposed to the local 
regular organizations. 

There is nothing new in the principle discussed. At the same time, 
it is notable that some decisions at Special Term have, in the past, used 
language which seems to have assumed that regular political organizations 
are exclusively entitled to the use of the descriptive word in party names, 
and the licensing of such use by affiliated groups. There is no such right 
of exclusion. But there is ample power to prevent confusion and fraud. 

Accordingly, the temporary injunction granted by Special Term 
should be modified on the law and the facts, and in exercise of discretion, 
in the following particulars: (1) the references in the second and third 
ordering paragraphs to the West Bronx Young Republican Club should 
be deleted; (2) the references in the second and third ordering paragraphs 
to the Women’s Republican Club of Riverdale and Spuyten Duyvil should 
be deleted; (3) the Bronx Committee for a Stronger G.O.P. and the Re- 
publican Clubs of Riverdale and Spuyten Duyvil may continue to use their 
names and the traditional Republican emblems and abbreviations, but only 
if at the same time, in equally large lettering or type, there is appended 
the words “Opposed to the regular Republican District and County Organ- 
izations”; (4) the fourth and fifth ordering paragraphs should be modified 
to prohibit the specified activities unless defendants disclose in writing, 
printing, or orally, whichever is appropriate, that the activity is in opposi- 
tion to the regular Republican district and county organizations; and (5) 
the Bronx County Committee for a Stronger Republican Party may not 
use the words “County Committee” in its name, but shall otherwise be 
subject to the other provisions of the temporary injunction as it should 
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be modified ; and the order should be otherwise affirmed, without costs to 
any party. Settle order on five days’ notice. 

All coneur except BoTEIN, Presiding Justice, and Rasin, Justice, 
both of whom dissent in part in separate opinions. 

BoTEIN, Presiding Justice (dissenting in part). If there is an appar- 
ent tendency to confuse inherent in the use of the party name by the 
defendants, that circumstance alone would entitle plaintiff to equitable 
relief. The length of time that an organization has used the name, pre- 
vious sanction, or the fact that it has been chartered by a state or national 
association, would then become wholly immaterial. Upon this premise there 
is no basis for the distinctions made in the majority opinion among some 
of the defendant organizations. 


While the WOMEN’s REPUBLICAN CLUB OF RIVERDALE AND SPUYTEN DUYVIL 
may have been in existence for thirty-eight years and may have used its 
name long prior to the 1937 amendment of section 10 of the Membership 
Corporations Law, its name is not essentially different from that of the 
REPUBLICAN CLUBS OF RIVERDALE AND SPUYTEN DUYVIL, and there appears 
to be an equal tendency to confuse. The use of a party name modified 
solely by a geographical designation gives the user the appearance of a 
local branch of the party organization. I would not, therefore, exempt 
the WOMEN’S REPUBLICAN CLUB OF RIVERDALE AND SPUYTEN DUYVIL from the 
operation of the decretal provisions. There is no apparent tendency to 
confuse, however, in the use of the names WEST BRONX YOUNG REPUBLICAN 
CLUB, COMMITTEE FOR A STRONGER REPUBLICAN PARTY IN BRONX COUNTY or 
THE BRONX COMMITTEE FOR A STRONGER G.O.P., and I would therefore be in 
favor of modifying the decree to allow the use of each of those names. 
[ would further modify the order to permit the use of the party name by 
the other designated groups if the legend that such groups were either 
opposed to the regular organization or not affiliated with the regular 
organization appeared in prominent lettering together with the name. A 
requirement that the legend be equal in size or type to the organization 
name would be impractical in many instances. 


RABIN, Justice (dissenting in part). 

I am not fully in accord with the opinion of the majority. While any 
enrolled Republican may use the word “Republican” in any literature that 
may be sent out by him—even in opposition to the regular Republican 
organization—that word may not be used in a manner which would tend 
to create confusion. However, the use of the word “Republican” in the 
name of any group opposing the regular organization does tend to confuse. 
There is plenty of latitude allowed one opposing the organization without 
incorporating the word “Republican” in the group’s name. In these intra- 
party contests it should be clear which group represents the regular 
organization and which group represents the opposition. By enacting sec- 
tion 10 of the Membership Corporations Law the Legislature recognized the 
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harm that might result from the mere use of a party name by any group 
without the consent of the regular organization. 

The prior use of the party name by any group will not justify its 
continued use when that group opposes the regular organization. While 
the group is working together with the regular party organization there 
ean be no confusion. But when such a group goes in opposition to the regu- 
lar organization, confusion must necessarily arise by continued use of the 
party name. An analogous situation would be that of an executive mem- 
ber who, after being defeated in a primary election, loses the right to con- 
tinue the use of the party names in the title of his organization, regardless 
of how long he had used that name in the past. To allow him to continue 
such use would lead voters to believe that he still represented the regular 
organization. And so with the Women’s Republican Club of Riverdale and 
Spuyten Duyvil. While it was working with the regular party organization 
there could be no misunderstanding by the public as to its regularity. After 
it became a dissident group, however, the continued use of the name 
REPUBLICAN in its title unquestionably became misleading. The same may 
be said as to the West Bronx Young Republican Club. Nor is the objection 
overcome by that group’s securing from a so-called parent organization 
permission to operate with the name “Republican” in its title. 

I see no harm in permitting the use of the name BRONX COMMITTEE FOR 
A STRONGER G.O.P. The word “Republican” is not there used and the name 
in and of itself does not necessarily lead one to believe that it is part of 
the regular organization. Likewise, I see no harm in permitting the use 
of the elephant or the letters G.o.P. Objectionable, however, is the use of 
the eagle as an emblem by any organization in opposition to the regular 
Republican organization. The eagle is the official emblem of the Repub- 
lican Party. It is so recognized and appears on the ballot opposite the 
Republican Party name. It is associated in the public mind with the regu- 
lar Republican Party and it must mislead voters if used together with the 
name of any organization in opposition to the regular Republican organi- 
zation. 

Accordingly, I would modify the order of Special Term only to the 
extent of eliminating from the ordering paragraphs 2, 3 and 4 the follow- 
ing wherever they appear: THE BRONX COMMITTEE FOR A STRONGER G.O.P., 
the initials G.o.P., the word “elephant,” and I would otherwise affirm. 
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SKOURAS THEATRES CORPORATION v. GLEN COVE THEATRE, INC. 
N. Y. Sup. Ct., Nassau County — June 26, 1959 -— 122 USPQ 354 


7.216—REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE AND 
COMMERCIAL NAMES 
Complaint dismissed where there is no showing of such secondary meaning in 
name COVE THEATRE that use of name GLEN COVE THEATRE appropriates benefits of 
plaintiff’s good will or fair reputation. 


Action by Skouras Theatres Corporation v. Glen Cove Theatre, Inc., 
for unfair competition. Complaint dismissed. 


JOHNSON, Justice. 

This is an action to enjoin the use of a name. The plaintiff leases two 
theatre buildings in the City of Glen Cove, long known as the GLEN THEATRE 
and the COVE THEATRE. THE GLEN THEATRE has been closed for some ten 
years; the COVE THEATRE has for many years been regularly operated by 
the plaintiff for the showing of motion pictures. Because of its location 
in the City of Glen Cove and because no other motion picture theatre has 
been operating in the city, it has had priority over other Nassau County 
theatres in procuring early showings of pictures, since a custom in that 
industry permits showings in Glen Cove at the same time showings are 
permitted in Suffolk County, following Broadway openings. The theatre 
is well managed and is widely known as a reputable moving picture 
theatre. Early in 1959 the defendant corporation opened a motion picture 
theatre in the City of Glen Cove under the name GLEN COVE THEATRE. 
Plaintiff seeks to restrain the use of this name as unfair competition. 
Plaintiff made timely complaint as to the use of the name. There is no 
doubt that the existence of a second theatre creates a considerable degree 
of competition from which the plaintiff has heretofore been free. The 
court is not convinced that this competition is increased or that the plaintiff 
has in fact been injured by reason of defendant’s adoption of the name of 
GLEN COVE THEATRE. The name COVE THEATRE has not, in the court’s opinion, 
obtained in the public mind such a secondary meaning as THE GLEN COVE 
THEATRE as to entitle the plaintiff to prevent the use of the name GLEN COVE 
THEATRE. The latter name is, in fact, quite dissimilar to the name COVE 
THEATRE, 2S is demonstrated by the pictures of the respective marquees. 
There is no doubt that there has been from time to time some confusion 
in the delivery of mail and receipt of phone calls, and entrance of patrons 
into a theatre they did not mean to attend, the latter, perhaps, because the 
COVE THEATRE carries on its marquee no announcement of the picture being 
shown. But the confusion created is not in the court’s opinion, more than 
would be expected to follow the opening of a second theatre in a com- 
munity where for years there had been only one. There is no proof that by 
the use of the name GLEN COVE THEATRE the defendant took advantage of 
the plaintiff or appropriated the benefits of its good will or fair reputation. 
A motion picture house is not in the position of a manufacturer of a prod- 
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uct; people come to it, the court believes, primarily to see the picture and 
not to enjoy the facilities of the particular theatre, the name or ownership 
of the theatre being of little moment. For all these reasons, the court finds 
that the plaintiff is not entitled to the relief it seeks. Accordingly, the com- 
plaint will be dismissed on the merits. No costs. Submit judgment. 





TORNADO INDUSTRIES, INC. v. TYPHOON INDUSTRIES, INC. 
N. Y. Sup. Ct., Nassau Co.— May 1, 1959—121 USPQ 328 


7.216—REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE AND 
COMMERCIAL NAMES 

9.—STATE STATUTES 

Petitioner is not entitled to injunctive relief under Section 964 of New York 

Penal Law because TYPHOON is not likely to cause confusion with TORNADO, especially 

in steel fence industry where names of big winds, such as CYCLONE, HURRICANE and 

WHIRLWIND, are commonly used. Petitioner also is not entitled to relief on ground 

of unclean hands because it is asking the court to prohibit a competitor from com- 

mitting an act similar to that which petitioner itself is committing against others. 


Petition by Tornado Industries, Inc. v. Typhoon Industries, Inc., under 
section 964 of New York Penal Law. Petition denied. 


PITTONI, Justice. 

The petitioner moves, pursuant to section 964 of the Penal Law, for 
an order enjoining the respondent, &c., from using the name Typhoon 
Industries, Inc., in its business, and determining that the name Typhoon 
Industries, Inc., is such a simulation of the name used by the petitioner, 
Tornado Industries, Inc., as to deceive and mislead the public as to the 
identity of the respondent with that of the petitioner. The petitioner also 
contends that the public will be misled because the two main principals in 
the respondent corporation are a former officer and a former employee of 
the petitioner. 

The petitioner, which was incorporated in New York on April 9, 1954, 
has its principal place of business in Seaford, L. I.; while the respondent, 
which was incorporated in New York on January 9, 1959, has its principal 
place of business in Lindenhurst, L. I. The respondent’s advertisements 
state Lindenhurst as its address. 


1. The petitioner’s contentions. The petitioner argues that both names 
begin with the letter “T”’; and that the use of the name TYPHOON by former 
employees of TORNADO coupled with the word INDUSTRIEs in the corporate 
title shows a clear intent to deceive. This latter part, says the petitioner, 
is the test under section 964 of the Penal Law—that the name may deceive 
or mislead the public. 

The petitioner also argues that according to Funk & Wagnalls “New 
Practical Standard Dictionary” a “tornado” is “a whirling wind of great 
violence,” and a “typhoon” is “a wind of cyclonic force and peculiar vio- 
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lence, occurring in the China Sea.” The petitioner also states that the 
synonyms for the two are “cyclone,” “hurricane,” “whirlwind” and others. 

The petitioner argues further that whatever technical differences may 
exist in the actual definitions of each word the popular conception of 
“tornado” and “typhoon” is a wind of great force and that they are 
synonymous to the public; and with “the entire lexicon of the English 


language available to it, the principals * * * chose the word TYPHOON 
* * 


2. Reasons for this decision. The same may be said of the petitioner. 
With the entire lexicon of the English language available to it the petitioner 
in 1954 chose the word TORNADO. This was with full knowledge that for 
many years there had been, and still exist, the Cyclone Fence Company 
and the Hurricane Fence Company, both well-known steel fence companies 
doing business on Long Island. 

On the oral argument of this motion the court expressed the impromptu 
thought that if the petitioner were entitled to an injunction in this case 
then Cyclone would be entitled to one against the petitioner. The response 
was that Cyclone had not made any such application. 

On what has been said so far it is clear to this court that the peti- 
tioner is not entitled to relief. The petitioner is asking a court of equity 
to prohibit a competitor from committing an act similar to that which the 
petitioner itself is now committing against others. It is hornbook law that 
you may come into equity only “with clean hands.” 

Be that as it may, it is difficult to see how the public can be misled by 
the respondent’s use of the name TYPHOON. The two cases emphasized 
by the petitioner are not helpful. Rayco Mfg. Co. v. Layco Auto Seat, &c., 
205 Mise. 827, 130 N.Y.S.2d 108, 101 USPQ 39 (44 TMR 813), involved 
two similar sounding names, RAYCO and Layco. Good Humor vy. Femia, 6 
Mise. 2d 758, 164 N.Y.S.2d 561, 113 USPQ 439 (47 TMR 391), involved 
two similar sounding first names, GOOD HUMOR and Goop BAR. In both cases 
a hasty look by a prospective customer could cause mistaken identity. 
Others cited by the petitioner are not helpful to his cause. They are Preci- 
sion Apparatus v. Precision Meter, 6 Misc. 2d 817, 165 N.Y.8.2d 853, 112 
USPQ 69 (47 TMR 481), and Playland Hldg. Corp. v. Playland Center, 
1 N.Y.2d 300, 152 N.Y.S.2d 462, 110 USPQ 68 (46 TMR 1192). 

The two words “tornado” and “typhoon” are spelled differently, do 
not sound alike, do not on a hasty look cause mistaken identity and do not 
cause confusion. The only thing they have in common is that they denote 
windstorm, hurricane or big wind. So do CYCLONE, HURRICANE, WHIRLWIND 
and other well-known names used in the fence industry. For some reason 
unknown to the court, members of the fence industry, starting with the 
Cyclone Fence Company, feel they need the names of big wind to attract 
their customers. 

Other arguments could be discussed, but enough has been said to impel 
a denial of an injunction in this ease. 
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Anyway, injunctive relief is a harsh remedy which should be granted 
only upon a clear showing of irreparable damage to the petitioner. This 
has not been established. 


Motion denied. Submit order. 


VAUDABLE et al. v. MONTMARTRE, INC. et al. 
N. Y. Sup. Ct., Spec. Term, N. Y. Co. — October 26, 1959 


7.225—REMEDIES—UNFAIR COMPETITION—SCOPE OF RELIEF— 
INJUNCTION 
Plaintiffs’ motion for summary judgment granted in an action for permanent 
injunction where plaintiffs were the owners and operators of the famous MAXIM’S 
restaurant in Paris and defendants had recently opened a restaurant in New York 
using the name MAXIM’S in the same distinctive style of script printing and the 
same color scheme and adopted the name of a Parisian subdivision as their cor- 
porate name. 
7.216—REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE AND 
COMMERCIAL NAMES 
Plaintiffs established secondary meaning in the name MAXIM’s for a restaurant 
and defendants were enjoined from use of the name. 
7.24--REMEDIES—UNFAIR COMPETITION—DEFENSES 
Mere failure to proceed against other users of the name MAXIM’s in other fields 
is not such acquiescence as precludes the granting of injunctive relief against defen- 
dants in the field where plaintiffs’ interests are involved. 
Action for unfair competition. Plaintiffs move for summary judgment. 


Motion granted. 


GREENBERG, Justice. 

Plaintiffs, owner and operator of the famous Maxim’s restaurant in 
Paris, move for summary judgment in this action for a permanent injunc- 
tion restraining defendants, owner and operator of a newly opened restau- 
rant in the Gramerey Park section of this city, from using the name 
Maxim’s. A motion for summary Judgment may now be made in any ac- 
tion (new Rule 113, adopted effective March 1, 1959) and should be granted 
where there are no triable issues of fact and the claim is sufficiently es- 
tablished to warrant the court as a matter of law in directing judgment. 

The French restaurant, MAXIM’s, was established in 1893 by an in- 
dividual whose given name was Maxime. It was subsequently sold and all 
rights therein acquired by plaintiffs. It received wide publicity as the 
setting of a substantial portion of Lehar’s operetta, “The Merry Widow,” 
has been the subject over a long period of years of numerous newspaper 
and magazine articles, and has been mentioned by name and filmed in 
mdvies and television. There is no doubt as to its unique and eminent 
position as a restaurant of international fame and prestige. It is, of 
course, well-known in this country, particularly to the class of people re- 
siding in the cosmopolitan city of New York who dine out. Plaintiffs 
have registered the mark MAXIM’s with the United States Patent Office for 
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catering services and wines, and have merchandised and sold food products 
under that name, or a variant thereof, in the United States. 

The affidavits and exhibits establish not merely that defendants copied 
the name MAXIM’s but endeavored to create the illusion of identity with 
plaintiffs’ restaurant. They took the name of Montmarte, a Parisian sub- 


division, as their corporate name. The decor of their restaurant is so simi- 
lar in its red and gold color scheme to the French restaurant as to be 
described in a newspaper article as its “replica.” The most significant 
evidence, however, is the imitation of plaintiffs’ distinctive style of script 
printing of the name MAxiMm’s. Defendants’ form of denial is pregnant 
with admission of the charge. They deny the distinctive script printing 
in their use of the name MAXIM’s on the doormat, the match books and the 
menus, but do not deny such type of printing on the awning, over the 
door, on credit application cards and in their advertising. The exhibits 
annexed prove the truth of the charge. 

Defendants contend that the name Maxim became popular after the 
invention by two gentlemen bearing that name of smokeless powder and 
the machine gun and that it has been used in many different types of busi- 
ness. But plaintiffs and their predecessors in title made this name famous 
in the high-class restaurant field. Whatever the source of the name, it is 
the origination and development of its use in a particular field which may 
entitle the user thereof to protection by virtue of the secondary meaning 
acquired therein. 

It is obvious that defendants’ purpose is to appropriate the good will 
plaintiffs have created in the name MAXIM’s as a restaurant establishment. 
The fact that they are not in present actual competition is immaterial 
(Maison Prunier v. Prunier’s Restaurant & Cafe, Inc., 159 Mise. 551 (28 
TMR 33)). A wrongful attempt to suggest an association or connection 
of some sort is sufficient to warrant relief to prevent confusion in the 
public mind as well as dilution of plaintiffs’ trade name (Burrough, Ltd., 
v. Ferrara, 8 Mise. 2d 819, 113 USPQ 233 (47 TMR 517) ); and the more 
distinctive and unique the name, the greater the need for protection from 
dilution of its distinctive quality (Tiffany & Co. v. Tiffany Productions, 
Inc., 147 Mise. 679 (23 TMR 1), aff’d 237 App. Div. 801 (23 TMR 117), 
aff'd 262 N. Y. 482). 

The trend of the law, both statutory and decisional, has been to ex- 
tend the scope of the doctrine of unfair competition, whose basic principle 
is that commercial unfairness should be restrained whenever it appears 
that there has been a misappropriation, for the advantage of one person, 
of a property right belonging to another (see Dior v. Milton, 9 Mise. 2d 
425, 110 USPQ 563 (47 TMR 35), aff’d 2 App. Div. 2d 878, 113 USPQ 210; 
Federal Trademark Act of 1946; and section 368-c of the New York General 
Business Law, enacted in 1954). These plaintiffs are clearly entitled to re- 
lief in view of defendants’ appropriation of their trade name and calculated 
imitation of features associated with plaintiffs’ restaurant. 
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No evidence sufficient to create a triable issue of estoppel has been 
set forth by defendants. Mere failure to proceed against users of the name 
in other fields or areas is not such acquiescence as precludes the granting 
of injunctive relief against the present defendants in a field or area 
where plaintiffs’ interests are involved (Menendez v. Holt, 128 U. 8. 514; 
Nat. Lead Co. v. Wolfe, 223 F. 2d 195, 105 USPQ 462 (45 TMR 963) ; 
Standard Oil Co. v. Standard Oil Co., 252 F. 2d 65, 116 USPQ 176 
(48 TMR 168) ). 

Nor is there any evidence of abandonment. The Parisian restaurant, 
closed during the war, was reopened in 1946 by plaintiffs and fully de- 
veloped thereafter with expansion of certain activities into other fields 
and countries. “To constitute an abandonment there must not only be 
non-user but an intent to abandon” (Rockowitz C. & B. Corp. v. Madame 
X Co., Inc., 248 N.Y. 272, 276 (18 TMR 450, 453)). The facts here shown 
establish the very reverse of an intent to abandon. Plaintiffs are accord- 
ingly entitled to an injunction restraining defendants from use of the name 
MAXIM’S, and to an assessment to ascertain the amount of damages, if any, 
occasioned by defendants’ wrongful acts of unfair competition, as demanded 
in the complaint. Settle order. 


rr 
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IN RE SOCIETE DES PARFUMS SCHIAPARELLI, SOCIETE ANONYME 
Trademark Trial and Appeal Board — July 28, 1959 —122 USPQ 349 


2.1I—REGISTRABILITY—IN GENERAL 
Foreign words or terms may not be registered if the English language equiva- 
lent has been previously used or registered for products which might reasonably be 
assumed to come from the same source. 
2.9—REGISTRABILITY—CONFUSING SIMILARITY 
SI is not equivalent of MAIS OUI or BUT YES and there is no likelihood of 
confusion. 
3.1—REGISTRATION PROCEDURE—APPLICATION 
Since the term “beauty products” has no particular commercial meaning, it 
should be deleted and goods identified as “perfumery, cosmetics and dentifrices.” 


Application for trademark registration by Societe Des Parfums Schi- 
aparelli, Societe Anonyme, Serial No. 38,240 filed October 2, 1957. Appli- 
cant appeals from decision of Examiner of Trademarks refusing registra- 
tion. Reversed. 


Colby Stilson, of New York, N. Y., for applicant. 


Before LeEEps, Assistant Comissioner, and LEAcH and WALDSTREICHER, 
Members. 


LEEDS, Assistant Commissioner. 
An application has been filed to register st for all perfumery and 


beauty products, cosmetics and dentifrices. The application is based upon 
French Reg. No. 86,674, dated March 7, 1957, rather than upon use in com- 
merce. 


Registration has been refused on the ground that applicant’s mark so 
resembles MAIS OUI’ and BUT YES,” previously registered to another for 
generally the same goods as are set forth in the application, as to be likely, 
when applied to applicant’s goods, to cause confusion, mistake or deception 
of purchasers. 

Applicant has appealed. 

The Examiner of Trademarks properly felt constrained to refuse regis- 
tration on the basis of the cited registrations in view of the decision in 
Bourjois, Inc. v. Parfums Schiaparelli, Inc., 72 USPQ 32 (37 TMR 80) 
(Comr., 1946), in which it was found that purchasers were likely to be 
confused between sI sI stand SI... SI... SI... DE SCHIAPARELLI on the one 
hand and MAIS OUI and BUT YEs on the other—all of the marks being used 
on perfumes and cosmetics. 

It is well established that foreign words or terms may not be registered 
if the English language equivalent has been previously used or registered for 
products which might reasonably be assumed to come from the same source. 


1. Reg. No. 361,326, issued Oct. 11, 1938, renewed; and Reg. No. 394,118, issued 
Mar. 17, 1942. 
2. Reg. No. 394,105, issued Mar. 17, 1942. 
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See: Ex parte Odol-Werke Wien Gesellschaft M.B.H., 111 USPQ 286 (47 
TMR 259) (Comr., 1956), and cases therein cited. 

There is no question but that the English equivalent of the French word 
“mais” is “but”; and the English equivalent of the French word “oui’’ is 
“ves.” st in Italian and Spanish and “sim” in Portuguese are the equivalents 
of “yes” in English; and if the words “but” and “yes” are translated liter- 
ally into Italian the words are “ma si”; translated into Spanish they are 
“pero si’; and translated into Portuguese they are “mas sim.” These 
combinations of words, however, have no real significance in the speech 
of the countries. 

The English equivalent of the phrase “mais oui” is “why, certainly,” 
or “why, of course,” and not “but yes.” The equivalent of the phrase 
“mais oui” in Italian is “si bene” or “sicuramente” or “certamente”; in 
Spanish, “por supuesto” or “que si” or “seguramente que si” or “cierta- 
mente”; and in Portuguese, “certamente que sim.” Thus it appears that 
applicant’s mark si is not the equivalent of the previously registered marks 
—either in the French or English languages. 

Purchasers of perfume who are familiar with the Spanish, Italian, 
Portuguese and French languages will know that si and MAIs OUI are not 
equivalents; and those who are unfamiliar with other languages will not 
necessarily know that “si” and “oui” are both translated “yes” in English 
or that they have any meaning at all. More importantly, however, is the 
fact that buyers of perfumes and cosmetics do not necessarily—and prob- 
ably do not ordinarily—translate trademarks used on such products as are 
involved here, since there seems to be a certain “snob appeal” to the foreign 
words.* 

Applicant’s mark does not look or sound like the registered marks ; and 
the resemblance in connotation or significance is somewhat remote. It is 
believed that the fact that applicant’s mark is in a language other than 
French or English would, if purchasers recognized si and MAIS OUI as 
foreign words, lead away from a thought of common origin of applicant’s 
and registrant’s goods. 

Applicant’s argument that “si” has a primary meaning as a musical 
term does not strengthen its position, since the number of average pur- 
chasers who would associate st on perfume and cosmetics with a musical 
term is likely to be negligible. 

Considering all of the foregoing and recognizing that there may 
appear to be some inconsistency with Bourjois, Inc. v. Parfums Schiaparelli, 
Inc., cited above (though the present mark is not identical with the prior 
ones), we nevertheless are of the opinion that on the record here appli- 








3. For example ARPEGE is not translated to “chord” by purchasers; L’ORIGAN is 
not translated to “an aromatic mint”; REPLIQUE is not translated to “retort”; SORTILEGE 
is not translated to “wizardry” or “charm”; MA GRIFFE is not translated to “my talon”; 
and QUELQUES FLEUR is not translated to “some flowers.” 
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cant’s mark does not so resemble the previously registered marks as to be 
likely to cause confusion, mistake or deception of purchasers. 


DECISION 


The Examiner of Trademarks correctly refused registration in view 
of the cited decision; but for the reasons set forth herein a different con- 
clusion is reached, and applicant’s mark should be published in accordance 
with Section 12(a).* 


RAP-IN-WAX PAPER COMPANY v. FOILRAPP, INC. 


No. 7,151 — Trademark Trial and Appeal Board — August 8, 1959 — 
122 USPQ 534 


5.5A—CANCELLATION PROCEDURE—EVIDENCE 
Cancellation petitioner has burden of establishing use of its mark as a trade- 
mark at or about the date of filing petition and since at least prior to the filing 


date of the application resulting in the registration sought to be canceled. 
Documentary material noticed by petitioner under Rule 1.282 was incompetent 


as evidence of use by petitioner of FOILRAP or FOIL RAP in trade at any time. 


Cancellation proceeding by Rap-In-Wax Paper Company v. Foilrapp, 
Inc., Registration Nos. 579,154 and 579,155. Petition dismissed. 
Moore, White & Burd, of Minneapolis, Minnesota, for Rap-In-Wax Paper 
Company. 
Reynolds, Beach & Christensen, of Seattle, Washington, for Foilrapp, Inc. 


Before LEEDs, Assistant Commissioner, and BarLEy and Leacu, Members. 


BAILEY, Member. 

A petition has been filed by Rap-In-Wax Paper Company to cancel 
the registration of FOILRAPP, displayed alone’ and in association with a 
design,” for aluminum foil in packaged roll and flat sheet form. The marks 
were registered as secondary meaning marks on applications filed November 
18, 1952, based on allegations of substantially exclusive and continuous use 
in commerce for the five years next preceding the filing of the applications. 

It is in substance alleged in the petition that (a) respondent’s marks 
are used on similar goods and are substantially identical to the trademark 
FOILRAP previously adopted and used by petitioner, and are likely to cause 
confusion in trade in derogation of petitioner’s prior rights; (b) respon- 
dent was not entitled to registration of the marks as secondary meaning 





4. The Examiner of Trademarks has made a requirement that applicant, in the 
event registration is finally authorized, identify more specifically the kind of cosmetic 
and/or beauty products for which the mark is sought to be registered. Since the term 
“beauty products” has no particular commercial meaning, it should be deleted and the 
identification of goods be made to read as follows: perfumery, cosmetics and dentifrices. 

1. Reg. No. 579,154. 

2. Reg. No. 579,155. 
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marks because of the use of rorLRap by petitioner during the period of five 
years next preceding the filing of the applications from which the regis- 
trations matured; (c) respondent knew or should have known of peti- 
tioner’s use of FoILRAP during that period because of correspondence had 
with reference thereto between attorneys for the parties, wherefore respon- 
dent’s allegation of substantially exclusive use was false; and (d) peti- 
tioner is damaged by the registrations because an application filed by 
petitioner for registration of ForL-0-RAP* has been refused thereon under 
Section 2(d) of the statute. 

Petitioner has taken no testimony, relying in support of the petition 
solely on certain documentary material. Respondent has moved for judg- 
ment on the ground that such material is incompetent as proof. 

Petitioner’s record comprises material identified in a notice under 
Rule 1.282 as (1) a certificate of copyright registration of a portfolio and 
sample labels published by petitioner in December, 1944, containing 
descriptive matter relating to FoI. RAP wrapping materials, (2) some dozen 
items comprising letters and reports bearing dates ranging from the year 
1944 to 1953 received by petitioner from officials of Federal agencies, 
relating to asserted tests made of rom Rap products of petitioner, (3) a 
publication of the U. S. Department of Agriculture dated in 1945, in which 
FOILRAP is listed as a product of petitioner, (4) a page from a trade pub- 
lication dated December, 1957, in which “Fortrap No. 2822” is slated to be 
a new Overwrap made by petitioner, and (5) a copy of an official letter of 
the Patent Office in which registration on the before mentioned applica- 
tion of petitioner was refused on the basis of respondent’s registrations. 
Petitioner further has filed notice of reliance respecting copies of letters, 
the genuineness of which has been admitted under Rule 2.120(b), which 
were exchanged between attorneys for the parties hereto during the years 
1946 aud 1947 in relation to a charge made by petitioner that respondent’s 
use of FOILRAPP involved infringement of petitioner’s rights in FOIL RAP. 

Upon the issues presented by the pleadings, petitioner has had the 
burden of establishing use of FoILRAP Or FOIL RAP as a trademark at or 
about the date of filing of the petition and since at least prior to the filing 
date of the applications resulting in the registrations sought to be canceled. 
The documentary material noticed by petitioner under Rule 1.282 is incom- 
petent as evidence of use by petitioner of FOILRAP or FOIL RAP in trade at 
any time. As to the correspondence, this contains no admission by respon- 
dent relative to the trademark rights then asserted by petitioner, and in 
any event could not tend to indicate the continued exercise or present 
existence of any such rights. 





3. Ser. No. 42,308, filed Dec. 12, 1957. 
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Petitioner has failed to discharge its burden of proof, and it’s without 
standing therefore to maintain this proceeding.‘ 


DECISION 


The motion for judgment is granted; and the petition for cancellation 
is dismissed. 


YARDNEY CHEMIX CORP. v. ATLAS POWDER COMPANY 


No. 37,664 — Trademark Trial and Appeal Board — August 28, 1959 — 
122 USPQ 580 


2.9—REGISTRABILITY—CONFUSING SIMILARITY 
Competent evidence in support of facts alleged in opposer’s pleadings was lack- 
ing. Opposer alleges probability of confusion of word CHEMIX for goods of a 
chemical nature, with applicant’s mark CHEMEX for a chemical composition. Opposi- 


tion dismissed. 
3.72—REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 


Applicant’s failure to respond to opposer’s request for admission resulted in 
papers and documents being accepted as genuine, but papers and documents were 
incompetent to prove truth of any statements contained therein. 


Opposition proceeding by Yardney Chemix Corp. v. Atlas Powder 
Company, application Serial No. 23,018, filed January 23, 1957. Opposition 


dismissed. 


Karl F. Ross, of New York, N. Y., for Yardney Chemix Corp. 
Roger R. Horton, of Wilmington, Delaware, for Atlas Powder Company. 


Before LEEps, Assistant Commissioner, and Leacnw and LErKowiTz, Mem- 
bers. 


LEEDS, Assistant Commissioner. 

Atlas Powder Company has filed an application to register CHEMEX 
for a chemical composition composed essentially of ammonium nitrate for 
use with explosives. Use since April 10, 1956 is asserted. 

Registration has been opposed by Yardney Chemix Corp., which alleges 
that it is a producer of goods of a chemical nature and asserts probability 
of confusion by reason of the resemblance of CHEMEX to CHEMIX as used in 
its corporate name. 

The record consists of the pleadings and copies of papers and docu- 
ments attached to an unanswered request for admission served by opposer 
upon applicant. 

The record shows that Yardney Chemix Corp. was a subsisting corpo- 
ration on July 10, 1958. The other papers and documents are: (a) a copy 
of a label unidentified as to date and showing “Agosan H-6”; (b) a copy 





4, Cf. Old Samuels Distillery, Inc. v. The Foster Trading Corporation, 111 USPQ 
45 (Com’r, 1956); Attorney General of the United States v. von Sachsen, 114 USPQ 
445 (Com’r, 1957) ; and Bailey v. Lauffer, 120 USPQ 21 (Tm. Bd., 1958). 
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of a letter dated December 13, 1955 from the Pesticide Regulation Section 
of the U. S. Department of Agriculture addressed to Yardney Chemix 
Corp.; (¢) copies of two information bulletins on letterheads showing 
“Yardney Chemix Corp.,” unidentified as to date and distribution; (d) 
copies of two communications addressed to the Patent Office in connection 
with trademark applications filed by Ions Exchange & Chemical Corp. ; 
and (e) a copy of a communication addressed to the Patent Office in con- 
nection with a trademark application filed by Yardney Chemix Corp. 

Opposer’s notice of reliance on these papers states that (a) is relied 
upon to establish use of opposer’s tradename in connection with the market- 
ing of a product in the field of deodorants; (b) is relied upon to show use 
of its tradename in the distribution of a product pursuant to the require- 
ments of the Federal Insecticide, Fungicide and Rodenticide Act; (c) are 
relied upon to establish use of opposer’s tradename in the adhesive-chemical 
and textile-chemical fields; (d) are relied upon to prove use of opposer’s 
tradename in the chemical adhesive field and in transacting business with 
Federal agencies; and (e) is relied upon to prove use of the tradename in 
the textile-chemical field. 

As a result of applicant’s failure to respond to opposer’s request for 
admission, the papers and documents referred to herein may be accepted as 
genuine; but such papers and documents, even though genuine, are incom- 
petent to prove the truth of any statements contained therein or to estab- 
lish use by opposer of “Yardney Chemix Corp.” in connection with the 
manufacture and sale of products of a chemical nature. 

The opposition must fail for want of competent evidence in support 
of facts alleged in opposer’s pleadings. 


DECISION 


The opposition is dismissed. 
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IN RE KARLOVARSKE SKLO, NARODNI PODNIK, doing business as 
CARLSBAD GLASS, NATIONAL CORPORATION 


Trademark Trial and Appeal Board — August 28, 1959 — 122 USPQ 583 


4.4—EFFECT OF REGISTRATION—REGISTRATION OF FOREIGN NATIONALS 
Refusal of registration affirmed. Even though United States applications were 
based on foreign registrations, refusal to register is proper where mark has no 
distinctive character. 
2.11—REGISTRABILITY—DESCRIPTIVE TERMS 
GLASS SNIFTER is descriptive of applicant’s drinking glasses and glass cups. 
2.29—REGISTRABILITY—STYLE DESIGNATIONS 
Style names or designations are registrable only if they are shown to function 
as trademarks. 


Application for trademark registration by Karlovarske Sklo, Narodni 
Podnik, doing business as Carlsbad Glass, National Corporation, Serial Nos. 
35,098, 35,100, 35,102, 35,103, and 35,104 filed August 7, 1957. Applicant 
appeals from decisions of Examiner of Trademarks refusing registration. 
Affirmed. 

Paul H. Smolka, of New York, N. Y., for applicant. 


Before LEEDs, Assistant Commissioner, and WALDSTREICHER and LEFKOWITZ, 
Members. 


LEEDS, Assistant Commissioner. 

A Czechoslovakian corporation has filed five applications to register 
on the Principal Register as trademarks for drinking glasses and glass 
cups the term GIANT SNIFTER hyphenated with the following terms, LONG 
FACE, SLIM LADY, THICK BERTA, MOON FACE and sTouT GENTLEMAN. The 
applications are based on Czechoslovakian registrations which issued May 
27, 1957. 

Registration has been refused on the ground that the compound terms 
presented for registration comprise a descriptive name of the goods coupled 
with a mere style designation, and therefore they are unregistrable on the 
Principal Register. 

Applicant has appealed. 

Following the examiner’s second action refusing registration, applicant 
submitted in. each application a photograph of a set of six of its stemmed 
glassware and a brochure describing and advertising the glassware. After 
consideration of these exhibits, the examiner again and finally refused 
registration on the same ground. 

Applicant contends that since it is a foreign corporation entitled to 
the benefits of the Paris Convention, its Czechoslovakian registrations must, 
under Article 6 of the Convention, be accepted at face value and registra- 
tion in the United States issued; and that under these circumstances, the 


1. Regs. Nos. 152,971; 152,975; 152,974; 152,973; and 152,972. 
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Patent Office is precluded from “inquiring into and from evaluating the 
existence and/or the conditions of trademark use.” 

These contentions of applicant overlook Section 44(e) of the statute 
which provides that a mark duly registered in the country of origin may 
be registered on the Principal Register, if eligible, otherwise on the Sup- 
plemental Register; and they overlook the fact that Article 6 of the Inter- 
national Convention provides for refusal of registration of a mark regis- 
tered in a foreign country if what is presented for registration has no 
distinetive character. If, upon examination, an Examiner of Trademarks 
believes that registration may be prohibited because the mark has no 
distinctive character, he is free to request and to consider such evidence as 
may be available to determine whether or not distinctiveness has been 
acquired. 

The photographs submitted show six stemmed glasses of different sizes 
and shapes. The brochure describes and advertises “Moser’s Physiognomical 
Private Bar—The Moser Giant Snifters.” The brochure lists as names used 
in connection with the different sizes and shapes of stemmed glassware 
SLIM LADY, LONG FELLOW, MOON FACE, BIG BERTHA [not THICK BERTA for 
which registration is sought], STOUT GENTLEMAN and LONG FACE. Each of 
the glassware designs is associated with a caricature of a person obviously 
illustrating the name. One of the photographs shows etched on each glass 
a caricature of a person illustrating the name. 

“Snifter” is a word in common usage in this country as a name for a 
stemmed glass in which alcoholic beverages are served, usually, but not 
always, shaped like a brandy glass. GIANT SNIFTER merely means a big 
snifter or a big stemmed glass. GLASS SNIFTER is, as the examiner stated, a 
descriptive name of applicant’s product. 

The various names given to the different sizes and shapes of applicant’s 
stemmed glassware are descriptive style or type names, and the record 
fails to show that they are used or serve any purpose other than as style 
names or designations. It is well established that style names or designa- 
tions are registrable only if they are shown to function also as trademarks. 
There is no evidence here to show that the style designations perform such 
a function. 

The record fails to show that the terms presented in applicant’s five 
applications have such distinctive character as to entitle them to registra- 
tion. 


DECISION 


The refusal of registration in each of the applications is affirmed. 





Part Ill 


ECKEY v. WATSON, Commissioner of Patents 


(CADC 6/25/59) 122 USPQ 5 
3.83—REGISTRATION PROCEDURE—APPEALS—R.S. 4915 


On supplemental complaint in action under 35 U.S.C. 145, seeking 
declaratory judgment overruling Commissioner’s decision on petition that 
he was without authority to extend 60 day term for filing action, held that 
the Patent Rule made pursuant to 35 U.S.C. 145, authorizing the Commis- 
sioner to “appoint” a time for bringing suit, is not a requirement of the 
statutes within the meaning of Rule 183 and the Commissioner may there- 
fore suspend or waive the 60 day limitation of Rule 304, under Rule 183. 


(Editor’s note: Trademark Rule 2.145 provides for appeal to the 
Court of Customs and Patent Appeals or proceeding under 35 U.S.C. 
145 “under the same conditions, rules and procedure as are applicable 
in the case of patent appeals or proceedings.” ) 


THE UNITED STATES TIME CORPORATION v. TENNENBAUM 
(TENNENBAUM & CO., TELIX WATCH, assignee, substituted) 
(CCPA 5/22/59) 122 USPQ 15 
2.92—REGISTRABILIT Y—CONFUSING SIMILARITY—DOMINANT FEATURES 


Marks Goods 
TELIX (Applicant) Watches and parts of watches 


TIMEX (Opposer) Clocks and watches 


While the marks do not sound or look alike, and TIMEX is suggestive 
while TELIX is not, they are similar in number of letters and syllables, and 
first and last letters. On identical goods differences are not of so clear 
and positive a nature as to preclude likelihood of confusion. Commissioner’s 
decision dismissing opposition is reversed. 

Case below reported at 48 TMR 227. 


ROGER & GALLET v. JOHANN MARIA FARINA 
GEGENUBER DEM NEUMARKT 
(Tm. Bd. 7/16/59) 122 USPQ 292 


3.74—REGISTRATION PROCEDURE—DEFENSES 
2.9—REGISTRABILITY—CONFUSING SIMILARITY 
Marks Products 
JOHANN MARIA FARINA (Applicant) Eau de cologne, ete. 
GEGENUBER DEM NEUMARKT 


JEAN MARIE FARINA (Opposer ) Eau de cologne, ete. 


In defense of its right of registration, applicant offered in evidence 
a certified copy of a decision of the Canadian Patent Office in an opposition 
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proceeding said to have involved a related company of opposer and a third 
person for the purpose of “showing lack of confusing similarity between 
the marks in this opposition as indicated by a decision of another tribunal 
in a proceeding involving opposer’s trademark.” The Board held that the 
decision of a foreign tribunal in a proceeding involving different parties, 
different marks, and different facts is wholly irrelevant. 

Applicant also offered in evidence statements made by opposer before 
the Examiner of Trademarks in the applications which matured into its 
registrations, and asserted that such statements estop opposer taking a 
position on the question of likelihood of confusion which assertedly is 
inconsistent with that taken during the prosecution of the said applications. 
The Board stated that such statements, however, were made thirty years 
ago and circumstances might well have changed. Since the statements in 
question were neither made to nor relied upon by applicant to its detriment, 
the doctrine of estoppel was inapplicable. (Strong dissent. ) 

The Board refused to consider expired registrations made of record 
since they were only evidence that they had issued. 

The marks involved are the French and German forms of the same 
name (both shown in script form). Applicant contended that “gegenuber 
ete.” (opposite the New Market) distinguished the marks but Board stated 
that this would have little meaning to American public even if it understood 
the foreign language and that the salient feature of the mark was the 
name. 

The Board sustained the opposition on the basis of confusing similarity 


of the two names. 


UNITED STATES PLYWOOD CORPORATION v. KOVERON KORPORATION 
(Tm. Bd. 7/17/59) 122 USPQ 297 


2.9—REGISTRABILIT Y—CONFUSING SIMILARITY 

Marks Products 
iXOVERON (Applicant) Vinyl] wall covering 
KALISTRON (Opposer ) Plastic sheeting for upholstery 

wall covering, ete. 

Parties conceded that the respective products moved through the same 
channels of trade to the same customers. 

The Board dismissed the opposition on the basis that the marks do 
not look alike or sound alike; do not stimulate similar psychological 
reactions or create similar associations. 
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IN RE THE MANCINI PACKING COMPANY 
(Tm. Bd. 7/21/59) 122 USPQ 298 
2.14—REGISTRABILITY—GENERIC TERMS 


Application for registration of MANCINI MELENZATA for marinated 
eggplant. The Examiner required removal of MELENZATA from the drawing 
on the basis that the public would regard it as the name of the goods; 


therefore it was not part of the mark. 
Applicant contended that the Italian word for eggplant is MELANZANA 


and that MELENZATA is a coined word. 
The Board upheld the refusal to register on the basis that the two 


letter change was without consumer significance. 


IN RE HANNIFIN CORPORATION 
(Tm. Bd. 7/21/59) 122 USPQ 298 (Case 2) 
2.11—REGISTRABILIT Y—DESCRIPTIVE TERMS 


The Board refused registration on the Supplemental Register of 
WIPERSEAL for packing rings for fluid power cylinders on the basis that 
such rings “wipe” and “seal” and WIPERSEAL is therefore merely apt 
descriptive name of goods. 


IN RE COLUMBIA RIBBON & CARBON MANUFACTURING COMPANY, INC. 
(Tm. Bd. 7/21/59) 122 USPQ 299 
2.11—REGISTRABILITY—DESCRIPTIVE TERMS 
Registration of CARBNPAD for carbon paper (actually in pad form) was 
refused on the basis that the word presented for registration is “merely 
the descriptive name for applicant’s product.” 


IN RE TROJAN POWDER COMPANY 
(Tm. Bd. 7/23/59) 122 USPQ 325 


2.9—REGISTRABILITY—CONFUSING SIMILARITY 


Products 


Marks 
Seismographic explosive packages 


SEISMO-JET (Applicant ) 


SEISMO CAP (Registrant ) Electric blasting caps 


Registration refused, as resemblances of these marks in their entireties 
are such that purchasers might reasonably be likely to assume the respective 


explosives originated with same producer. 
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IN RE WEAR PROOF MAT COMPANY 


(Tm. Bd. 7/23/59) 122 USPQ 326 
2.1I—REGISTRABILITY—DESCRIPTIVE TERMS 


Mark Products 
CROSS-RIB-RUNNER (Applicant) Runners, mats and rugs made 
of rubber, synthetic rubber, or 
the like 


Registration refused, as mark is merely descriptive of runners having 
heavy V-shaped ribs extending across entire width, and there is no evidence 
of secondary meaning. 





IN RE CIRCLE RESEARCH LABORATORIES 
(Tm. Bd. 7/23/59) 122 USPQ 326 (Case 2) 
2.11—REGISTRABILITY—DESCRIPTIVE TERMS 


Mark Product 
SAFE (Applicant) Drain cleaner 


Registration refused, as “safe” is word commonly used descriptively 
in connection with such goods, is directed to the product rather than the 
producer, and is not a trademark. 





IN RE SCOVILLE, BROWN & COMPANY 
(Tm. Bd. 7/23/59) 122 USPQ 327 


2.1—REGISTRABILITY—IN GENERAL 
2.13—REGISTRABILITY—EVIDENCE 
2.283—REGISTRABILITY—SLOGANS 


Mark Products 
“JUST HITS THE SPOT” (Applicant) Tea, coffee, canned fruit and 
within shield design vegetables, canned tuna fish, 


and salmon 


Mark should be passed to publication. Nothing in statute prohibits 
registration of slogan on Principal Register if it identifies and distinguishes 
applicant’s goods. This mark is capable of indicating origin; has been used 
as trademark by applicant for more than 30 years, and was accepted for 
registration under 1905 Act; and this record is prima facie sufficient to 
indicate distinctiveness. 
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IN RE FORD MOTOR COMPANY 


(Tm. Bd. 7/23/59) 122 USPQ 328 
2.1—REGISTRABILITY—IN GENERAL 


Mark Products 
SAFE BUY (Applicant) Automobiles 


SAFE BUY is trademark used by applicant and authorized dealers to 
identify used automobiles reconditioned according to applicant’s specifica- 
tions, and is entitled to registration upon amendment of application to 
identify goods as reconditioned used automobiles. 


IN RE FORD MOTOR COMPANY 


(Tm. Bd. 7/23/59) 122 USPQ 328 (Case 2) 
2.1—REGISTRABILITY—IN GENERAL 


Mark Products 
GREEN LIGHT (Applicant ) Automobiles 


GREEN LIGHT is trademark used by applicant and authorized dealers 
to identify used automobiles reconditioned according to applicant’s specifi- 
cations, and is entitled to registration upon amendment of application to 
identify goods as reconditioned used automobiles. 


THE MERCOID CORPORATION v. CUTLER-HAMMER, INC. 
(Tm. Bd. 7/23/59) 122 USPQ 329 


2.91—REGISTRABILITY—CONFUSING SIMILARITY—CLASS OF GOODS 


Marks Products 

MICROTROL (Applicant ) Electrical gauging and control 
apparatus for machine tools 

MERCOID (Opposer ) Pressure, vacuum, thermostatic, 

MERCOID CONTROL r and temperature circuit—con- 

MERCONTROL “ trolling devices and switches 

MERCOID ” Limiting, signalling and safety 
devices, such as light actuated 
flame detectors, timing devices 
and vacuum actuated control- 
ling and indicating devices 


Opposition dismissed. Although both parties sell to industrial users 
and sometimes advertise in same trade journals, their products are not 
identical in nature and operation, apparently are non-competitive, and are 
sold in such circumstances and conditions that purchasers are likely to be 
conscious of manufacturer’s identity; hence differences between marks are 
sufficient to obviate any reasonable likelihood of confusion. 
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IN RE H. J. SEILER CO. 


(Tm. Bd. 7/24/59) 122 USPQ 330 
2.91—REGISTRABILITY—CONFUSING SIMILARITY—CLASS OF GOODS 
2.27—REGISTRABILITY—SERVICE MARKS 


Marks Products 
SEILER’S (Applicant) Service mark for catering food 


SEILER’S (Registrant ) Trademark for smoked fish and 
smoked and cured meats 


Registration refused. Persons familiar with applicant’s catering service, 
and being advised that applicant markets food products through retail gro- 
cery outlets, are likely to assume that products marketed by registrant 
under identical mark originated with applicant. 


IN RE THE BROWN-BROCKMEYER COMPANY 


(Tm. Bd. 7/24/59) 122 USPQ 331 
2.9—REGISTRABILITY—CONFUSING SIMILARITY 


Marks Products 
FARMLINE (Applicant) Electrical motors 


FARMSTARTER (Registrant ) Magnetic motor controls for 
starting and stopping electric 
motors 

FARMOTOR Electric motors 


Registration refused. There is reasonable likelihood of confusion. 


NATIONAL DAIRY PRODUCTS CORPORATION v. PARMAN-KENDALL CORP. 
(Tm. Bd. 7/24/59) 122 USPQ 332 
2.9—REGISTRABILITY—CONFUSING SIMILARITY 


Marks Products 
AVO-WHIP (Applicant ) Frozen fresh avocado product 
for use as a salad dressing and 
snack spread 


MIRACLE WHIP (Opposer ) Salad dressing 


Opposition dismissed. Nothing in the record suggests that the public 
uses or would recognize WHIP as Meaning MIRACLE WHIP, and considering 
the high suggestive nature of avo-wHiIp when applied to applicant’s product 
there is no likelihood of confusion. 
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NIXDORFF-KREIN MFG. CO. v. THE CONSOLIDATED MINING 
AND SMELTING COMPANY OF CANADA LIMITED 


(Tm. Bd. 7/24/59) 122 USPQ 333 
2.91—REGISTRABILITY—CONFUSING SIMILARITY—CLASS OF GOODS 


Marks Products 

ELEPHANT BRAND (Applicant ) Appliances for distributing 

chemical fertilizers 
ELEPHANT BRAND (Opposer ) Chains for general use, not in- 
and cluding power transmission 
Representation of an “ chains, and tire chains for 
elephant motor vehicles, and wagon and 

truck hardware 


Opposition sustained. Considering the arbitrary character of the term 
ELEPHANT BRAND, purchasers are likely to assume that the goods all originate 
with or are in some way connected with the same producer. 


IN RE P. J. VALCKENBERG, GmbH 

(Tm. Bd. 7/24/59) 122 USPQ 334 
2.283—REGISTRABILITY—PROHIBITED MARKS 

Mark Products 


MADONNA (Applicant) Wines 


Refusal of registration affirmed. MADONNA for wines comprises scan- 
dalous matter. 


IN RE FLEET-WING CORPORATION 


(Tm. Bd. 7/24/59) 122 USPQ 335 


2.13—REGISTRABILITY—EVIDENCE 
2.26—REGISTRABILIT Y—SECONDARY MEANING MARKS 


Mark Product 
CERTIFIED (Applicant) Motor oil 


Refusal of registration reversed and mark passed to publication on 
evidence that applicant has been using and advertising CERTIFIED as a 
trademark since 1936, and has sold in excess of six million gallons of motor 
oil so marked, and it does not appear that the term is used by others engaged 
in selling petroleum products. 
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IN RE PLYMOUTH CORDAGE COMPANY 
(Tm. Bd. 7/24/59) 122 USPQ 336 


2.13—REGISTRABILITY—EVIDENCE 
2.16—REGISTRABILITY—GRADE MARKS 
Mark Products 
OHIO RIVER LAY (Applicant ) Ropes and twines 
MARK VI 


Registration refused. A type designation may be so advertised and 
promoted as to identify goods of a single producer, but nothing in record 
indicates that this term is anything more than a type designation used and 
recognized only as such. Reference to it as a trademark in the labeling 
does not make it so, and labels not shown to have been used before the 
application was filed cannot be considered. 


IN RE TEXAS GAS CORPORATION 


(Tm. Bd. 7/24/59) 122 USPQ 337 
2.11—REGISTRABILITY—DESCRIPTIVE TERMS 
Mark Product 
PLATINUM (Applicant) Gasoline 


Registration refused, as word is merely descriptive of gasoline made 
by a reforming process using a platinum catalyst, and would be misde- 
seriptive of gasoline produced otherwise. 


IN RE ELECTRO SILV-A-KING CORPORATION 
(Tm. Bd. 7/24/59) 122 USPQ 337 (Case 2) 
2.9—REGISTRABILITY—CONFUSING SIMILARITY 


Marks Products 
ELLIPTIFLOOD (Applicant ) Electric lighting fixtures 


“ “c “ 


ELIPTICONE (Registrant) 
ELIPTISQU ARE ™ 


“ 


Registration refused. Confusion is likely, considering the nature and 
practical identity of the initial portions of the marks. 





Vol. 49 T. M.R. SUMMARIZED CASE REPORTS 1231 





M. K. M. KNITTING MILLS, INC. v. DARLING STORES CORPORATION 
(Tm. Bd. 7/24/59) 122 USPQ 338 


Marks Products 
DARLING SHOP (Applicant ) Women’s and children’s wearing 
apparel, including hosiery, 
underwear and blouses 
DARLENE ( Opposer ) Hosiery; women’s and girls’ 
panties, slips, sweaters and 
blouses 


Opposer, having taken no testimony, is restricted to its earliest filing 
date of its subsisting registrations as its date of first use, in 1948. Opposer 
cannot rely on expired registration for any purpose. Applicant, having 
shown use since 1936, has superior rights on the record. Opposition dis- 
missed. 


IN RE REEMTSMA CIGARETTENFABRIKEN G.m.b.H. 
(Tm. Bd. 7/24/59) 122 USPQ 339 
2.23—REGISTRABILITY—PROHIBITED MARKS 


Mark Product 
SENUSSI (Applicant) Cigarettes 


Registration refused, as word is name of a religious sect whose tenets 
forbid the use of cigarettes, and use of mark for cigarettes would therefore 
be scandalous. 


IN RE SHAKESPEARE COMPANY 


(Tm. Bd. 7/24/59) 122 USPQ 339 (Case 2) 


2.1—REGISTRABILITY—IN GENERAL 
2.20—REGISTRABILITY—EXPIRED PATENTS 


Mark Product 
Continuous spiral marking (Applicant) Fiber glass fishing rods 
formed in relief on sur- 
face of rod 


Registration refused, as the spiral marking is the direct and necessary 
result of manufacturing the product under a patented process and upon 
expiration of the patent others will be free to make rods of identical appear- 
ance. 
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IN RE DAILEY PICKLE COMPANY 
(Tm. Bd. 7/24/59) 122 USPQ 340 


2.1—REGISTRABILITY—IN GENERAL 
2.13—REGISTRABILITY—EVIDENCE 
Marks Products 
Three chevron designs, (Applicant) Pickles and pickle relishes 
each in a different 
color scheme 


Registration refused. In specimens filed with the application the 
trademark DAILEY’s is prominently displayed on the chevrons, and the 
design and word mark so blend together as to create a single commercial 
impression. Record does not show that background alone is recognized 
as indicative of origin. Label showing design without word cannot be con- 
sidered because it was not used before applications were filed. 


SUN DROP SALES CORPORATION OF AMERICA v. 
SEMINOLE FLAVOR COMPANY 


(Tm. Bd. 7/27/59) 122 USPQ 341 


2.9—REGISTRABILIT Y—CONFUSING SIMILARITY 
3.73—REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 
Marks Products 
SNOW DROP, with aneil- (Applicant) Soft drinks and flavoring there- 
lary design matter for 

SUN DROP (Opposer ) Soft drinks and flavoring ex- 
tracts and concentrates for 
making soft drinks 


Opposer may not for any purpose rely on registration not assigned to 
it until after opposition was filed, but relies on another registration ante- 
dating applicant’s application by many years. Considering the nature of 
and the resemblances between the marks, and the commonplace character 
of the goods, confusion is likely. Opposition sustained. 
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IN RE INTERNATIONAL BREWERIES, INC. (assignee of 
BAVARIAN BREWING COMPANY) 


(Tm. Bd. 7/27/59) 122 USPQ 342 


2.1—REGISTRABILITY—IN GENERAL 
2.26—REGISTRABILITY—SECONDARY MEANING MARKS 
Mark Product 
TIME/TRADITION/SKILL (Applicant) Beer 
on rectangular back- 
ground with devices 


Registration refused on ground that, although mark appears to be 
capable of distinguishing, record does not show that in fact it does identify 
applicant’s goods. The beer is sold under the trademark BAVARIAN/S. The 
mark applied for is in the nature of a slogan so displayed that it is not 
apt to make a commercial impression and serve to identify the goods until 
and unless it is so used in advertising and promotional material over a 
sufficient period of time that it associates itself with applicant’s primary 


mark. 


CHEMEX CORPORATION v. NEBRASKA FERTILIZER INSTITUTE 
(Tm. Bd. 7/27/59) 122 USPQ 343 


2.91—REGISTRABILITY—CONFUSING SIMILARITY—CLASS OF GOODS 
Marks Products 
CHEMIX GROW-POWER (Applicant ) For certification of fertilizers 
with other wording 


CHEMEX (Opposer ) Filter paper; coffee makers ; 
glass kitchenware 


Opposition dismissed. There is no reasonable likelihood of confusion, 
considering that the goods pertain to widely different fields of trade, are 
used for entirely different purposes, and are sold through different channels 
under different circumstances and conditions ordinarily to different types 


of purchasers. 





THE TRADEMARK REPORTER Vol. 49 T. M.R. 








YARDNEY CHEMIX CORP. v. NEBRASKA FERTILIZER INSTITUTE 
(Tm. Bd. 7/27/59) 122 USPQ 344 


2.10—REGISTRABILITY—CORPORATE AND TRADE NAMES 
3.73—REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 
Marks Products 
CHEMIX GROW-POWER (Applicant) For certification of fertilizers 
with other wording 


CHEMIX (as trade name) (Opposer) For sale of goods of a chemical 
nature 


Opposition dismissed. The only relevant evidence offered by opposer 
merely shows that corporation is still existing. This is insufficient to estab- 
lish rights in opposer equal or superior to applicant’s rights or to show 
damage to opposer in any way. 


IN RE COHN BODGER & SONS COMPANY 
(Tm. Bd. 7/27/59) 122 USPQ 345 


2.16—REGISTRABILITY—GRADE MARKS 


Mark Product 
BLUE LUSTRE (Applicant) Hybrid petunia seeds 


Registration refused, as this is a varietal name available to all who 
grow the variety and sell the seeds therefrom. 


SERVO CORPORATION OF AMERICA v. REILLY ENGINEERING LIMITED 
(Tm. Bd. 7/27/59) 122 USPQ 346 


2.9—REGISTRABILITY—CONFUSING SIMILARITY 


Marks Products 

SERVOMATIC (Applicant) Electronically controlled servo- 
motor operated or assisted 
mechanisms for actuating or 
controlling industrial machin- 
ery and guided weapons; 
grinding machines and parts 
thereof; and lapping machines 
and parts thereof 


SERVO and design (Opposer ) For engineering and consulting 
services relating to electron- 
ics, servomechanisms and com- 
puters 
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Marks 
SERVO and design (Opposer ) 


SERVOSCOPE 


SERVOSYNC 


SERVOFLIGHT 


SERVOFRAX 


SERVOTHERM 


SERVOBOARD 


SERVOCON 


SERVOFLEX 
SERVOGLASS 


SERVOMATION 


Products 

Control equipment, measuring 
instruments and testing de- 
vices 

Testing equipment adapted to 
development of servomechan- 
isms and process controls 

Frequency stabilizing appara- 
tus 

Airborne electronic equipment 

Glass having infrared transmit- 
ting properties, and optical 
glass having same properties 

Bolometers, radiation pyrome- 
ters and auxiliary parts 

Stand specially adapted for 
mounting testing apparatus, 
as for use in bread-board rig- 
ging and testing of servomech- 
anisms and like apparatus 

Heat-sensitive scanning equip- 
ment 

Photographic tripod head 

Optical glass blanks and lenses 
having infrared transmitting 
properties 

Analyzing and testing appara- 
tus for servomechanisms, elec- 
tronie amplifiers and bolome- 
ters 


The doctrine of “family of marks” is restricted to cases where the 
alleged family characteristic is an arbitrary designation. SERVO is not 
arbitrary as applied to these goods and opposer’s rights in it are not so 
broad as to exclude all competitors from using it as a portion of a trade- 
mark or trade name. But SERVOMATIC as a whole is substantially similar to 
SERVOMATION in sound, appearance and connotation and confusion is likely 
even though the products are of a highly technical nature and would ordi- 
narily be purchased by technically trained people. Opposition sustained. 
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ROBERT HALL CLOTHES, INC. v. STUDDS 
(Tm. Bd. 7/27/59) 122 USPQ 347 


’ 9—REGISTRABILIT Y—CONFUSING SIMILARITY 
Marks Products 


ROSE HALL (Applicant ) Women’s, children’s, and men’s 
wearing apparel and acces- 
sories 

ROBERT HALL (Opposer Men’s and women’s suits and 
coats, and piece goods of ny- 
lon, rayon, cotton, wool or 
silk, or substitutes therefor, or 
combinations thereof 

ROBERTA HALL : Women’s and misses’ coats, 
suits, toppers, dresses, blouses, 
skirts, sweaters, and slacks 


Opposition dismissed. Registrations issued to others also comprise the 


term HALL and nothing in record indicates that either opposer or its mer- 
chandise is known by that term alone. HALL is a common surname and 
people are accustomed to distinguish between persons having such surnames 
by their baptismal names. Also Ros—E HALL may be regarded as name of 


manor or mansion. Differences in marks in their entireties are sufficient 
to obviate any likelihood of confusion. 


IN RE ECONOMICS LABORATORY, INC. 


(Tm. Bd. 8/28/59) 122 USPQ 577 
2.91—REGISTRABILITY—CONFUSING SIMILARITY—CLASS OF GOODS 
Marks Products 
SCORE (Applicant ) A dishwashing compound for 
commercial dishwashing ma- 
chine operations 
s’COR (Registration ) Toilet soap, liquid cleaning com- 
pound, and liquid scrubbing 


concentrate for general clean- 
ing purposes 


Refusal of registration affirmed. The products of applicant and regis- 
trant are so related that they might normally be produced by a single 
entity. Applicant’s mark so resembles the previously registered mark, when 
applied to the goods, as to make purchaser confusion inevitable. 
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IN RE THE MOSAIC TILE COMPANY 
(Tm. Bd. 8/28/59) 122 USPQ 578 
2.7—REGISTRABILITY—COLOR MARKS 
Refusal of registration affirmed. Record shows only that applicant 


has used BLUEGRASS GREEN as a color description for ceramic tile and that 


it has no other significance. 


NATIONAL MATTRESS COMPANY v. LIFETIME FOAM PRODUCTS, INC. 
(Tm. Bd. 8/28/59) 122 USPQ 579 
2.9—REGISTRABILITY—CONFUSING SIMILARITY 


Marks Products 
Foam rubber by the piece or as 


LIFETIME FOAM (Registrant ) 
piece goods 


LIFETIME ( Petitioner ) Mattresses 


Petition granted. FOAM is merely descriptive of foam latex mattresses. 


Respondent’s registration is inconsistent with petitioner’s rights under its 
registration and with its right to continue use of its mark LIFETIME on 


mattresses. 


WYZENBEEK & STAFF, INC. v. SPEEDWAY MANUFACTURING COMPANY 
(Tm. Bd. 8/28/59) 122 USPQ 580 


2.9—REGISTRABILITY—CONFUSING SIMILARITY 


Marks Products 
SPEED SAW (Registrant ) Portable electrically operated 
saws 
(Petitioner ) Portable electrically operated 
Saws 


SPEED SAW 


Registration canceled. Petitioner’s right to use SPEED SAW to describe 
certain of its saws, as it has done for more than a quarter century, is 
absolute as between the parties. 
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JERCLAYDON, INC., et al. v. HUDSON FUR CLEANING COMPANY 
(Tm. Bd. 8/28/59) 122 USPQ 582 
2.9—-REGISTRABILITY—CONFUSING SIMILARITY 


Marks Products 
HUDSON GLAMORETTE (Applicant) A chemical compound for use as 
and design a finishing agent for the pur- 
pose of imparting gloss and 
sheen to furs and all manmade 
furs 


GLAMORENE (Opposer ) A cleaning compound for clean- 
ing carpets, rugs and nap fab- 
rics 


Opposition sustained. GLAMORETTE so resembles GLAMORENE as to be 
reasonably likely to cause purchaser confusion even though applicant 
presently sells its produet to dry cleaners and uses its name HUDSON in 


conjunction with GLAMORETTE. 


WILL ROSS, INC. v. IRWIN, NEISLER AND COMPANY 


(Com'r 6/23/59) 122 USPQ 22 
2.91—REGISTRABILITY—CONFUSING SIMILARITY—CLASS OF GOODS 


Marks Goods 

R N CREME (and design) (Applicant) Hand cream 

(Opposer ) Clinical thermometers, surgeons’ 
gloves, catheters, colon tubes, 
rectal tubes and hot water 
bottles; plastic sheeting for 
hospital beds; medicated body 
lotion ; sanitary belts. 


AREN 


Opposer’s medicated body lotion and applicant’s hand cream have 
same general character. The marks would be pronounced the same. Pur- 
chaser confusion and mistake are bound to occur. Opposition is sustained. 
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MOTOROLA, INC. v. ZENITH RADIO CORPORATION 


(Com'r 6/23/59) 122 USPQ 23 
2.92—REGISTRABILITY—CONFUSING SIMILARITY—DOMINANT FEATURES 


Marks Goods 
(Applicant) Television receiving sets and 
parts thereof 


(Opposer ) Television receiving sets 


Purchaser confusion and mistake would be unavoidable in view of the 
similarity of the marks, notwithstanding their similarity to the descriptive 
name (TV) of the goods. Opposition is sustained. 


STROMBERG-CARLSON COMPANY v. SCHULMERICH CARILLONS, INC. 


(Com'r 6/23/59) 122 USPQ 24 
2.11—REGISTRABILITY—-DESCRIPTIVE TERMS 


Marks Goods 
CARILLONIC BELLS (Applicant) Mechanically grooved phono- 
graph records and _ flexible 
rolls perforated for operating 
electrically operated chimes 
or bell instruments for pro- 
ducing music 


LIBERTY CARILLON, INC. (Opposer) Electrie carillons 


CARILLONIC BELLS held not descriptive of phonograph records and per- 
forated rolls for operating electric carillons. Opposition dismissed. 


3.72—REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 


Notice of opposition asserting opposer will be damaged if required 
to discontinue use of descriptive terms, but failing to allege products sold 
in competition with applicant fails, to state a claim upon which relief 
ean be granted and should have been dismissed on applicant’s motion. 


3.73—REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 


If opposer’s testimony and exhibits prove facts which, if pleaded, 
would entitle opposer to relief, pleadings will be treated as if conformed 
to the proofs. 

See also 46 TMR 490, 46 TMR 491, 46 TMR 1423. 
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COMPANIA “RON BACARDI”, S.A. v. JAFFE 
(Com'r 6/23/59) 122 USPQ 26 
2.11—REGISTRABILITY—DESCRIPTIVE TERMS 


Marks Goods 
GIN RUMI (Applicant A blend of gin and rum 


GIN AND RUM (Opposer ) Descriptive term for alcoholic 
mixture 


Applicant’s mark is so similar to the generic term for the mixture in 
appearance and significance that confusion in trade is bound to occur. 
Opposition sustained. 


UNITED STATES PLYWOOD CORPORATION v. COMSTOCK- 
KITTO COMPANY 


(Com'r 7/17/59) 122 USPQ 281 
2.9—REGISTRABILITY—CONFUSING SIMILARITY 


Marks Products 
DURAFORM (Applicant) Plywood 


DURAPLY (Opposer ) Plywood 


Opposer’s mark had been widely advertised. The Assistant Commis- 
sioner refused registration on the basis that a purchaser (a builder) would 
not analyze marks but would conclude that DURAFORM was one of opposer’s 
products. 


JONES & LAUGHLIN STEEL CORPORATION v. BLISS & LAUGHLIN, 
INCORPORATED 


{(Com'r 7/17/59) 122 USPQ 282 
2.14—REGISTRABILITY—GENERIC TERMS 


Marks Products 
STRAIN-TEMPERED (Applicant) Cold-worked steel 


STRAIN TEMPERED (Opposer ) teneric term for steel products 


Opposer took position that STRAIN-TEMPERED describes steel treated to 
remove strains from prior hardening and is synonymous with “strain- 
drawn,” “strain-relieved,” “stress-relieved,” and like terms. 

Technical literature had references to “tempering to relieve strain.” 
Opposer’s 1947 manual referred to “strain-tempering,” and orders to 
opposer referred to “strain tempered at 500° F.,” “strain-tempered steel’ 
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etc. Orders to applicant showed synonymous use of “Strain Tempered” 
(spelled with and without initial capitals), “Strain annealed,” “Stress 


relieved,” ete. 

The Assistant Commissioner refused registration on the basis that 
STRAIN TEMPERED was a well understood word commonly used by opposer 
and others in steel industry and registration would be inconsistent with 
right of opposer and others to continue to use this mark. 


FLORASYNTH LABORATORIES, INC. v. MULHENS 


(Com'r 7/20/59) 122 USPQ 284 
3.2—REGISTRATION PROCEDURE—EXAMINATION 


Applicant filed application to register ELAN for perfumes. In settle- 
ment of the opposition filed by the owner of ELAN TIBET, applicant agreed 
to add its registered mark 4711 above the word mark. An amendment to 
this effect was refused by the Examiner as making material change in the 
mark (prohibited by Rule 2.72). Applicant petitioned under Rule 2.146. 

The Assistant Commissioner held that the addition of applicant’s well- 
known mark was not a material change and ordered entry of the amend- 


ment. 


GENERAL DYNAMICS CORPORATION v. TELEPHONICS CORPORATION 


(Com'r 7/16/59 and 7/31/59) 122 USPQ 322 


2.11I—REGISTRABILITY—DESCRIPTIVE TERMS 
2.12—REGISTRABILITY—DISCLAIMERS 
2.26—REGISTRABILITY—SECONDARY MEANING MARKS 
Marks Products 
TELEPHONICS ( Applicant) Electrical communication, elec- 
and trical control equipment, elec- 
TELEPHONICS trosonic and electrical remote 
with devices on control equipment and appa- 
eireular background ratus, and lightning arrestors 
and parts therefor 


TELEPHONIC as (Opposer ) Similar equipment and appara- 
descriptive term tus 


Opposition dismissed on entry of disclaimer: “Applicant asserts no 
rights in the word ‘telephonic’ as used properly to describe telephone and 
other equipment for conveying sound.” Opposer and others may use ad- 
jective “telephonic” in ordinary and descriptive sense but applicant’s marks 
are registrable when record shows they do in fact identify and distinguish 
applicant’s goods and nothing in record suggests they have interfered with 
opposer’s right to describe its equipment. 
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UNIVERSAL OVERALL COMPANY v. STONECUTTER MILLS CORPORATION 
(Com'r 7/23/59) 122 USPQ 324 


5.3—CANCELLATION PROCEDURE—DAMAGES 
5.5—CANCELLATION PROCEDURE—EVIDENCE 
5.6—CANCELLATION PROCEDURE—PLEADING AND PRACTICE 


Request for rehearing, reconsideration or modification of decision dis- 
missing petition for cancellation denied. Section 2 of the statute sets forth 
grounds for ex parte refusal of registration, and such grounds may be 
invoked by an opposer or petitioner as general grounds to show damage; 
but Section 2(d) is not applicable to a cancellation proceeding, and damage 
from registration cannot be inferred when respondent’s rights in mark are 
at least equal to petitioner’s rights. 

Advertising agency’s letter expressing opinion that there is no infringe- 
ment is not entitled to any weight. 
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STATEMENT REQUIRED BY THE ACT OF AUGUST 24, 1912, AS AMENDED BY 
THE ACTS OF MARCH 3, 1933, AND JULY 2, 1946 (Title 39, United 
States Code, Section 233) SHOWING THE OWNERSHIP, 
MANAGEMENT, AND CIRCULATION OF 


THE TRADEMARK REPORTER® published monthly, twelve issues, at New York, 
N. Y. for October 1, 1959. 
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